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Summary of Facts and Subm ssi ons
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The appel | ant (opponent) | odged an appeal, received at
the EPO on 22 May 1998 agai nst the decision of the
Qpposition Division, dispatched on 26 March 1998, on
the rejection of the opposition against the European
pat ent EP-B-380 324.

The appeal fee was paid sinultaneously and the
statenment setting out the grounds of appeal was
recei ved at the EPO on 5 August 1998.

The opposition was filed against the patent as a whol e
on the ground that it did not disclose the invention in
a manner sufficiently clear and conplete for it to be
carried out by a person skilled in the art

(Article 100(b) EPC).

During the oral proceedings before the first instance
t he opponent further introduced a new ground of
opposition under Article 100(a) EPC i.e. |ack of

i nventive step in view of docunent US-A-4 219 031 (D1)
cited in the search report.

Wth the witten statenent setting out the grounds of
appeal, the appellant filed an affidavit by two of its
enpl oyees who made experinentations in order to
determ ne sone of the paranmeters which constrain the
operation of the conbustion source clained in the
patent in suit and whether any alternative snoking
materi al can be used as a conbustion source in place of
car bon.
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The appel |l ant pointed out that, in the four enbodi nents
of the patent specification as well as in the 22
exanpl es disclosed in Table 1, carbon or carboni sed

mat eri al appeared to be an essential integer of the
conbustion source and no other high conductivity or
hi gh heat capacity material was exenplified. It was
thus of the opinion that the invention is not described
sufficiently clearly and conpletely enough to allow
even a skilled man to put the invention into practice
wi th anyt hing other than a carbon, or carbon-
containing, rod or sheath material and that many of the
materials referred to by the respondent (patentee) were
actually alternative to cut tobacco | eaf and not
necessarily "conbusti on sources" per se.

The appel |l ant argued that, according to the Affidavit
and the results of the experinentations nade, a

rel atively high anmount of carbon appeared to be
required in the rod enbodi nents in order for the
invention to work and that, when substances were

di fferent from carbon or activated carbon, the skilled
reader was not assured of success and had to try such
subst ances wi t hout any gui dance on the conpositions
and/ or other materials required because none was given
in the specification. In particular, it was found that
none of the enbodi nents produced all owed the

exti ngui shed tobacco to be re-ignited for nore than 2
puffs and no cigarettes snoked through to conpletion.
Therefore, according to the appellant, the specul ative
nature of the clains given the actual disclosure of the
patent specification appeared fromthe Affidavit.

The appel | ant argued al so that even sone of the
materials known to be alternative snoking materials
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suggested by the respondent have shown to be

i neffective as conmbustion sources and that finding new
materials in new conpositions requires inventive

i ngenuity. Therefore, in its opinion, the claimof the
patent in suit should be construed in a narrower way
than the purely functional claimliterally reads.

The appel | ant considered further that the snoking
article described in DL was very simlar to the snoking
articles described in the patent in suit, although it
does not have a portion which extinguishes and which is
re-ignited. The appellant was thus of the opinion that,
given the close simlarity of D1, the structura

di fferences in the make-up of the articles according to
the invention which cause the tobacco to extinguish
should be recited in Claiml in order to prevent that

it covers all possible ways of achieving the aimof the
i nventi on whereas the description exenplifies only two
enbodi nents and a narrow conpositional range for the
rod or sheath in those enbodi nents.

Oral proceedi ngs took place on 9 March 1999.

The appel | ant enphasi zed that, in the patent in suit,
it is not disclosed that the core of the snoking
articles could be nade of cut tobacco | eaves but only
of carbon, activated carbon or partly carboni sed
cellulosic material .

According to the appellant, the functional |anguage of
claim1 outlines the effect to be achieved, not how to
achieve the effect in structural terns, therefore, the
di scl osure of the patent in suit does not clearly and

conpl etely enough describe the invention and the
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techni cal contribution nade by the disclosure is
greatly exceeded by the scope of the granted C aim 1.
Appel  ant therefore requested for a narrow
interpretation of the clains of the patent.

The appel | ant contended that the puffing regine of the
Affidavit (120 seconds between two consecutive puffs)
bel ongs to the routine testing conditions whereas,
according to the respondent, a 60 seconds puff cycle
shoul d be the normal standard used on the snoking
machi nes of the industry.

The respondent (patentee) recalled that the technica
contribution nmade by the invention to the art consisted
in the general concept of conbining in a snoking
article nmeans for extinguishing the snoking materi al

bet ween puffs and neans for reigniting said materi al
during puffs. The respondent contended that if, in the
experinmentation process referred to in the Affidavit, a
| ess than 120 seconds puff cycle had been used, a nmuch
greater nunber of puffs could have been achieved with
the different conmbustion nmaterials tested. According to
the respondent, the results stated in the Affidavit
denonstrated that conbustion sources other than carbon
or carbonised materials worked at | east under the
conditions clainmed in Claiml.

The respondent explained that the aimof the invention
being to reduce side stream snoke and carbon rods
havi ng a cl ean burning conbustion, the use of carbon or
of carbonised materials as conbustion sources has been
consi dered and therefore described in the patent in
suit as the best way to conduct the invention. However,
the Affidavit has shown that the invention can also be
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carried out with conbusti on sources ot her than carbon
sources provided that all the required paraneters were
conbi ned.

At the end of the oral proceedings, the appell ant
requested that the decision under appeal be set aside
and that the patent be revoked in its entirety.

The respondent requested that the appeal be dism ssed.

Caiml of the granted patent reads as foll ows:

"A snoking article incorporating snoking material the
conbusti on products of which are inhaled by the snoker
by puffing, said snoking article being adapted to
extingui sh the snoking material between puffs, and a
conbustion source incorporated in the snoking article
and adapted to reignite the snoking material during
puffs thereby causing the snoking material to conbust."

Reasons for the Deci sion

1

0857.D

Adm ssibility of the appeal.

The appeal is adm ssible.

Interpretation of Cdaiml

In the light of the description, the term "adapted"
used in the foll ow ng phrase:

"snoking article....adapted to extinguish the snoking
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mat eri al between puffs" (see the patent specification:
page 15, line 36), should be interpreted as signifying
that the different paraneters of the conponents of the
snoking article which can influence free snoul dering of
the snoking material, such as the conbustion properties
of the wrapper or sheath which encl oses the snoking
material (for exanple its conbustibility, oxygen

di ffusivity, thermal conductivity etc...), or the
properties of the snoking material itself (for exanple
its conposition, density, conpacity etc...) are
specifically chosen such that, w thout assistance of an
addi tional ignition source, the snmoking material is

i ncapabl e of regenerating a fully burning coal wth a
single standard puff (see the specification: for
exanple page 2, lines 40 to 43; page 3, lines 11 to 38
and page 4, lines 14 to 43).

Furthernore, the term "adapted" used in the follow ng
phr ase:

"a conbustion source...... adapted to reignite the
snoking material during puffs"” (see the patent
specification: page 15, lines 37 and 38),

shoul d be interpreted as signifying that the different
characteristics of the conbustion source which can

i nfl uence the reignition of the snoking material, such
as for exanple the material of the rod or its

di nensi ons (see the specification: for exanple from
page 3, line 44 to page 4, line 9 and from page 5,

line 45 to page 6, line 6) are specifically chosen such
that the source will continue to provide heat for a
sufficiently long period of tinme to enable the snoker
to regenerate conmbustion in the tobacco rod upon
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puffing at the next occasion (see the specification:
page 6, lines 32 to 34).

Therefore, the subject-matter of Claim1l should be
interpreted as being a conbination of characteristics
of the different conponents of the cigarette (see for
exanpl e the specification: page 4, |line 46; page 6,
lines 31, 32 and page 7, lines 6 to 8) in order to
prevent unassisted snmouldering in air and to provide
reignition during puffing.

Di scl osure of the invention (Article 100(b) EPC)

It results fromthe conparison between the disclosure
of the application as originally filed and the cited
prior art that the technical contribution nade by the
i nvention to the art consists in the concept of
quenchi ng the conbustion of the snoking nmateri al

bet ween puffs and reigniting said snoking nmaterial at
the instigation of puffing (see the application as
originally filed: for exanple page 1, first paragraph;
page 5, lines 3 to 7; page 37, lines 8 to 11 or

page 40, lines 11 to 17).

In order that the patent insures an effectua
protection to said general idea, and provided that at

| east one way of obtaining the results is clearly
indicated in the patent enabling the skilled person to
carry out the invention, the concept of the invention
can be claimed in Caiml in a functional way in order
to enbrace variants of conponents which are equally
suitable to achieve the sane effects in a manner which
coul d not have been envisaged w thout the invention
(see Decision T 292/85, Q EPO 1989, 275). In the
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present case, the opposed patent describes the best way
of carrying out the invention by using preferably
carbon or carbonised material as a conbustion source
and the affidavit filed with the appellant’s statenent
of 5 August 1998 acknow edges that such a conbustion
source allows the invention to work, that the
correspondi ng snoking articles have the standard
properties of a conventional cigarette and that they
fulfil the criteria of Caim1l under the snoking regine
sel ected to conduct the experinents.

Since Claim1l just clains that the conbustion source be
"adapted to reignite the snoking material during puffs”
and does not require additionally that the cigarettes

I ncorporating said conbustion sources shoul d present
the properties of a "conventional" cigarette, in
particul ar that they should snoke to conpletion and
provi de a m ni mal nunber of puffs acceptable to the
user, in order to enbody the invention, the skilled
person has only to search for such "adapted" sources
anong known conbusti on sources by running routine
experinmentation involving trial and error, and any
snoking article just adapted to extinguish its snoking
mat eri al between (at |least two) puffs and to reignite
(at least one tine) the snoking material during (the at
| east two) puffs fulfils the criteria of Caiml.

According to the Affidavit, it seens that this is the
case for sone experinmented tobacco substitutes such as
"pectin” and "naize".

In the context of the invention, the enbodi nents which
I ncor porated carbon fuel rods were preferred since they
have the properties of a conventional cigarette (see
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the patent: page 4, lines 57 to 58). However, the
enbodi nents whi ch do not have the standard properties
of a conventional cigarette are not excluded fromthe
protection (see in particular the patent: page 3,
lines 37 to 38), provided that they conprise neans for
extingui shing the snoking material between puffs

conbi ned wth a conbustion source to reignite the
snoki ng material during puffs.

Therefore, the Board is convinced that the invention
can be perforned w thout undue burden by the skilled
person who, in the light of his general conmon

know edge, follows the teaching of the patent conpleted
with the results of a routine trial and error
experinentation. Consequently, the Board considers
that, in the patent in suit, the invention is
sufficiently disclosed in the neaning of Articles 83
and 100(b) EPC.

Novelty (Article 54 EPC)

When exam ning novelty it should be borne in mnd that
a clainmed subject-matter would | ack novelty only if it
were derivable as a whole directly and unanbi guously
fromone docunent. Although, inits witten statenent
setting out the grounds of appeal, the appellant

consi dered that the snoking article described in D1 was
very simlar to the snoking articles described in the
patent in suit, it acknow edged that the known
cigarette was not adapted to extinguish the snoking

mat eri al between puffs and to reignite it as clained in
Caiml.

Since, noreover, novelty has not been disputed by the
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appel l ant during the oral proceedings, there is no need
for further detail ed substantiation.

Cl osest state of the art

D1, which describes a snoking article having structural
simlitudes with the article according to aim1 such
as a conbustion source incorporated in the snoking
material, appears to disclose the state of the art

cl osest to the invention.

The snoking article according to Claim1l differs from
said prior state of the art in that the properties of
its conponents have been chosen so that the snoking
mat eri al cannot sustain free snoul dering between two
consecutive puffs and that the characteristics of the
conbustion source incorporated in the snoking nateri al
have al so been specifically chosen such that, between
two puffs, it will continue to provide heat for a
sufficiently long period of tinme to enable the snoker
to regenerate conbustion in the tobacco rod upon

puf fing.

Problemto be sol ved

When taking into account the aforenentioned differences
(see section 5 above, second paragraph), the problem as
determ ned objectively appears to be to mnimse

si destream eni ssi ons and t obacco consunption of the
snoking article according to D1. The Board is satisfied
that the conbined effects resulting fromthe choice of
the different paraneters of the conponents of the
snoking article bring effectively a solution to said
probl em
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I nventive step (Article 56 EPQC)

In D1 the problemto be solved consists mainly to

i nprove carbon-substitute snoking products in order to
reach equality in snoking experience between said
products and conventional snoking products (see for
exanple D1: colum 1, lines 15 to 21 and colum 2,
lines 15 to 18) whereas the problem considered in the
patent in suit concerns nainly to reduce sidestream
em ssions and tobacco consunpti on.

Mor eover, the description of DL concentrates on the
production of carbonised cores to be incorporated in
the snoking article w thout concern about the w apper
or sheath which encl oses the snoking material or about
the snoking material itself and the eventuality that
the cigarette could extinguish between two puffs is
even not envi saged. Consequently, there is a priori no
reason for the skilled person starting fromthe snoking
article of D1 for choosing and arranging its conmponents
so that the snoking material be incapable of supporting
free snoulder in the absence of puffing, |et alone that
the carbon core of the article according to D1 insures
reignition of the snoking material during puffing.

Si nce, noreover, inventive step has even not been

di sputed by the appellant during the proceedi ngs before
the Board, a further detail ed substantiation is not
necessary.

For the foregoing reasons, the Board considers that to
i nprove the snoking article of DI according to Claim1l
does not follow plainly and logically fromthe

di scl osure of D1 even when it is seen in the |ight of
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t he general common know edge in the art.
8. The reasons stated by the appellant therefore did not

prejudi ce the mai ntenance of the patent as granted.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin C. Andries
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