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Summary of Facts and Subm ssi ons

1670.D

The opponent filed the appeal against the decision of
t he opposition division rejecting the opposition filed
agai nst European patent No. 375 330.

The follow ng docunents referred to in the notice of
opposition were referred to in the appeal proceedings:

D1: Journal of Tel econmuni cation Networks, vol. 2
(1983), No. 3; pages 295-304; Chu, W W et al

D2: US-A-4 752 950

D5: US-A-4 713 761.

Wth the statenent setting out the grounds of appeal
the appellant filed further docunents:

D6: DUDEN "I nformati k"; Dudenverlag, Mannheim 1988;
pages 134-143

D7: DE-A-3 539 545.

In response to a conmuni cati on acconpanyi ng the sunmons
to oral proceedings before the Board, the respondent
submtted three sets of clains with a |letter dated

26 April 2000 in respect of a main request and first
and second auxiliary requests.

Claims 1 and 5 of the main request are worded as
fol | ows:

"1. A miling systemfor processing information
relevant to mail handling for distribution to mailers,
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conpri si ng:

(A) a conputerized central data station

(B) a plurality of mailer stations each having a
conput er controll abl e database and associated with
sim | ar businesses;

(© a conmunication link interconnecting said
conputerized central data station with each of said
mai | er stations; said conmputerized central data station
i ncl udi ng:

(a) neans for accessing each of selected ones of said
mai | er stations;

(b) nmeans for accessing the database at each of said
accessed mail er stations;

(c) neans for dividing said database at each of said
accessed mailer stations into a plurality of mail
handl i ng categories common to the databases of the
sel ected mail er stations;

(d) a database storage area at the conputerized
central data station for storing each of said mai
handl i ng cat egori es;

(e) neans for augnenting each of said mail handling
categories with nmail handling data received from each
mai | er station database;

(f) neans for accessing each of said mail handling
categories in accordance with an authorized mail er
station request; and

(g) neans for transmtting information fromsaid
accessed mai|l handling category as requested by a
requesting mailer station to said requesting mnailer
station in order for the requesting mailer station to
handle its mail in a nore efficient and econom cal
manner . "

"5. A nethod of enhancing the efficiency and econony
of individual mailers associated with simlar
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busi nesses and | ocated at separate nmmiler stations,
conprising the steps of:

(a) providing a conputerized central data station with
a database and providing at each of said mailer
stations a conputerized database;

(b) establishing a conmunication link interconnecting
said central data station and each of said mailer
stations and allowi ng said central data station to
access each of selected ones of the conputerized

dat abase of said mailer stations;

(c) at said central data station, dividing said
conputeri zed databases into a plurality of mail
handl i ng data categories comon to selected mailer

stati ons;

(d) said central station periodically polling selected
ones of said mailer stations for accessing said
conput eri zed database at each of said accessed mail er
stati ons;

(e) placing the accessed data fromsaid conputerized
dat abase into a respective common dat abase storage area
at said central data station for each of said mai
handl i ng data categories in order to augnent each of
said nmail handling data categories with nmail handling
data from each of said accessed nuil er databases;

(f) upon receiving an authorized nail er request,
accessing each of said augnented nmail handling data
categories in the central station database in
accordance with said mailer's request; and

(g) said central station transmtting augnented nai
handl i ng data from said accessed mail handling data
category to said requesting mailer, said augnented nai
handl i ng data contai ning information obtained from

mul tiple mailers and usable by the requesting nmailer to
i nprove the processing of mail at its location.”
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Clainms 2 to 4 and 6 to 8 are dependent on clains 1 and
5 respectively.

V. In oral proceedings held before the Board on 6 June
2000, the respondent filed new sets of clains as first
and second auxiliary requests, and filed anmended
colums 3 to 6 of the description for all the requests.

\Y/ The appel |l ant argued essentially as foll ows:

As set out in the statenment of grounds of appeal, the
contested decision did not take sufficient account of
what woul d be obvious to a person skilled in the art,
in view of his general know edge, fromthe teaching of
Dl. It was evident that the teaching of D1, including

t he advant ages of shared usage of databases, could be
applied in any technical field independently of the
contents of the data categories. Information sharing

t herefore constituted an obvi ous neasure to nake
mai | i ng systens nore efficient and economcal. In the
system of D1, the data transferred fromlocal stations
to the central data station were already stored in
files (and thus categorized) and would be stored in
corresponding files (and thus categories) at the
central data station. Sorting and storing of data in
accordance with usage criteria was the essence of
organi zi ng data in databases and constituted general
know edge as evi denced by D6. Al so the contested patent
(colum 6, lines 2 to 17 and colum 12, lines 30 to 34)
di scl osed that the data were categorized at the mailer
stations and transmtted in this formto the central
data station. It was clear that they would be stored
there in the sane categorized form The dividing of
data into "mai|l handling categories” could not be
derived as an essential difference fromthe application

1670.D Y A
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as filed because it only specified "data categories".

D7 was introduced to show that this general know edge
was in fact put into practice in technical fields which
were very close to mail handling systens. D7 only
differed fromthe subject-matter of clains 1 and 5 in
that the data processing systemrelated to securities
in an automated tradi ng market.

In the oral proceedings the appellant did not expressly
abandon the preceding line of attack, but started from
D2 as closest state of the art and acknow edged that D7
was in fact not nore relevant than D5. In the
follow ng, reference letters in parenthesis refer to
the corresponding features of claim1l of the main
request .

D2 disclosed all the features of claim1 of the main
request except for feature (e). In particular, neans
for dividing (c) were disclosed at colum 9, lines 30
to 41, of D2 since drawing up a partial journal for
each custoner inplied that the database was divi ded
into a plurality of mail handling categories. Features
(f) and (g) were disclosed in D2, colum 9, lines 21 to
26, because the neans for sending data to the mailer
stations were equally suitable for accessing each of
the mail handling categories in accordance with an
authorized nmail er station request. Wether these neans
actually transmitted informati on or not was determ ned
by considerations of how to do business. The required
t echni cal neans, including those for achieving the
function of feature (e), were disclosed in conbination
in D2. This was confirmed by the contested patent
itself (colum 13, lines 23 to 31) which acknow edged
that it enployed "existing equipnent ... to provide
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addi ti onal services and functions".

The probl em of providing additional services and
functions was within the conpetence of the person
skilled in the art of shared databases. Its solution
was obvious fromthe general know edge in this
technical field that sharing data stored at a centra
station with a plurality of local stations provided
numer ous advantages. D1, Figure 1, for exanple,

di scl osed a dat abase system for achi eving these
advant ages.

D5 (Figure 7 and colum 10, lines 26 to 33) showed such
sharing of information in mailing systens since the
"rate shopping” function disclosed therein inplied that
mai | handling data was collected at a central station
and information was transmtted fromthe thus augnented
mai | handling categories to a mailer station requesting
an offer. The subject-matter of claim1l of the
contested patent thus |acked an inventive step in view
of the state of the art disclosed in D2 in conbination
with that of D1 or DS5.

The respondent argued essentially as foll ows:

The contested patent was based on a concept which was
different fromthat of any of the cited prior art
docunents. It allowed individual users to benefit from
information collected fromother mailers working in
sim | ar businesses w thout sacrificing the confidential
character of information provided fromthe mailers.
This was achieved by dividing, at the central station,
each dat abase that had been accessed at each of the
mai |l er stations. Feature (c) of claiml of the main
request made cl ear that these databases were not yet
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di vi ded when accessed at the mailer stations. New
categories accessible in accordance with an authorized
mai |l er station request were created and augnented with
mai | handling data fromeach mail er station database
(feature (e)), as shown in Figure 5B of the patent
specification. A large scale series of data, in each of
the common mail handling categories, was thereby nmade
accessible to the mailer stations on a request basis.

Both clains 1 and 5 of the main request specified the
technical features of this new concept of information
distribution in a mailing system Although the patent
specification (colum 13, lines 23 to 31) acknow edged
t hat existing equi pnent was enpl oyed, the clained
system was programed to operate in a new way. Since it
was clear that these clains did not relate to subject-
matter or activities for doing business as such which
could be excluded frompatentability under Article 52
(2) and (3) EPC, it had to be judged whether their

subj ect-matter as a whol e was obvious to a person
skilled in the art or not. According to recent case |aw
relating to conputer program products, it did not
matter which features were responsible for the clained
subj ect-matter being not obvious to a person skilled in
the art, nor was there a new technical effect required.

D2, which reflected the closest prior art, dealt with
renote inspection of mailer stations. Only "control
information" (eg postage rates or the frequency of
reporting back to the central station) was transmtted
to the mailer stations (see eg claim1l). The central
station collected mail handling data but did not divide
and categorize it to nake it available to other mailer
stations because the information had private character.
Therefore, features (c), (e) and (f) of present claiml
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were not disclosed in D2.

D1 (Abstract) disclosed an integrated database system
where | ocal stations containing fragnents of the

i ntegrated database and a central database together
formed a union. The central station did not create a
new dat abase by dividing and categori zi ng accessed

dat abases. D5 and D7 discl osed systens which dealt with
information of a different nature to be distributed
when offers were transmtted to | ocal stations. D6 only
di scl osed specialist know edge in the field of database
systens. The person skilled in the art would not get
any hint fromthese docunents to nmake mail handling
data accessible to a plurality of mailer stations since
such data had confidential character. For simlar
reasons, D6 and D7 should be left out of account
because they had no rel evance to the contested patent.

The appel | ant (opponent) requested that the decision
under appeal be set aside and that European patent
No. 0 375 330 be revoked.

The respondent (patentee) requested as nain request
that the patent be maintained in anended formin the
foll owi ng version

claims 1 to 8 filed with letter dated 26 April 2000;

description, colums 3 to 6 filed in the oral
pr oceedi ngs;

description, colums 1, 2 and 7 to 13 and draw ngs of
t he patent specification.
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Reasons for the Decision

1

2.2

1670.D

The appeal is adm ssible.

Arendnent s

The appellant did not raise any objections to the
anmendnents, apart from questioni ng whether the term
"mai | handling categories” was disclosed in the
application as filed. The Board notes that the term
"mai | handling categories", which was al ready present
in the patent specification as granted, is directly
derivable fromclaim17 (feature (g)), claim5 (first
two lines), claim6 and page 9, paragraph 2, of the
application as filed.

The Board is satisfied that the anmendnments nmade to the
clainms of the main request do not infringe

Article 123(2) and (3) EPC. The same applies to the
description which has been adapted to the anended

cl ai ns.

The subject-matter of clains 1 and 5 (main request)

Claim1 of the main request specifies neans for
accessing the database at each of selected ones of the
mai |l er stations (features (a) and (b)) and neans for

di viding said database into a plurality of nmai

handl i ng categories which are comon to the databases
of the selected nailer stations (feature (c))
associated with sim | ar businesses (see feature (B)). A
storage area is provided for each of these categories
(feature (d)) and neans are included for augnenting the
(contents of the) categories with mail handling data
received fromeach mailer station database
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(feature (e)). Means are further provided for accessing
each of these categories in accordance with an

aut horized mailer station request and for transmtting
information therefrom (features (f) and (g)).

Since all the neans of features (a) to (g) are included
in the central data station, the dividing of the

dat abase (the body of information accessed at the
mai |l er station) into categories takes place at the
central data station where they are stored. The

di vidi ng operation has to be seen in the context of
creating categories which are nade accessible to
("common to") the plurality of the selected nailer
stations (associated with simlar businesses; see
feature (B)) in accordance with an authorized request.
Features (a) to (g) thus all relate to nmeans for
creating, at the conputerized central data station,
commonl y accessi ble storage areas conprising data in a
plurality of mail handling categories which are
arranged to be suppl enented by data from each of the
sel ected mailer station databases. This natural
construction of claim1 in accordance with the usual
meani ng of the words in the context of the claim
considered as a whole is corroborated by the
description of the patent specification (colum 11,
lines 29 to 49; colum 12, lines 12 to 35; colum 13,
lines 3 to 31 and Figure 5B) which enphasizes the
information sharing aspect disclosed in the contested
patent |eading to a |arge scale series of categorized
dat abases accessible to selected nmailer stations of
sim | ar businesses.

Claim5 specifies the correspondi ng net hod steps of
accessing each of the sel ected ones of the databases of
the mailer stations (features (b) and (d)), dividing
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t hese databases into conmonly accessible categories
(features (c) and (e)), augnenting the data of these
categories (features (e) to (g)) and transmtting
information therefromin accordance with an authorized
mai | er request (features (f) and (g)). daim5, in
addition, specifies "periodically polling" selected
mai |l er stations (feature (d)), placing the data into "a
respecti ve common dat abase storage area"” for each
category (feature (e)) and transmtting "augnmented nai
handl i ng data ... containing information obtained from
multiple mailers and usabl e by the requesting mailer".

4. Novel ty

4.1 None of the cited docunments relating to a mailing
system or nethod, such as D2 or D5, where mail handling
information i s exchanged over a comunication |ink
between a central data station and a plurality of
mai |l er stations discloses the creation of conmmonly
accessi ble categories as specified in clains 1 and 5.
The subject-matter of these clains is therefore novel
with respect to this prior art. This was not contested
by the appellant.

4.2 The cited docunments relating to general purpose
dat abase systens, such as D1, which do not nention
mai | er stations and handling of mail, cannot be
regarded as disclosing mailing systens, or nethods of
enhanci ng the efficiency and econony of individual
mai |l ers. That these systens relate to different
technical fields cannot be obviated by a sinple
renam ng of data categories of the databases discl osed
in D1I. The system and nethod of clains 1 and 5 inply
progranms for the conputerized central data station and
t he conputer controllable databases of the nmailer

1670.D Y A
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stations which are suitable for running the conponents
of the systemin the specified environnment, as well as
means for handling mail (eg letters and packages) at
the mailer stations. Therefore, the subject-matter of
clainms 1 and 5 of the main request is not anticipated
by this prior art.

5. | nventive step

5.1 D2 discloses the nearest prior art because it relates
to a mailing system and net hod which conprises a
communi cation link (3, 5, 6) for bidirectional exchange
of data between a central data station (2) and a
plurality of mailer stations (local stations 4). The
mai |l er stations receive control information from and
communi cate operating information to, the central data
station (D2, clainms 1, 8 and 9). This data exchange is
anal ogous to the generally known "post-paynent” nethod
where the user had to provide regular detailed
statenents of the franking perfornmed to the central
data station (postal adm nistration) which perforned
book- keepi ng and checki ng work and took proper action
if the required statenents had not been transmtted
(D2, colum 1, lines 20 to 51; colum 9, lines 30 to
41). The control information transmtted to | ocal
stations thus contains instructions fromthe central
data station including the period and frequency of
duties for each mailer station (D2, colum 1, |ine 59
to colum 2, line 2; colum 8, lines 13 to 19). The
mai |l er stations, in accordance with these instructions,
call the central data station to comunicate the
col l ected operating information, including eg
cunmul ative and daily values fromthe franking counters,
and faults as detected (D2, colum 9, lines 30 to 41;
colum 11, lines 24 to 35). Wien a nmachine is

1670.D Y A
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initialized or when nodifications are to be sent to the
mai |l er stations, the call may, optionally, be nmade at

t he request of the central station (D2, colum 9,

lines 21 to 26). D2 thus discloses a nmailing system
conprising the features (A), (B), (a) and (b) of the
present claiml.

However, D2 does not disclose nmeans for dividing, at
the central data station, the database of selected
mai l er stations as specified in feature (c) of the
present claim1l. The central data station
"preprocesses” the data supplied by the nmailer stations
(D2, colum 7, lines 60 to 64) and responds to these
data by "drawing up a partial journal indicating, in
particular, for each customer the type of surveill ance
performed as a function of its frequency, ... with
optional carrying forward fromthe preceding journals”
(D2, colum 9, lines 30 to 41). The database conpri sing
the operating information received fromthe mailer
stations is thus divided, for each customer, into

di fferent categories. Each of these categories nmay be
augnmented for each custoner ("optional carrying
forward"), but these categories are not comon to
selected nmailer stations, ie they do not constitute
commonl y accessi ble categories which are shared by a
sel ected group of mmiler stations. Mreover, none of

t hese data of the collected operation information in D2
is intended for transmission to any of the nailer
stations. Only control information is downl oaded for
initializing and instructing the mailer stations.

The features (c) to (g) of present claiml referring to
di vi di ng dat abases, storing comonly accessible mail
handl ing categories and transmtting information from

t hese categories, solve the problemof nmaking it
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possible to use the nailer stations in a nore efficient
and econom cal manner (see claim1, feature (g) and
colum 3, lines 2 to 11, of the contested patent).

The Board is convinced that the above features
contribute to solve this problemin that a | arge scal e
series of categorized databases may be created and
shared in this way to provide, with existing equipnment,
addi tional services and functions (cf contested patent,
colum 13, lines 23 to 31). In particular, collecting
mai | handling data fromeach of a plurality of mailer
stations, and transmtting such data to authorized
requesting mailer stations, enables individual users of
the stations to conpare their mail handling data with
categorized information derived frommailer stations
associated with sim |l ar businesses (cf feature (B) of
claim11). Suitable nmeasures can then be taken to
further inprove the mail handling at the mailer station
concerned to get reductions in postal rates (cf
contested patent, colum 2, lines 43 to colum 3,

line 1; colum 7, lines 14 to 33).

The above problemarises in the use of a system which
is technical per se (mailer stations having conputer
control | abl e databases i nterconnected, by a

communi cation link, with a conputerized central data
station) and thus not excluded frompatentability
(Article 52 (2) and (3) EPC). This has not been
contested by the appellant, and the opposition by the
appel  ant has not been based on this ground, neither in
t he opposition nor in the appeal proceedings. Even if
the new features of the systemspecified in claim1l did
not change the hardware of the known system ("enpl oys
exi sting equi pment”; cf contested patent, columm 13,
lines 23 to 31), the required software changes woul d
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neverthel ess cause the systemto be technically
different with respect to the dividing, storing and
transmtting of mail handling data. Moreover, although
t hese changes may be essentially inspired by nethods
for doing business, they neverthel ess involve technical
considerations relating to the field of mailing, such
as the overall operation of the interconnected system
the provision of storage area for nmail handling
categories, the prevention of unauthorized access to
the categories and the transm ssion of information from
t hese categories. Therefore, these features have to be
consi dered as technical features in the neaning of

Rul e 29(1) EPC which contribute to solve a problem
arising in mailing systenms and which for these reasons,
cannot be di sregarded when judgi ng inventive step (see
also T 769/92, QJ EPO 1995, 525, point 3.3 and

T 1173/ 97, Q3 EPO 1999, 609, points 7.4 and 8).

To sol ve the above problem the person skilled in the
art woul d anong ot her options consider transmtting
additional control information to all or selected
mai |l er stations via the existing communi cation neans in
D2. However, there is no hint in D2 to make the
collected mail handling data (operating information)
accessible to selected mailer stations because this
information is confidential and not intended for use by
other mailer stations.

D5 (colum 1, lines 59 to 63; colum 2, lines 62 to 65;
colum 4, line 44 to colum 5, line 34 and Table 1 in
colum 12; Figures 3 and 4) discloses a data processing
system for centrally handling the accounting and
paynent functions to sinplify the flow of information
and paynents between shippers and carriers. The system
may be enbodied as a mailing systemconprising a
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conputeri zed central data station (30) and a plurality
of mailer stations (shippers 10) interconnected by a
comuni cation link (35). The nailer stations
periodically transmt nmail handling data to the central
data station which handles the account and paynent
functions and which periodically transmts statenents
of accounts and nanagenent reports to the mailer
stations. Carriers (20) selling transportation services
to the mailer stations transmt the applicable rates
and rebates to the central data station which may then
carry out a "rate shopping" function (D5, colum 1,
lines 9 to 27; colum 8, lines 53 to 65; colum 10,
lines 26 to 33). If, as the appellant suggested, the
carrier rates are considered as mail handling
categories, it may be said that the data of these
categories woul d be augnented by data from each of the
carriers and the categories made accessible, in
accordance with an authorized mailer station request,
to requesting mailer stations. There is, however, no
hint in D5 to create comonly accessi bl e categories by
di viding, storing and augnenting data froma plurality
of selected mailer stations and to transmt information
therefromto any of these selected mailer stations.

Conbi ning the teachings of D2 and D5, the inclusion of
accounting and paynment functions in D2, or a periodic
transm ssion of partial journals (or managenent
reports) to the mailer station which these mai
handl i ng data cane from m ght be envi saged by the
skill ed person. However, the conbination of D2 and D5
does not suggest comonly accessible mail handling
categories to permt individual mailers to access

i nformati on which was not previously available to them
This idea nmay appear sinple with the benefit of

hi ndsi ght once the contested patent is known and poses
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no i nsurnount abl e probl em of inplenmentation for the
person skilled in the art of database systens, but it
does not derive in an obvious manner fromthe teaching
of the known mailing systens. The person skilled in the
art starting fromD2 would therefore not find a
solution in D5 pointing towards the subject-matter
specified in claiml.

Dl is completely silent on the subject of efficiency
and econony of mailing systens, and is only relevant in
so far as it confirnms the general know edge that, in
dat abase systens, |ocal stations may share and update
information stored in commonly accessi bl e categories of
a central database (D1, page 295, section

"1. Introduction” and Figures 1 and 2), but it does not
di scl ose creating accessi bl e categories by dividing
data as specified in the present claim1l. Since the
directory at the central data station conbines all the
dictionary information fromthe |ocal stations, the
data transferred fromthe | ocal databases may rather be
assuned to be stored in the sane data categories in the
central data station (D1, page 296, |eft-hand col um;

Fi gure 2).

Since D1 does not relate to the sane technical field
nor to achieving the sanme purpose and effect as the
clainmed invention, it does not qualify as a docunent
reflecting the closest prior art. Therefore, the
subject-matter of claim1 does not derive from an

obvi ous application of a database system as di scl osed
in Dl to mailing systens as known from D2. Such a
concept could only be envisaged as a result of ex-post
facto anal ysis.
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D6 and D7 do not relate to mailing systens either. They
are therefore not highly relevant, neither as a
starting point nor as a reference for finding a
solution to the problemof nmaking a mailing system nore
efficient and econom c, and may thus be di sregarded as
late filed docunents (Article 114(2) EPC)

Basically the considerations in paragraphs 5.1 to 5.9
above al so apply to the correspondi ng net hod steps of
claim5 because simlar technical neans as those
specified in claim1 are required for carrying out this
"met hod of enhancing the efficiency and econony of

i ndi vidual mailers". Since claim5 includes additional
features, the presence of an inventive step foll ows
fromthe precedi ng considerations.

The subject-matter of clains 1 and 5 of the main
request shall therefore be considered as involving an
inventive step within the nmeaning of Article 56 EPC.
The sane applies to the subject-matter of dependent
clainms 2 to 4 and 6 to 8.

In the result, the Board is of the opinion that the

pat ent, as anended according to the respondent’'s nain
request, and the invention to which it relates neet the
requirenments of the EPC. The respondent's auxiliary
requests need not be consi dered.
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in amended form in the
foll owi ng version
claims 1 to 8 filed with letter dated 26 April 2000;
description, colums 3 to 6 filed in the oral
pr oceedi ngs;
description, colums 1, 2 and 7 to 13 and draw ngs of
t he patent specification.

The Regi strar: The Chai r man:

M Ki ehl W J. L. Wheeler
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