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Summary of Facts and Subm ssi ons

2236.D

The appeal is fromthe interlocutory decision of the
opposi tion division to maintain European patent

0 471 036 in anended form The anended i ndependent
claim 11l underlying that decision reads as follows, the
sol e amendnent in conparison to claiml as granted
bei ng hi ghli ght ed:

"1. A nmethod of m croencapsul ating an agent, to forma
m cr oencapsul at ed product, conpri sing:

a) dispersing an effective amount of the agent in a
solvent containing a dissolved wall-form ng material to
forma di spersion

b) conbining the dispersion with an effective anount of
a continuous process nediumto forman emul sion that
contains the process nmedi um and m crodropl ets
conprising the agent, the solvent and the wall formng
material; and

c) imediately within up to three mnutes after the
formati on of the enul sion adding all at once the

emul sion to an effective anmount of an extraction medi um
to extract the solvent fromthe mcrodroplets to form

t he m croencapsul at ed product, wherein the sol vent has
a solubility in the extraction nmediumfrom about 1 part
per 100 to about 25 parts per 100."

In the contested decision the opposition division
consi dered four patent docunents, including the

f ol | owi ng:

D2 = EP-A-0 266 119
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US- A-3 943 063
DE- A- 29 30 248

D3
D4

as well as

D5 = a declaration and an experinental report of
M. Ranst ack

D6 = a (first) declaration of M De Luca

D7 = a test report of the patent proprietor

Fromthe m nutes of the oral proceedings before the
opposition division, it can be derived that the

di vi sion considered that the method of claim1l as
granted | acked novelty over D2.

In the contested decision, the opposition division held
that the patent as anended during the oral proceedings
met the requirenents of Articles 123(2) and (3), 84 and
83 EPC. The subject-matter clainmed was found to be
novel and inventive over the cited prior art.

Wth its statenent of the grounds of appeal, the
appel I ant (opponent) filed four further docunents:

D38
D9
D10 = a declaration of M. Lew s

a second declaration of M. Ranstack

a second a declaration of M de Luca

D11 = a declaration of M. Rickey

Rel yi ng on the contents of docunents D2-D11, it

contested the findings of the opposition division and

ar gued

- that the anmendnent to claim1 carried out during
t he opposition proceedings |acked clarity;

- that the disclosure of the patent was
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insufficient; and
- that the clainmed subject-matter was not inventive.

| V. Wth his reply, the respondent (patent proprietor)
filed two further prior art docunents:

D12 = Journal of controlled release, 2, 1985, p.343-
352; Tice T.R et al., Preparation of injectable
controll ed-rel ease m crocapsul es by a sol vent -
evapor ati on process, which had al ready been
cited in D9

D13 = Biology of reproduction, 28, 1983, p.186-195;
Beck R L. et al., Poly(DL-Lactide-co-
gl ycol i de)/ Nor et hi sterone M crocapsul es: An
i nj ect abl e Bi odegradabl e Contraceptive; which
had al ready been cited in D9

The respondent rejected the appellant's objections
concerning the clarity of the amendnent and the
sufficiency of the disclosure. Mreover, it argued that
t he met hod as cl ai red was not obvious in view of the
prior art cited.

V. In the annex to the summons to oral proceedings, the
board inter alia indicated that the issues of clarity
and/or construction of the clains m ght be closely
linked with the issue of the original disclosure. The
parties were invited to prepare thensel ves to comment
on the meani ng of the expressions "inmediatel y",
"imredi ately within up to three mnutes", "all at once"
and "the formation of the enulsion". Mreover, the
parties' attention was drawn to certain passages of D4.

A/ Inits reply to the sunmons, the respondent indicated
passages of the application as filed, which inits

2236.D Y A
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opinion forned the basis for sonme of the expressions
used in claiml. It also submtted auxiliary requests
consi sting of anmended sets of clains.

Oral proceedi ngs took place on 26 June 2002.

In the course of the proceedings, the board inforned
the parties of its intended construction of claiml
according to the main request.

In response thereto, the respondent presented five sets
of anmended cl ai s as new auxiliary requests.

Amended part b) of claim1 according to the first
auxiliary request reads as follows, the sole anendnent
in conparison to claim1l1 according to the nmain request
bei ng hi ghli ghted

"b) conmbining the dispersion with an effective anount
of a continuous process nmediumto forman emul sion that
contains the process nmedi um and m crodropl ets
conprising the agent, the solvent and the wall formng
material within 30 seconds; and"

The parties' oral and witten subm ssions, as far as
they are relevant for the present decision, can be
sunmari sed as foll ows.

Referring inter alia to the exanples of the patent, the
appel l ant submtted that the expression "formation of
an enmul sion" was to be interpreted as referring to the
preparation of an enul sion including the adjustnent of
its properties, required for obtaining useful

m crocapsules. It contested the clarity of the
anmendnent carried out and pointed out that the feature
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"Within three m nutes" was not presented in connection
with the preparation of the emulsion in the application
as filed. It submtted that "all at once" had to be
understood as "in one go" or "non-intermttently", and
in arelatively short period. Referring to D5 and D8,
it argued that the patent did not enable the invention
to be perfornmed in the whol e range cl ai mred. Concerning
t he subject-matter of the clainms according to both the
main and the first auxiliary request, it argued that
starting fromD2, exanple |I.B as closest prior art, at
| east part of the subject-matter enbraced by claiml
di d not solve the underlying technical problemas shown
in D5/ D8. Concerning the obviousness of the features
"imredi ately", "all at once" and "within three

m nutes", he referred to D6 and D9 to D11 as
docunent ary proof of what had to be considered as
common general know edge. D3 and D4 did not teach

agai nst a fast addition of the enulsion to the
extraction nedium In respect of the first auxiliary
request, it argued that it was obvious to speed up the
known process to avoid | eaking of the agent, as far as
good capsul es were obtained, and that no unexpected
effect could be invoked for this measure.

The respondent submitted that the anmendnent was cl ear.

I n accordance with the description of the patent, the
feature "formation of the enulsion"” did not include any
optional further stirring as referred to in sone of the
exanpl es, which therefore was supposed to be carried
out within the "three mnute" period nmentioned in
claiml. In his view, the expression "within three

m nutes” qualified the term"inmrediately". It also
submtted that "all at once" had to be understood as
"instantaneously". It argued that sufficiency of the

di scl osure was established by neans of the exanples in
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the patent and in D7. Concerning inventive step, it
argued that the cited prior art docunents did not
suggest the clained rapid processing of the enulsion in
order to inprove the poor encapsul ation efficiency
reported in the exanple 1.B of D2. It generally
rejected the declaratory evidence concerning the

al | eged general know edge.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

As mai n request, the respondent requested that the
appeal be dismssed. As first to fifth auxiliary
requests the respondent requested that the patent be
mai ntained wwth the clains of one of the first to fifth
auxiliary requests, taken in their nunmerical order.

Reasons for the Decision

Mai n request

1.1.2

2236.D

Construction of anended claim1

The expression "after formation of the emul sion”

According to step b) of the clainmed nmethod an emul si on
has to be formed, which contains process nmedi um and

m crodropl ets conprising the agent, the solvent and the
wal |l formng material. According to step c) this

emul sion is then further processed by extracting the
solvent to form m croencapsul ated products.

In agreenent with the parties, the board can accept
that - in the broadest sense - an enulsion is forned as
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soon as two substantially inmmscible Iiquid phases are
brought into contact, especially under stirring. On the
ot her hand, in order to obtain mcrocapsul es having
defined properties, the enul sion which is subjected to
t he sol vent renpval by neans of extraction nust have
certain properties as well, such as conpri sing

m crodroplets of a certain shape and size distribution,
whi ch are generally brought about by agitation of the
m xture. Since the meaning to be given to the
expression "after formation of the enulsion” as used in
claiml1l was in dispute, the board has to construe the
proper neaning thereof in the context of the
application as originally filed.

1.1.3 The said expression was originally present in claim3
as filed, and was later incorporated into claim11. The
board holds that there is nothing in original clains 1
and 3 that supports the appellant's view that the
expression under dispute refers to the point in tine
where the dispersion and the process nmediumare first
put into contact, and thus forman "emul sion"” in the
br oadest sense. Since the two clainms do not expressly
contain any reference to a step relating to the
adj ustment of the enul sion properties, such as by
further stirring, the board holds that the expression
is to be construed as relating to the point in tine at
which the enulsion forned is - in every aspect - ready
for extraction, and not to any two phase m xture
obt ai ned by pouring together the two |iquid phases.

1.1.4 Frompage 10, lines 28 to 30 of the application as
filed, it follows that an enul sion can be fornmed within
30 seconds up to 5 mnutes, depending on the surfactant
used and the nethod of agitation. The exanpl es nention
stirring of the ermulsion for up to 7 m nutes

2236.D Y A
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(exanple 3) before going on to the extraction step, and
are thus in general agreenent with the quoted passage.
Hence, the board holds that the description as filed
does not support the respondent’'s view either,
according to which the enulsion referred to in steps b)
and c) of claiml1l is not necessarily the emul sion ready
for extraction, obtained eg after an optional prolonged
stirring of the two phase m xture. The fact that in
exanples 1, 2, 3 and 5 use is made of |anguage such as
"the resulting enulsion was stirred”, "the

m crodroplets were stirred" and "as the enul sion was
stirred" cannot alter this view Al though according to
t hese exanples an enmulsion is formed upon joining of
the two |iquid phases under stirring, it is not stated
in these exanples that these enul sions are imedi ately,
ie without further stirring, in a condition to be
extracted to formthe desired m crocapsul es. The
further statenment in the description that "as soon as
an enul sion fornms, all of the process nmedi um contai ni ng
the organic mcrodroplets is transferred, as quickly as
possi ble, to an extraction nmedium (see page 10,

lines 31 to 37) is considered to be too vague and
general to be suitable for further qualifying the
meani ng to be given to the expression "formation of the
emul sion" in claiml. In any case, it cannot be
construed as a direct contradiction to the inmedi ately
precedi ng statenment concerning the time required for
the formati on of the enul sion.

The feature "within up to three m nutes”

This feature was present in claim2 as originally filed
(claim2 of the contested patent). In the latter claim
this expression is related to the addition of the

emul sion to the extraction nedi umw t hout, however,
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specifying the point in tinme at which the "clock starts
ticking". The point in time to be considered for that
pur pose being in dispute, the proper neaning has to be
construed by the board in the context of the
application as filed.

Claim2 is the only part of the application as filed
where the expression "within three mnutes" is related
to the step of adding the emulsion to the extraction
medi um The passages on page 5, lines 10 to 14 and
page 10, lines 32 to 37 of the description concern the
extraction of a certain anount of solvent ("npost" and
"greater than 20% respectively) fromthe added

m crodroplets, again w thout indicating the point in
time at which "the clock starts ticking".

In these passages, the application itself
differentiates between the "addi ng" or "transfer" of
the emul sion to the extraction nmedi umon the one hand,
and the "renoving the solvent” on the other hand.
Moreover, it is technically plausible that the "addi ng"
could take less tine (e.g. a few seconds) than the
actual extraction of the solvent fromthe droplets,
dependi ng on physi co-chem cal paraneters of the system
see eg the 15 to 30 mnutes required for total
extraction as nentioned on page 11, lines 14 to 16.

In the absence of any further indication in claiml
concerning the starting point of the three mnute tine
period, the board thus takes the view that neither the
passages of the description nmentioned above nor the
exanpl es of the patent give a nore specific neaning to
t he expression "adding ... within three m nutes" as
conprised in original claim2, linking the "three
mnutes” with the mxing of the enulsion in the sense
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that sonme of the tinme required for mxing the initia
enmul sion before its extraction would have to be
i ncl uded.

The feature "all at once"

The board takes fromthe parties' subm ssions that, in
its broadest sense, the expression "all at once" has to
be considered as nmeaning "in one go" or "non-
intermttently” as well as "relatively rapidly".

In view of the above, taking into consideration the
entire disclosure of the application as filed, the
board conmes to the conclusion that step c) of claiml
has to be construed as neaning that as soon as the

emul sion forned in step b) is suitable for being
extracted to form m crocapsul es having the desired
properties, the transfer takes place imediately, i.e.
wi t hout any unnecessary delay, and all at once, i.e.
non-intermttently and within a tinme span starting when
t he ermul sion has reached the said state, said tine span
being at nost three mnutes long. The three mnutes are
considered to qualify the termimrediately and the tine
required for all the necessary steps up to the end of

t he enmul sion transfer.

Adm ssibility of the anmendnent

Consi dering the construction of amended claim1 as
adopted by the board, the transfer of the feature
"Within up to three mnutes" fromfornmer claim2 into
claiml is not considered to contravene the
requirements of Article 123(2)EPC.

Suf fi ci ency
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The appel | ant has not questioned the techni cal
feasibility as such of the nethod as clai ned, which
does not mandatorily require a specific encapsul ation
efficiency to be achieved.

Mor eover, the contested patent as well as the test
reports D5 and D7 contain exanples show ng that the
claimed process is indeed feasible, because working
along the general |ines of the exanples of the patent

| eads to m crocapsules. A skilled person, famliar with
common techni cal considerations to be borne in mnd in
the field of emul sion-based m croencapsul ati on, such as
t he choi ce of appropriate solvents, finds sufficient

gui dance in the contested patent to performthe clained
nmet hod for a given agent to be encapsul ated. Even if it
was possible to find conmbi nati ons of agents,

enul sifiers, solvents, processing nedia and/or
extraction medi a, which, when processed according to
claiml1, would not lead to useful m crocapsules, this
could not be considered to justify an attack under
Article 100(b) EPC, since such nethods are not
enconpassed by present claim 1.

Hence, the board holds that the disclosure of the
patent is sufficiently clear and conplete for the
skilled person to be able to carry out the nethod as
cl ai nmed.

Novel ty

Novelty of the subject-matter of claim1 has not been
chal l enged in the appeal proceedings. The board is al so
convinced that none of the prior art docunents
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menti oned in the appeal proceedings discloses a process
with all the features of present claiml1l, and that the
met hod according to the latter is novel. The

di fferences between the claimed nethod and the

di scl osures of the pertinent prior art docunents

di scussed during the appeal proceedings will becone
apparent fromthe follow ng discussion of inventive

st ep.

| nventive step

Cl osest prior art

In its exanple |.B, D2 undisputedly discloses the

m croencapsul ati on of a water sol uble agent by neans of
a process conprising the preparation of an emul sion
according to steps a) and b) of present claim1l. Mre
specifically, it is stated in D2 that "after the
resulting ... enmulsion was stirred for about

10 m nutes", it was "transferred" to a beaker

contai ning water as extraction nmedium Like in some of
t he exanpl es of the contested patent, nethylene
chloride is used as the solvent, together with an
aqueous PVA solution as the extraction nmedium The
requi renent of present claim1l concerning the
solubility of the solvent in the extraction nedi um nust
thus be fulfilled as well.

D2 does not expressly state

i) whether the whole ten mnutes of stirring are
actually required to obtain the enul sion ready for
transfer

ii) whether the manipulations required for transferring
the enmulsion are initiated as soon as possible, nanely
imedi ately after the enulsion is ready for extraction;
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iii) whether the transfer is done all at once (i.e.
non-intermttently and not too slowy) and

iv) the time within which the transfer has to be
carried out.

Ad feature i): The respondent did not argue that the
enul si on prepared according to exanple |I.B of the
respondent’'s own application D2 had been "overstirred"
in the sense that it was stirred nuch |onger than the
time required to bring the enulsion to a state ready
for extraction. In the absence of any apparent reason
why a skilled person would stir |onger than necessary,
t he board holds that, by analogy with eg the five
mnutes stirring time nentioned in exanples 4 or 8 of
the contested patent, the stirring tine of 10 m nutes
is the tine that the author of D2 considered to be
required to obtain - under the specific circunstances
(in ternms of the products to be conbined, the stirring
nmet hod used etc.) - an emnul sion having the necessary
properties for being further processed to m crocapsul es
of the desired properties, ie being ready for
extracti on.

On the other hand, features ii) to iv) are not clearly
and unanbi guously disclosed in D2 in an inplicit
manner. The "transfer" nentioned could - in principle -
be carried out after a certain waiting tine,
intermttently and/or in a tinme span exceeding three

m nutes counted fromthe point in tinme where the

enmul sion is ready for transfer.

The techni cal probl em

Present claim 1l does not require specific values for
t he encapsul ation efficiency to be achieved. Although
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t he respondent argued that exanple |.B of D2 discl osed
a "very |low' encapsul ation efficiency, it has not

provi ded any evi dence showi ng that the use of the

speci fic substances (agent, solvent, processing nmedi um
and extraction nmedium referred to therein would | ead
to a conparatively better encapsul ation efficiency than
the one reported in exanple I.B, if the transfer of the
enul si on prepared according to this exanple was carried
out all at once, rather than intermttently and/or
slowy, and/or within a tinme span of up to nore than
three mnutes, rather than up to three mnutes, from
the point in tinme where the latter is ready for
extraction, ie after the 10 mnutes stirring. In the
absence of such data, the alleged i nprovenent cannot be
taken into consideration when fornulating the technical
pr obl em

In view of exanple |.B of D2 the technical problemto
be sol ved by the subject-matter of claim1 can,
however, be seen in finding, within the general

i ndi cations given in D2, suitable conditions for
carrying out the transfer of the enulsion.

Obvi ousness of the solution

To reduce the exanple of D2 to practice, the skilled
person has to fill the aforenentioned "gaps"” in the

di scl osure of D2. Hence, it remains to be seen whet her
t he measures proposed in claim1 for this purpose are
obvious in the light of the prior art.

Concerning the feature "imedi atel y"

As it enmerges fromthe application as filed, it was
generally known at the filing date that in enul sion-
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based processes the agents to be encapsul ated can
mgrate out of the droplets and into the processing
medi um during the polyner renoval step, resulting in a
poor encapsul ation efficiency, see page 3, lines 9 to
16. This is confirmed by D12, although in the context
of an enul si on/ evaporation technique. In D12 it is
stated that "the resultant core | oading of the

m crocapsul es will depend upon the solubility of the
core material in the processing nediunt. D12 goes on to
say that "if the core material is too soluble in the
processing nedium it will be extracted fromthe oi

m crodroplets into the agueous phase before the

m crocapsul e walls have a chance to form As a result
the core loading will be | ower than expected.", see the
par agr aph bridgi ng pages 345 and 346. Hence D12
confirns that the skilled person in the field of

enul si on- based m croencapsul ati on techni ques was aware
of the problem of the agent |eaking into the processing
medi um during extraction of the emul sion.

Hence, the skilled person had good reasons not to |et
the emul sion ready for extraction stand or further stir
it without a specific purpose before the extraction
step and to carry out the addition thereof to the
extraction medi umi mredi ately. Moreover, the board
shares the appellant's view that |ogic or chem cal
common sense dictates not to let the enul sion stand
since the latter is a dynamc systemw th a general
tendency for de-enul sification.

General |y speaking the board furthernore holds that, in
t he absence of any teaching to the contrary in the
prior art, a skilled person, when reproducing an
experinmental nethod described in the literature, would
have no reason to deliberately pause between two
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process steps described. The respondent's argunent
according to which the prior art would show that it was
usual before the filing date of the present patent to
wait or further stir the enul sion before going on with
the extraction step is based on an interpretation of
the expression "formation of the enulsion” that the
board does not accept, and cannot, therefore, be taken
into consideration. The respondent has not shown that
the stirring tines disclosed in the prior art are to be
considered as a nere waiting time rather than a
necessary neasure to bring the enulsion in a state
appropriate for extraction.

D4, which also relates to emnul sion-based

m croencapsul ati on techni ques, discloses the transfer
of the emulsion into an extracting nmedi umas soon as an
appropriate degree of dispersion is reached, ie as soon
as the enmulsion is ready for extraction, see exanples 1
and 4.

Docunent D3, disclosing an enul sion-based encapsul ation
process wherein the extraction nmediumis added to the
emul sion, is silent about any purposel ess waiting
between the point in tinme at which the enul sion has
reached the desired state and the adm xing of the
extracting medium According to exanple 1, the emul sion
is stirred for several mnutes until its state is
"stabilised", as according to exanples 4, 5, 6 and 8 of
the contested patent.

D12 and D13, relating to an emnul sion based evaporative
techni que, use simlar language. In D12, it is stated
that "once the emul sion has stabilised, the solvent is
removed” and "once the emul sion is nmade, the
solvent is renoved", see page 344 , right-hand col um,



5.3.3

2236.D

- 17 - T 0507/ 98

lines 10 to 12 and page 345, left-hand colum, lines 4
to 6. D13 nentions stirring "to forma stable enul sion”
and indicates that the solvent renoval is initiated
"after the enul sion had been stirred for 10 m nutes,

.", see page 187, right-hand colum, the | ast four
lines.

Concerning the feature "all at once" and "within three
m nut es”

Al t hough the board does not share the opinion of the
opposition division that D2 clearly and unanbi guously
di scl oses an "all at once" transfer, it neverthel ess
takes the view that such a way of transferring is
technically sinple and the nost obvious one, in
particular in the absence of good reasons for adding
the emulsion intermttently, ie nore slowy.

Consi dering that D2 does not nmention intermttent slow
addition, and that no equi pnent other than a 100 n
resin kettle is nentioned in exanple I.B, the skilled
person woul d not envisage the use of equi pnent
permtting a nore gradual or intermttent transfer such
as a dropping funnel. In contrast therew th, docunent
D3, although relating to a different process,
explicitly nmentions the use of such equipnent in
exanple 7. Moreover, the exanples of D4, relating to a
process simlar to the one clained, confirmthat the
non-intermttent addition of the enulsion to the
extraction nediumwas known in the field of emnulsion-
based encapsul ation before the date of filing of the
contested patent, see the expressions "einflielRen

| assen” and "Ei ngi eRen” (pouring).
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In view of the well-known consi derations concerning the
probl em of | eakage of the agent into the processing
medi um (see item 5.3.2), the skilled person had good
reasons to transfer the enul sion as quickly as
possi bl e, provided the quality of the capsul es obtained
was not conprom sed. Considering that the anmount of

enmul sion to be transferred according to exanple |.B of
D2 is only 60 m, it is difficult to inmagi ne how a non-
intermttent transfer could take nore tinme than a few
seconds. Assuming that it did, some very specific
dosi ng equi pnent woul d be required, of which, however,
no nention is made in D2. Moreover, D4 shows that fast
addition of the enmulsion to the extraction nedi um was
known in the field of emul sion-based encapsul ati on
before the date of filing of the contested patent, see
page 7, lines 6 to 7 ("rasch"), ie "in ca. 5 s", this
definition for "rasch" being given in conparative
exanples 1 and 3.

D12 and D13, as far as relied upon by the respondent,
suggest sl ow solvent renoval, but for reasons which are
not applicable in the case of solvent renoval by neans
of an extraction nmedi um

The board thus concludes that in view of what was
generally known at the priority date, and based on
chem cal common sense considerations, and/or on the

di scl osure of D4, the skilled person reducing to
practice exanple |.B of D2, would not waste tine after
formati on of the enul sion ready for extraction, and
woul d start the transfer thereof to the extraction
medi um i medi ately, in order not to risk de-enulsifi-
cation (by letting the enulsion rest) and/or a reduced
encapsul ation efficiency due to | eakage of the agent
into the processing nedi um (extended purposel ess
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stirring). Mreover, in the absence of any reasons for
not doing so, it would carry out the transfer all at
once, as fast as sensible w thout conprom sing capsule
quality. Considering the very small anounts of reagents
i nvol ved, such a transfer would be termnated within
the three mnutes specified in claiml.

5.5 Therefore, the nethod of claim1 according to the main
request is found not to be based on an inventive step.

First auxiliary request

6. Construction of claim1l

The proper construction of claim1l according to the
present request is the sane as the one of claiml
according to the main request, except for the
additional limtation that the enul sion ready to be
transferred to the extraction nedi um nust be prepared
wi thin 30 seconds.

7. Adm ssibility of the anmendnents

7.1 Al t hough the exanpl es disclose enulsion formng tines
of up to a few mnutes, the formation of an enul sion
"W thin 30 seconds" is unequivocally disclosed on
page 10, lines 28 to 30 of the description as filed
(page 5, lines 15 to 16 of the contested patent).
Mor eover, the speed of the entire process was al ways
presented as essential .

7.2 Dependent clainms 42 to 46 (nunbering in the granted
patent), relating to the preparation of m crobubbl es
(ie hollow particles, see page 2, line 21 to 22 of the
patent) were deleted. The remaini ng dependent cl ains

2236.D Y A
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were re-nunbered and the back-references contai ned
t herei n were adapt ed.

7.3 The board is therefore satisfied that the amendnents
satisfy the requirenents of Articles 123(2) and (3)
EPC.

7.4 The appell ant did not raise any objection under
Article 84 EPC agai nst these anmendnents nor does the
board have any such objection.

8. Sufficiency of the disclosure

Irrespective of the fact that according to the exanpl es
of the patent tines |onger than 30 seconds (where
specified) are used for the preparation of the

emul sions to be transferred, the board is convi nced
that methods | eading to m crocapsul es, wherein the
emul si on nmust be formed within 30 seconds, are feasible
and available to a skilled person. This viewis
corroborated by the experinmental results reported by
both the appellant and the respondent, see D5 and Dr7.
Mor eover, the contested patent contains sone gui dance
concerning the factors that may affect the tine
required for enulsification, such as the enulsifiers
used and the nmethod of agitation used, see page 5,
lines 15 to 16. Also taking into consideration the
observations made under item 3. here above, the board
concl udes that the contested patent discloses the
invention in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the
art.

9. Novel ty

2236.D Y A
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It follows fromthe fact that present claim1 is
narrower in scope than claim1 according to the main
request, that the subject-matter of the fornmer is also
novel .

| nventive step

Cl osest prior art

In agreenent with the parties, the board sees no reason
for deviating fromthe consideration of the disclosure
of D2, exanple |I.B as the closest prior art.

Techni cal probl em

In the absence of any evidence to the contrary, and
based on sinple physico-chem cal considerations
(diffusion of agent into process mediumis tinme
dependent), the board finds it plausible that the |oss
of agent into the processing nmediumis reduced by
shortening the enul sion formation tinme. Moreover, the
data provided in D7 and in D8 confirmthat for agents
soluble in the process nediumthe encapsul ation
efficiency may rapidly deteriorate with increasing
emul sifying time. The technical problemto be solved
when starting fromexanple |.B of D2 can thus be seen
in the provision of a process |eading to m crocapsul es
with an optim sed encapsul ation efficiency. Although
the effect will certainly be nore pronounced in the
case of agents having relatively high solubilities in
t he processing nedium it will neverthel ess al so occur
to a |l esser degree in the case of agents having
relatively low solubilities in the processing nmedi um

Non- obvi ousness of the sol ution
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D2 discloses an enul sion formation tine of 10 m nutes,
and does not, taken al one, suggest dramatically shorter
enul si on preparation tines.

The skilled person was aware (see item5.3.2 here
above) of the problens of agent |eaking into the
process nedi um during the extraction of the

m crodropl ets maki ng up the enul sion. However, the very
concept of formng an enul sion ready to be extracted to
give mcrocapsules in a very short tinme of at nost

30 seconds, in order to avoid such | eaking of the agent
into the processing nediumat the emul sifying stage, is
not addressed in the cited by prior art. Hence, w thout
hi ndsi ght consi derations, the skilled person was not

i nduced by the cited prior art to dramatically reduce
the tine required to formthe enmulsion from 10 m nutes
(as in D2) to 30 seconds. Moreover, none of the cited
prior art docunents suggests that useful m crocapsul es
could be obtained with such short processing tines.

D4 is silent about the tinme required for the formation
of the enmulsions to be transferred, except for

exanple 4, where 10 mnutes are required to obtain an
emul sion having a sufficient degree of dispersity.
Hence this docunent cannot suggest the nodification of
t he met hod di sclosed in D2 towards dramatically shorter
enul si on preparation tines.

I n docunent D3, only exanple 1 contains indications
concerning the tinme required to forman enmulsion, ie
"several mnutes". Hence, irrespective of the
differences in terns of the encapsul ati on process

di scl osed therein, D3 cannot suggest a severe reduction
of the enmul sion preparation tine either.
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10.4 Hence the subject-matter of claim1, and consequently
of the dependent clainms 2 to 49, is found to be based
on an inventive step.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the opposition division with
the order to maintain the patent with the clainms of the
"New First Auxiliary Request" filed during the oral
proceedi ngs and a description to be adapt ed.

The Regi strar: The Chai r man:

P. Martorana R Spangenberg
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