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Summary of Facts and Subm ssi ons
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The European patent No. 332 229 (hereinafter referred
to as the patent in suit) resulted from European patent
application No. 89 107 974.1 filed as a divisiona
application of the earlier European patent application
No. 86 200 064.3 published under the nunber

EP- A- 189 954 (hereinafter referred to as the parent
appl i cation).

An opposition based upon Articles 100(a), (b) and (c)
EPC was filed against this patent.

Wth its decision dispatched on 18 March 1998
(hereinafter referred to as the decision under appeal)
t he opposition division revoked the patent pursuant to
Article 102(1) EPC

The opposition division found that the subject-matter
of aiml of the patent as granted, upon which the
proprietor had based its main request, as well as that
of the independent clains upon which two auxiliary
requests were based extended beyond the content of the
parent application.

I n the decision under appeal, the opposition division
hel d that the feature specified in Caim1l as granted
according to which "near the mlking parlour the nobile
device is provided with a space for nounting the
cleaning unit and for nounting the mlking unit"
(hereinafter referred to as feature X) was not

di scl osed in the parent application. The opposition

di vision did not accept the interpretation of the
appel l ant who considered the m | king parlour as being
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the area, bounded by | ateral guide neans, where the
ani mal stands during the m | king process but
interpreted the term"m | king parlour”, which was al so
specified in each i ndependent claimaccording to the
auxi liary requests of the appellant, as defining a box
i ncluding not only the area in which the ani mal stands
during the mlKking process but also the space within
which the mlking unit and the cleaning unit are

| ocat ed.

On 7 May 1998 the appellant (proprietor) |odged an
appeal against this decision and sinultaneously paid
t he appeal fee.

A statenent setting out the grounds of appea
(hereinafter referred to as the SGA) was received on
20 July 1998.

The SGA contains a first paragraph having the title
“"Main request” and relating to Caiml as granted and
two further paragraphs having the titles "First

auxi liary request” and "Second auxiliary request",
respectively relating to two anended i ndependent cl ai ns
filed by the appellant with the SGA.

In a communi cati on annexed to the sumons to attend
oral proceedings, the board expressed its provisiona
opinion with respect to the admssibility of daiml as
granted with respect to Article 100(c) EPC. On the
subject of the adm ssibility of the appeal the board
drew the attention of the parties to the decisions

T 729/90, T 105/87 and T 563/91 (cited in Case Law of

t he Boards of Appeal of the European Patent O fice, 3rd
ed. 1998, VII.D. 7.5.2 (d), page 488).
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Oral proceedings were held on 11 Novenber 1999.

During the oral proceedings the appellant based its
sol e request upon an anended i ndependent Claim1l
(hereinafter referred to as the present Claim 1) which
Is worded as foll ows:

"1l. A device for mlking aninmals, such as cows,
conprising a mlking parlour (1) with a conputer-
control |l ed fodder supply unit and a conputer-controll ed
m | ki ng machi ne having a cleaning unit (28) for the
animal's teats and a mlking unit for automatically
applying teat cups to the teats of an animal and
automatically mlking the animal, the m|lking parl our
further conprising a separate entrance and exit door
(3, 4) which doors are autonatically operabl e by neans
of computer-controlled nenbers, such as hydraulic or
pneumatic cylinders, characterized in that the device
is nobile, while near that part of the mlKking parl our
where the animal stands during the m | king process and
which is laterally bounded by guide nmeans (27) having
the object of giving the animal only a limted freedom
of novenent, the mlking parlour is on each side of
said part provided with a space for nounting the
cleaning unit (28) and for nounting the mlKking unit
(29) respectively, the units (28, 29) being novable to
a non-operative position behind the respective guide
nmeans (27), the device further conprising storage
containers (11, 12 and 10) for storing respectively

m | k obtained during mlking, a cleaning liquid for
cleaning the animal's teats and fodder to supply to the
animal in the mlking parlour.”

The appel lant submitted that the appeal was adm ssible
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and that the present aim1l did not contravene the
requi renments of Articles 100(c) and 123 EPC. Wth
regard to Article 123(3) EPC the appellant referred to
the decision T 108/91 (QJ EPO 1994, 228).

On the subject of the admssibility of the appeal, the
respondent referred to the decision T 145/88 (QJ EPO
1991, 251) and essentially argued as fol |l ows:

(i)

Concerning the main request submtted by the
appellant with the SGA

The paragraph of the SGA having the title "Miin
request” and relating to Claim1l as granted
refers to a passage in the description of the
parent application as providing a basis for the
interpretation that the mlking parlour is the
space bounded by the guide neans 27. In the
deci sion under appeal it is stated that Caim1l
as granted contravenes Article 76 EPC which
concerns the relationship between the subject-
matter of the divisional application and the
content of the parent application. However, the
opposition ground according to Article 100 (c)
EPC, on which the decision under appeal is
based, refers to the relationship of the

subj ect-matter of the patent to not only the
content of the earlier application (i.e. the
parent application) but also the content of the
application as filed (i.e. the divisional
application). Since the above nentioned
paragraph of the SGA does not refer to the
content of the divisional application as filed,
the SGA contains no factual and | egal reasons as
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to why the decision under appeal - in so far as
it concerns Claiml as granted - has to be set
asi de.

Concerning the auxiliary requests submtted with
t he SGA:

I n the decision under appeal (page 6, section 9)
the opposition division, referring to the second
auxi liary request submtted by the appellant in
the course of the opposition proceedi ngs,
observed that Caim1l as granted required that
the | ocation of the nounting space for the

m | king and the cleaning units be outside of the
m | ki ng parlour, whereas this was not the case
according to the anmended Claim1l of the second
auxiliary request. However, although the anended
clainms filed with the SGA clearly relate to a

m | ki ng device in which the nounting space for
the mlking unit and the cleaning unit is

| ocated inside the mlking parlour, the SGA
fails to explain why the anendnents satisfy
Article 123(3) EPC. Therefore, the SGA does not
indicate either explicitly or inplicitly that
the reasons given in the decision under appeal
no | onger apply for the anended cl ai ns upon
which the auxiliary requests are based.

The circunstances which in the case of either

T 729/90 or T 105/87 or T 563/91 (see section V
above) led to the finding of adm ssibility of
the respective appeal were conpletely different
when conpared with the present case whose
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ci rcunst ances are anal ogous to those in the case
of T 145/88 (supra) which led to the rejection
of the appeal as inadm ssible.

On the subject of the admssibility of the
present Caiml with respect to Article 123(3)
EPC t he respondent referred to the decisions

G 1/93, (QJ EPO 1994, 541), T 673/89, T 214/91
T 271/84 and T 371/88 (cited in Case Law of the
Boards of Appeal, 3rd edition 1998, I11.C3) and
essentially argued as foll ows:

The term"m |l king parlour” has to be interpreted
as defining - both in Caiml as granted and in
the present Claim1l - a box conprising the area
in which the animal stands during the m|lKking
process and the space or spaces in which the
mlking unit and the cleaning unit are | ocat ed.
Claim1l1l as granted - because of feature X - has
to be interpreted as defining a m |l king device
in which the mlking unit and the cleaning unit
are | ocated outside the mlking parlour. Since
t he amendnments concerning the present Caiml
make it clear that the mlking unit and the
cleaning unit are |ocated inside the m|lking
parl our, these anendnents are such that they
extend the protection conferred to the patent
(Article 123(3) EPC).

According to the decision G 1/93, if the

i ndependent cl ai m of an European patent contains
a"limting extension" (i.e. a feature
restricting the scope of the claimwhich was not
di sclosed in the application as filed), the
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patent has to be revoked. In this decision three
cases are nentioned in which a "limting

ext ensi on" does not necessarily inply the
revocation of the patent. However, the present
case is different fromeach of these cases.

Mor eover, the decision T 108/91 as well as the
decisions T 673/89, T 214/91, T 271/84 and

T 371/ 88 (supra) are not relevant for the
present case.

According to the present Claiml, the mlking
parlour is provided with two spaces, a first
space for nounting the mlking unit and a second
one for nounting the cleaning unit, whereas
according to Caim1l as granted there is a space
for mounting the mlking unit and the cleaning
unit. This amendnent al so | eads to an extension
of the scope of the claim

Wth regard to the adm ssibility of the present
Claim1l with regard to Article 123(2) EPC the
respondent referred to the decisions G 1/983,

T 673/89, T 214/91, T 271/84 and T 371/88
(supra) and essentially argued as foll ows:

According to the parent application and the

di vi si onal application the novenent of the

m | king and cl eaning units (behind the
respective guide neans) is always controlled by
the conputer. Since the present Claim1l has been
anmended by addition of the feature that the
units are novable to a non-operative position
behi nd the gui de nmeans wi thout specifying that
the novenent is nmade under conputer control
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this |l eads to an undue generalisation having no
basis in the original disclosure.

The appel | ant requested that the decision under appea
be set aside and the patent be naintained on the basis
of the foll ow ng docunents:

d ai ns: 1 as submtted during the ora
proceedi ngs;
2to 7 filed wwth the letter dated
4 Sept enber 1997,

Descri ption: colums 1 and 2 filed with the letter
dated 4 Septenber 1997,
colums 3 and 4 filed with the letter
dated 6 Novenber 1996;
columms 5 to 7 as granted;

Dr awi ngs: Figures 1 to 7 as granted.

The respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1
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The adm ssibility of the appeal

Wth respect to this issue, the dispute between the
parties only concerned the requirenent of Article 108,
third sentence EPC, according to which "a witten
statenment setting out the grounds of appeal nust be
filed". The board, being satisfied that the other
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requirenents for the admssibility of the appeal are
satisfied, wll focus its attention on the disputed
requirenent.

The exam nation of whether the requirenent of

Article 108, third sentence, EPC is nmet has to be nade
on the basis of the contents of the SGA and of the
deci si on under appeal .

In the present case, it is clear fromthe decision
under appeal that the subject-matter of Claim1l as
granted was found to extend beyond the content of the
parent application (see section 1, page 3). The
opposition division did not accept the argunents of the
appel | ant according to which the term"m | king parlour”
had to be interpreted as defining solely the area
bounded by the guide nmeans 27. Since in the SGA it is
submtted that the passage on page 6, lines 16 to 23 of
t he description of the parent application clearly

provi des a support for this interpretation, the SGA
gives a short but neverthel ess clear indication of the
| egal and factual reasons why (according to the
appel l ant) the decision under appeal should be set

asi de.

Si nce the decision under appeal, in so far as it
relates to Claim1l as granted, only refers to the
relationship of the patent in suit to the content of
t he parent application (according to the second
alternative of Article 100(c) EPC. "... or, if the
patent was granted on a divisional application ..
beyond the content of the earlier application as
filed"), there is no need to deal in the SGA with the
rel ati onship between the patent and the divisiona
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application as filed (i.e. to the first alternative of
Article 100(c) EPC. "... beyond the content of the
application as filed). Therefore, the board cannot
accept the argunent put forward by the respondent in
this respect (see section VIII above, item(i)).

Mor eover, the passages of SGA which relate to the
auxiliary requests nake it clear that the anended
claims according to each of these requests are directed
to a device in which the area where the ani mal stands
during the mlking process is a part of the mlKking
parlour. In other words, the appellant by submtting
these new auxiliary requests accepted the argunent
given in the decision under appeal according to which
the m I king parlour could not be interpreted as the
area limted by the guide neans. Thus, the reader of
the SGA - bearing also in mnd the content of the
deci si on under appeal - would realize that the
appel | ant argues that the reasoning in the decision
under appeal (in so far as in this decision the
interpretation that the mlking parlour was solely the
area where the animal stands during the m |l king process
had not been accepted) no | onger applies for the
amended Claim1l. In other words, the nature and the
extent of the amendnents concerning the auxiliary
requests submtted with the SGA nake it clear that the
reasons in the decision under appeal no | onger apply.
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The argunent put forward by the respondent that the SGA
does not deal with the question whether the auxiliary
requests extend the protection conferred by Caiml
(see the above section VIII, item(ii)) is not relevant
because the comments in section 9 of the decision under
appeal do not present any reason for the revocation of
the patent but express only an opinion of the
opposition division concerning the adm ssibility of
future anendnents with regard to Article 123(3) EPC

As far as the respondent's argunent referred in section
VIIl above, item(iii) is concerned, it has to be noted
that in the case of the decision T 145/88 (supra),

whi ch rejected the appeal as inadm ssible, the decision
under appeal had revoked the patent because the
subject-matter of Caim1l of the patent as granted did
not involve an inventive step. In the decision under
appeal , the opposition division had also held that "the
actual features in, inter alia, Clains 2 and 3 ... did
not contain inventive subject-matter”. In this case,
the patent proprietor filed with a docunent headed

"G ounds of Appeal' a new set of anended cl ains and
stated that "the new i ndependent Claim1l was a
conbination of Cains 1, 2 and 3 of the granted patent”
(see section Il) wthout making any subm ssion in
support of the allowability of this claim although in
t he deci sion under appeal such a conbi nati on was

al ready consi dered as being not patentable. In this
deci si on the deciding board therefore found that the
statenent setting out the grounds of appeal did not
contain even the mnimum of reasoning in support of the
appeal .

Thus, in the case of decision T 145/88, the anendnents
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did not make it clear that the reasons in the decision
under appeal no |onger applied while the docunent
headed ' Grounds of Appeal' did not indicate that there
was a causal |ink between the anended Caim1 and those
reasons.

Therefore this decision is not relevant for the present
case in which the SGA nmakes it clear that the reasons
in the decision under appeal no |onger apply for the
amended clains submtted with the SGA

The board therefore comes to the conclusion that even
the disputed requirenents of admssibility were

sati sfi ed.

Havi ng regard to the above comments, the appeal is
adm ssi bl e.

The cl ai ned subject-matter and the admissibility of the

anendnment s

The present Claiml is directed to a device for m |l king
ani mal s such as cows, conprising

(A a mlking parlour (1)

(A1) wth a conputer-controlled fodder supply unit

and
(B) a conputer-controlled mlking machi ne havi ng
(B1) a cleaning unit (28) for the animal's teats and
(B2) a mlking unit for automatically applying teat



(A2)

(A21)

(O

(A3)

(A31)

( A32)

(A33)

(D
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cups to the teats of an animal and automatically
m | ki ng the ani nal

the mlking parlour further conprising a
separate entrance and exit door (3, 4),

t he doors being automatically operabl e by neans
of conputer-controlled nenbers, such as
hydraulic or pneumatic cylinders,

t he devi ce being nobile,

the part of the mlking parlour where the ani na
stands during the m | king process being
| aterally bounded by gui de neans (27);

t he gui de neans (27) having the object of giving
the animal only a limted freedom of novenent;

near said part and on each side of said part the
m | ki ng parl our being provided wth a space for
mounting the cleaning unit (28) and for nounting
m | king unit (29) respectively;

the cleaning unit and the mlking unit being
nmovabl e to a non-operative position behind the
respective gui de neans;

t he device further conprising storage containers
(11, 12 and 10) for storing respectively mlk
obt ai ned during mlking, a cleaning liquid for
cleaning the animal's teats and fodder to supply
to the animal in the mlking parlour.
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Article 123(3) EPC

The present Caiml differs fromCaim1l as granted

(a) in that features A3 and A32 have repl aced
feature X

(b) and in that features A31 and A33 have been added.

According to the respondent, the term"m| ki ng
parlour”, which is specified in Claim1l as granted, has
to be interpreted as defining a box including not only
the area where the animal stands during the mlKking
process, i.e. the part which is laterally bounded by

t he gui de neans, but also the spaces in which the
mlking unit and the cleaning unit are nounted.

It has to be considered that the wording of Cdaiml as
granted - taken alone - is not unequivocally clear with
respect to neaning of the term"m |l king parlour” but

t he above nentioned interpretation can be arrived at by
reading Caiml in the light of several passages in the
description of the patent as granted. In fact, the
description of the patent refers to the m | king parl our
as an equi val ent of the box provided with the reference

nunber 1 (see colum 2, lines 24 to 28: "Figure 1 shows
a device including a box 1 (mlking parlour) ..."; and
colum 3, line 44: "...mlking parlours or boxes") and

to the guide neans as "rods ... provided with the
object of giving the animal only a limted freedom of
novenent " defining and boundi ng an area where the

ani mal stands during the m | king process and outside
which the units 28, 29 may be in an non-operative
position (colum 3, lines 43 to 56).
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However, the decisive issue in these respects is not
the interpretation of the term"m |l king parlour" but
the interpretation of feature X with regard to the
words "near the mlking parlour”. These words have to
given a nmeaningful interpretation in the |light of the
description and drawi ngs of the patent. Wen reading
Claim1l as granted in the light of the description (see
particularly colum 3, lines 48 to 53) and the draw ngs
(see particularly Figure 2) of the patent, it becones
clear that the mlking unit and the cleaning unit are
nounted inside the box 1 in the spaces adjacent to that
part where the animal stands during the mlking
process. No other position of these units is disclosed
in the patent. Wereas it is clear for the person
skilled in the art why both units are nounted outside
the area where the animal stands during the m |l Kking
process, there is no technical reason why the units
shoul d be nounted at a distance fromthe cow greater

t han necessary to all ow her free novenent.

Moreover, it has to be considered that Figure 2 shows
an entity having three adjacent m |l king parlours or
boxes 1 which are separated from each ot her by
partitions 26, this entity having two end walls (see

t he description of the patent, colum 3, lines 43 to
45). This configuration nmakes the interpretation of the
respondent inpossible, as far as the central box and
the internal partitions of the two external boxes are
concerned. Furthernore, it has to be considered that it
woul d not be technically neaningful to arrange the

m | ki ng and cl eaning units outside the area bounded by
the (external) side walls of the mlking parlours in a
devi ce constructed such that it is nobile.
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Therefore, the interpretation put forward by the
respondent (see section VIII, item (iv) above)
according to which Claim1l as granted is directed to a
m | king device in which the mlking and cl eani ng unit
are nounted outside the whole box is contrary to the
teaching of the description and the draw ngs of the
patent as granted. This interpretation appears to be
the result of an isolated analysis of Caiml as
granted, i.e. of an analysis nade w thout using the
description and drawi ngs of the patent.

Havi ng regard to the above, the words "near the m |l Kking
parlour” - taken literally - contain an incorrect
technical statenent which is, w thout any doubt,

i nconsistent with the description and the draw ngs of

t he patent which have to be used - according to

Article 69(1) EPC - to interpret the claim

The amendnent according to item (a) nmakes it clear

(a") that the m | king parlour conprises a part which
is laterally limted by guide neans, in which
part the animal stands during mlking, and that
near this part there is an area suitable for
mounting the mlking unit and the cleaning unit
and

(a'"') that this area conprises two spaces, near the
part bounded by the guide neans, each on a side
of this part, wherein one of these spaces is
suitable for nounting the mlking unit while the
other one is suitable for nounting the cleaning
unit.
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Therefore, the anmendnent according to item (a) renoves
t he above nentioned i nconsistency between Caim1l and
the description. In so far as this anmendnent defines
the configuration according to item(a'), it has the
same technical neaning as feature X when correctly
interpreted by using the description and the draw ngs
of the patent. Therefore, this anendnent does not
result in extending the protection conferred by the
pat ent .

Havi ng regard to the above comments, the respondent's
argunent referred to in section VIII, item(v) above
cannot be accepted. Indeed, feature X cannot be
considered as a "limting extension", i.e. as an added
undi scl osed feature, within the neaning of decision

G 1/93.

Moreover, it has to be noted that according to the case
| aw of the boards of appeal (see T 108/91, T 673/89,

T 214/91, T 271/84 and T 371/88, in Case Law of the
Boards of Appeal of the European Patent O fice, 3rd ed.
1998, 111.C. 3, page 223) anendnents renovi ng

I nconsi stenci es do not contravene Article 123(3) EPC

if the nodified wording of the claimhas the sane
nmeani ng as the incorrect granted clai mwhen correctly
interpreted in the light of the description and

drawi ngs of the patent.

Therefore, the respondent's argunents referred in
section VIIIl, item (v) above are not rel evant.

The amendnent according to item(b) results in limting
the scope of the present Caiml with respect to that
of Caim1l as granted.
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2.2.5 It has to be noted that the expression in Claim1l as
granted "a space for nounting the cleaning unit (28)
and for nmounting the mlking unit (29)" cannot be
interpreted as solely defining only one space in which
both m | king and cl eaning units are nounted. Such a
restricted interpretation neither finds a basis in the
descri bed enbodi nent nor is suggested by the remaining
portion of the description.

Thi s expression can also define - nore specifically - a
space consisting of two "sub-spaces”, one for nounting
the mlking unit and the other one for nounting the

cl eaning unit, such as shown in the disclosed

enbodi nent .

Therefore, contrary to the respondent's argunent
referred to in section VIIl, item(vi) above, this
anmendnent does not extend the protection conferred.

2.2.6 Having regard to the conmments above, the anmendnents
| eading to the present Caim1 do not contravene
Article 123(3) EPC

2.3  Article 123(2) EPC

2.3.1 Features A3, A31, A32 and A33 can be unequivocally
derived fromFigure 2 and fromthe passage in colum 3,
lines 43 to 53 of the description of the patent as
granted. This passage corresponds to a passage in the
description of the divisional application (page 5,
lines 26 to 34) and of the parent application (page 15,
line 30 to page 16, line 2).

2.3.2 The present Caimlis clearly directed to a device

3008. D Y A



2.3.3

2.4

3008. D

- 19 - T 0494/ 98

conprising a conmputer-controlled mlking machi ne havi ng
a cleaning unit and a mlking unit (see features B, Bl
and B2). Therefore, it is clear fromthe context of the
claimthat the cleaning unit and the mlking unit are
noved to their non-operative position under conputer
control. The board cannot accept the respondent's
argunents referred in section VII, item(vii) above.

Therefore, the anmendnents |eading to the present
Caim1l do not contravene Article 123(2) EPC

Article 100(c) EPC

The board is satisfied that the subject-nmatter of the
present Claim1 does not extend beyond the content of
the parent application as well as of the divisiona
appl i cation.

In these respects, no objections were raised by the
respondent .

Rem tt al

The decision to revoke the patent in suit was solely
based on Article 100(c) EPC. As the opposition division
did not decide on the other grounds for opposition, the
board nakes use of its conpetence under Article 111(1)
EPC to remt the case the first instance for further
prosecution on the basis of the present clains (see
section I X above). This will not preclude further
amendnents to these clains as well as to the
description as nmay becone necessary.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

G Mgouliotis C. Andries
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