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Summary of Facts and Submn ssions

0842.D

Mention of the grant of European patent No. 0 354 893
in respect of European patent application

No. 89 870 121.4, filed on 31 July 1989, claimng
priority froman earlier application in the USA

(US 229361 of 5 August 1988), was published on

2 Novenber 1994 (Bulletin 94/44) on the basis of a set
of eighteen clains of which Claim1l read:

"A process for producing synmetrical polypropyl ene
particles conprising:

(a) prepolynerizing a precipitated active conpl ex of
an organoal um num conpound and a netal | ocene
catal yst by contacting said conplex with propyl ene
at a tenperature from25°C to 40°C

(b) further prepolynerizing the conplex by heating to
the polynerization tenperature as rapidly as
possi bl e, and

(c) polynerizing the propylene at a polynerization
tenperature higher than 50°C and | ower than 85°C
t hereby produci ng symmetrical pol ypropyl ene
particles between 300 and 800 microns with 90% of
the particles being larger than 100 m crons,
wherein said netal |l ocene catal yst is described by
the fornmul a;

R'(GR ). M

(GR ) is a cyclopentadi enyl or substituted
cycl opentadi enyl; R is hydrogen or hydrocar byl
radi cal (s) having 1-20 carbon atons, and each R



0842.D

- 2 - T 0467/ 98

can be the sane or different; R' is an al kyl ene
radi cal having 1-4 carbon atons, a silicon

hydr ocar byl conpound, a ger nmani um hydr ocar byl
group, an al kyl phosphine, or an al kyl am ne, and
R' acts to bridge the two (GR ,) rings; Qis a
hydr ocar bon radi cal having 1-20 carbon atons or a
hal ogen; Me is a group 4b, 5b, or 6b netal of the
Periodic Table of Elenents; mis an integer from
0-4; and p is an integer fromO0-3."

Clains 2 to 18 referred to preferred enbodi nents of the
process according to Caim1l.

On 27 June 1995 and on 2 August 1995 two Notices of
Qpposition against the granted patent were filed, in
whi ch the revocation of the patent in its entirety was
requested on the grounds set out in Articles 100(a)
(both Qpponents) and 100(b) as well as 100(c) EPC
(Opponent |1). The latter opposition was w thdrawn by a
|l etter dated 9 February 1998.

The oppositions were, inter alia, supported by the
fol |l ow ng docunents:

D1: EP-A-0 327 649 (equivalent to WO A-88/05057) and

D2: EP-A-0 302 424

By a decision issued in witing on 6 March 1998 the
Qpposition Division maintained the patent in anended
form That decision was based on four sets of clains as
the main and three auxiliary requests, all of which
were filed during the oral proceedings held on

10 February 1998.
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Claim1 of the main request was identical to the one as
granted. Caiml of the first auxiliary request
differed fromthe nmain request in that the term"as
rapidly as possible” in step (b) was replaced by "as
rapidly as practical so as to avoid producing a | arge
gquantity of polyner below the final polynerization
tenperature”. In the second auxiliary request that term
was replaced by "at a rate of at |east 4.5°C per

mnute” and in the third auxiliary request it was
replaced by "at a rate of at |east 5°C per mnute".

The Opposition Division held that CCaim1l of the nmain
request did not conply with the requirenments of
Article 123(2) EPC since the expression "as rapidly as
possi bl e" had not been disclosed as such in the
original application.

The first auxiliary request did not conply with
Articles 84 and 123(3) EPC, because the terns "a | arge
quantity" and "as rapidly as practical"™ in daiml were
uncl ear and the scope of the latter term was broader
than that according to the granted version.

The second auxiliary request nmet all the requirenents
of the EPC and was therefore allowed. In particular, it
was found to be novel, since none of the cited
docunent s di scl osed the cl ai med conbi nati on of

features, and inventive as no conbi nation of any of the
cited docunents would render the claimed subject-nmatter
obvi ous.

A late-filed docunent was not considered to be rel evant
and was di sregarded accordingly, pursuant to
Article 114(2) EPC
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On 8 May 1998 the Appellant (Proprietor) |odged an
appeal agai nst the above decision and paid the
prescribed fee sinultaneously. Wth the Statenent of

G ounds of Appeal, which was filed on 9 July 1998, the
Appel I ant resubmitted the 18 clains of the first
auxiliary request already filed before the first

I nstance.

In essence, in the witten subm ssions and during the
oral proceedings held on 1 March 2001 the Appell ant
argued t hat

(1) commercial reactors were not capabl e of
achieving the mninum heating rate of 4.5°C per
m nute to which the clainmed subject-matter was
now limted. The definition of heating "as
rapidly as practical” would renedy this
dr awback;

(i) the term"as rapidly as practical"” was not open
in respect of the heating step since the
practical application of the principles of
reactor design and operation would determ ne the
maxi mum heating rate according to the
ci rcumnst ances;

(iii) the two terns "as rapidly as possible" and "as
rapidly as practical" were interchangeable, so
that the anendnment did not change the scope of
the claim Even if one would consider the two
terms to have different neanings, the |atter was
narrower in scope than the forner, because a
heating rate that would be "possible” would not
necessarily also be "practical" due to factors
such as material stress, availability of heating
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medi a, cost, material of construction, etc.
Therefore, the clainmed subject-matter did not
contravene Article 123(3) EPC

In reply to the Statenent of G ounds of Appeal, the

Respondent (Opponent 1) argued that

(i)

(i)

(iii)

(iv)

there was no reason why the required m ni num
heating rate could not be achieved with a | arge
scal e reactor;

the term"as rapidly as practical" was uncl ear
since no neasurenent or common under st andi ng
existed as to its neaning. What was practical
woul d depend on several different factors, such
as e.g. the experience of the person working
with the reactor

heating "as rapidly as possible" inplied one
specific rate for a given environnment, whereas

t he meaning of the word "practical" did not
necessarily indicate the highest possible rate.
Therefore, Article 123(3) was not conplied wth;

the late filed docunent which was di sregarded by
the Qpposition Division was detrinental to the
novelty of the patent in suit and should
therefore be introduced into the proceedings.
However, that |ine of reasoning was not further
pursued after the Board had pointed out that the
Respondent had not filed an appeal by itself and
was therefore a party to the proceedi ngs as of
right pursuant to Article 107, second sentence,
EPC.



VI .

- 6 - T 0467/ 98

The Appel |l ant requested that the decision under appea
be set aside and, as the main request, that the patent
be mai ntai ned on the basis of the clains filed with the
subm ssion of 29 June 1998 as the first auxiliary
request, or, alternatively, on the basis of the

clains as allowed by the OQpposition Division.

The Respondent requested initially that the patent be
revoked, but at the oral proceedings restricted its
request to the dism ssal of the appeal.

Reasons for the Deci sion

1

The appeal is adm ssible.

Procedural nmatters

2.

The Respondent, which had not filed any appeal by
itself, initially requested the revocation of the

pat ent. However, in accordance with Decisions G 9/92
and G 4/93 (QJ EPO 1994, 875), neither a non-appealing
opponent nor the Board of Appeal may chall enge the

mai nt enance of the patent as anended in accordance with
t he appeal ed decision (no reformatio in peius). The
respondent's request for revocation of the patent is
therefore at variance with the jurisprudence of the
Boards of Appeal and any argunent and/or evidence
submtted in this respect is to be disregarded.

The wordi ng of the clains

3.

0842.D

The i ssue under di scussion concerns in essence the
repl acenent of the term"heating as rapidly as
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possi bl e" by the term"heating as rapidly as
practical".

Since page 9, lines 12 to 17, of the application as
originally filed (page 4, lines 27 to 29 of the
patent specification) discloses that "This second
prepol yneri zation step is preferably carried out
whil e heating the reaction mxture as rapidly as
practical to the polynerization tenperature so as to
avoi d producing a large quantity of polyner bel ow the
final polynerization tenperature.”", there can be no
doubt that Caim1 of the main request conplies with
Article 123(2) EPC

As regards Article 123(3) EPC, the parties disagreed
as to which of the terns was broader.

The Appel |l ant argued that "Sinply because a heating
rate woul d be possible woul d not nake such a heating
rate practical due to such factors as materi al

stress, availability of heating nedia, cost, nmaterial
of construction, etc. Wiat is "possible” inplies the
real mof inmagination while what "is practical" is
grounded in reality."” (Statenent of G ounds of

Appeal , page 2, first paragraph). The Respondent, on
the other hand, stated that "the latter term"as

rapi dly as possible" can be only one specific heating
rate for a given environment, such as a specific
reactor, a given set of paraneters,... and a certain
chem cal environnent,... In contrast thereto, the
term"as rapidly as practical" sinply defines a | ower
limt of a heating rate at which the

prepol yneri zation may be conducted in an appropriate
manner and | eaves it open whether or not this heating
rate is chosen as being "practical" is also the
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hi ghest possible heating rate.” (letter of 3 Decenber
1998, page 2, point 4).

3.2.2 Normally, an interpretation of terns is based upon
the disclosure of the patent in suit. In this case,
however, the specification is conpletely silent about
what is neant by "practical". Al so the Exanples do
not give any information in that respect.

Nevert hel ess, the Board cannot agree with the
Appel l ant's argunents for the follow ng reasons. The
expression used in the patent as granted is not just
"heating as possible", but "heating as rapidly as
possible". The latter terminplies that the heating
is carried out as quickly as the circunstances all ow,
regardl ess of e.g. costs or other econom cal factors,
whereas the expression "practical”, in the Board's
opi nion, would take into account such factors as
costs, as, in fact, the Appellant itself stated (see
point 3.2.1 above), and possibly also other factors
such as availability of heating nedia, experience of
the person carrying out the process, etc. Therefore,
upon interpretation, the neaning of "as rapidly as
practical” is broader than "as rapidly as possible".

3.2.3 In view of the above, Caim1l of the main request
does not conply with the requirenents of
Article 123(3) EPC

3.3 For the reasons given below, the main request also
does not fulfil the requirenents of Article 84 EPC

3.3.1 The very fact that the exact neaning of the two terns

"as rapidly as practical" and "as rapidly as
possi bl e" forns the core of the present discussion is

0842.D Y A
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al ready an indication that neither of those ternms is
cl ear.

As pointed out by both parties, the notion of what is
practical is subject to the circunstances in which
the reaction is carried out. However, if the exact
conditions of the process are not defined in the
claim as is the case here, there is no neans to
establish where exactly the limts of the claimlie.

Al so, what was not practical at the priority date of
the patent in suit and was therefore excluded from
the originally clained scope, nmay becone practical at
a later date, when, for instance, the technical and
econom cal conditions have changed, thus allow ng to
"shift the goal posts" of the claim

Furthernore, the term"a large quantity of polyner"
is |ikew se objectionable under Article 84 EPC
because it is unprecise and subjective and its
meaning or its exact limts are not explained
anywhere in the patent specification.

In view of the above, Caim1l of the nmain request
does not fulfil the requirenents of Article 84 EPC

For the above reasons the nain request nust be
ref used.

Since the sole auxiliary request, that the patent be
mai nt ai ned on the basis of the clains as all owed by
the Qpposition Division, in effect anounts to a
request to dism ss the appeal, that request needs not
be consi dered.
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O der

For these reasons it is decided that:

The appeal is dism ssed

The Regi strar: The Chai r man:

E. Gorgnmuaier P. Kitzmant el

0842.D



