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Summary of Facts and Subm ssi ons

1649.D

By decision taken on 9 February 1998 the Qpposition
Division rejected the opposition to European patent

No. 0 352 968. The Opponent filed a notice of appeal
agai nst this decision by facsimle received in the EPO
on 28 April 1998. The appeal fee was paid on 7 Apri
1998. The statement of the grounds of appeal was filed
on 19 June 1998.

Considering that the tine limt for filing the notice
of appeal expired on 20 April 1998, the present Board,
by a conmuni cation dated 19 June 1998 gave its
provi si onal opinion that, according both to the

provi sions of the European Patent Convention and the
case | aw of the Boards of appeal, the appeal could not
be deened to have been fil ed because the notice of
appeal was filed after the tinme limt laid down in
Article 108 EPC. Moreover, it was pointed out that
according to Article 122 EPC as interpreted in decision
G 1/86 of the Enlarged Board of Appeal (QJ EPO 1987
447), an opponent in appeal proceedings is precluded
fromhaving his rights re-established in respect of
late filing of the notice of appeal. Finally, the Board
expl ai ned that such a conclusion mght lead to the

rei nbursenent of the appeal fee.

In response to this conmunication the Opponent filed
observati ons where she acknow edged that the two nonths
termfor filing an appeal is inextensible and expired
on 19 April 1998. She stated that the original of her
noti ce of appeal dated 19 March 1998 seened not to have
reached the EPO She further remarked that the appeal
fee was paid on 7 April 1998 by using the Form 1010 and
all eged that this Formcould be regarded as fulfilling
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the requirenents for a notice of appeal according to
Article 108 EPC and Rule 64 EPC. In her view, this is
supported by the decision T 275/86. She quoted al so

J 25/92 as to the question of protection of the

| egiti mate expectation which should apply in the
present case. Relating to the existence of the appeal,
she inplicitly requested that the appeal be deened to
have been filed in due tine and explicitly that a
question be referred to the Enl arged Board of Appeal.

The Patentee did not take position on these issues.

Reasons for the Decision

1.2

1649.D

As it is clear fromthe sunmary of facts and
subm ssions, the existence of an appeal is the
prelimnary issue to be decided upon by the Board.

According to Article 108 of the Convention: "Notice of
appeal nust be filed in witing at the European Patent
Ofice within two nonths after the date of notification
of the decision appealed from The notice shall not be
deened to have been filed until after the fee for

appeal has been paid. Wthin four nonths after the date
of notification of the decision, a witten statenent
setting out the grounds of appeal nust be filed."

In the present case it is not disputed that the notice
of appeal was faxed on 28 April 1998, i.e. after the
time limt of two nonths and 10 days which expired on
20 April 1998 and not 19 April, this day being a
Sunday. However, it is alleged that it was a copy of
the original notice of appeal which was faxed,
suggesting that the original was sent earlier so that
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t he EPO shoul d have received it in due tine. The Board
cannot follow this suggestion since it is not supported
by any offer of evidence. Furthernore, the sending of a
fax after the expiry of the time limt whereas the
witten original was sent in due tine would be contrary
to the common practice and, prinma facie, does not nmake
sense.

Nor does the Opponent dispute that Article 122 EPC i s
not applicable in the case in suit.

Rel ating to the issue of the principle of the
protection of |egitinmate expectations, the Opponent
guot ed decision J 25/92 to support her allegation that
the EPO s organs shoul d have asked her about her
intention to | odge an appeal if there was doubt as to
it. However, the Board considers that this decision,
which relates to an exam nation fee plus a surcharge
and not to the filing of a notice of appeal, is a
specific application of the principle laid down in

J 13/90 (QJ EPO 1994, 456) dated 10 Decenber 1992, i.e.
the principle of good faith which requires the EPO to
warn the applicant of any inpending |oss of rights if
such a warning can be expected in all good faith. A
war ni ng can be expected if the deficiency is readily
identifiable by the EPO and the applicant can stil
correct it within the tinme limt. Following this
principle the present Board considers that, because the
department which cashes the fee is not the sane as the
one which receives the notice of appeal, the deficiency
was not easy to identify and the tine limt between
paynent of the appeal fee and the expiry of the two
nmonths tinme limt for filing the notice of appeal was
too short so that the opponent could not expect in al
good faith such a warning.
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Moreover, as already stated in many decisions of the
Boards of appeal, nanely in T 690/93, T 861/94, J 41/92
(A EPO 1995, 93) and J 4/96, the principle of the
protection of |legitinate expectations does not extend
so far as to relieve parties of their responsibilities.
The Enl arged Board of Appeal in G 2/97 (QJ EPO 1999,
123) saw no justification for the suggestion that the
principle of good faith i nposes on a board an
obligation to warn a party of deficiencies within the
area of the party's own responsibility. Thus the
attenpt of the Opponent to interpret the case |aw of

t he boards of appeal in a way contrary to this decision
nmust fail.

It has now to be decided whet her the paynent of the
appeal fee using the Form 1010 coul d be regarded as
equivalent to the filing of a notice of appeal. It
results fromdecisions J 19/90 and T 371/92 (QJ EPO
1995, 324) that the sole paynment of the appeal fee
using this formdoes not constitute a notice of appeal:
"for a notice of appeal to be valid it nust at | east
contain an explicit declaration of the wish to contest
a particular decision by neans of an appeal. Not until
such notice has been formally filed can | egal
proceedi ngs be instituted, the case be referred to the
second instance and the appeal acquire suspensive
effect ...". Contradicting this jurisprudence, the
opponent quoted decision T 275/86 (not published) which
hel d that the paynment formin itself is equivalent to a
noti ce of appeal. However, the Board considers that
decision T 275/86 is in this respect an old and

i sol ated decision which is not sufficient to throw
doubt on the subsequent consistent and established case
| aw of the Boards of Appeal as it appears fromrecent,
and on this specific aspect properly reasoned,
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deci sions such as in particular J 19/90 and T 371/ 92,
followed by T 460/95 (QJ EPO 1988, 587). For these
reasons the present Board decides that, in the present
case, the sole paynent of the appeal fee using this
form does not constitute per se a notice of appeal.

Since this point of |aw has al ready been deci ded and

t he present Board does not see any valid reason to
depart fromit, the request for referral of a question
of law to the Enlarged Board is to be refused.

Wth regard to the consequences deriving fromthe

concl usi on under point 3 above, the Board considers
that Article 108 EPC distingui shes two stages of the
appeal : the first stage relates to the existence of the
appeal which requires two conditions: the notice of
appeal nust be filed in witing at the European Patent
Ofice within two nonths after the date of notification
of the decision appealed from and the fee for appeal
nmust have been paid. Only if the appeal fulfils these
two requirements of Article 108 EPCis it deened to
have been filed, i.e. the appeal is in existence.

The second stage of appeal, which relates to the issue
of adm ssibility can only conme into effect where an
appeal is in existence. On the contrary where the
appeal is deened not to have been filed, the issue of
adm ssibility does not even ari se.

The distinction between an appeal not deened to have
been filed and an inadm ssible appeal is relevant for
the issue of reinbursenent of the appeal fee. Wien, the
appeal is deened not to have been filed the appeal fee
nmust be rei nbursed since the purpose of this fee cannot
be achieved. On the contrary, when an appeal is
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i nadm ssible it is on principle not possible to repay
t he appeal fee because Rule 67 EPC states that the
rei nbursenent shall be ordered where the Board of
appeal deens the appeal to be all owabl e.

7. As regards the present case, since one of the two
requirenments of Article 108 EPC relating to the
exi stence of the appeal was not fulfilled in that the
noti ce of appeal was not filed in due tinme, the appeal
does not exist and the fee paid, in the absence of any
| egal basis for its paynment, nust be reinbursed.

Or der

For these reasons it is decided that:

1. The appeal is deened not have been fil ed.
2. The appeal fee shall be reinbursed.
3. The request for referral of a question of lawto the

Enl arged Board of Appeal is rejected.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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