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Summary of Facts and Submn ssions

0649.D

The Appel |l ant (Opponent) | odged an appeal against the
deci sion of the Opposition Division rejecting the
opposition agai nst the European patent No. 0 448 402
(Eur opean patent application No. 91 302 494.9) pursuant
to the provisions of Article 102(2) EPC

The deci si on under appeal was based on clains 1 to 7 as
granted. Independent clains 1, 5 and 7 read as fol |l ows:

"1. Avrefrigerator |ubricant conposition conprising an
ester conpound and an epoxy conpound characterised in
that said epoxy conpound is an aliphatic glycidyl ether
conmpound, an aromatic glycidyl ether conpound or a

pol yal kyl enegl ycol diglycidyl ether conpound and in
that the ester conpound is obtained froman acid
selected fromfatty acids, dicarboxylic acids and
branched chai n di carboxylic acids each having 2 to 6
carbon atons, and a neopentyl polyol and in that the
epoxy conpound is present in an anmount of fromO0.01 to
25 percent by wei ght based on the weight of the ester
conmpound. "

"5, Avrefrigerator oil conposition characterised in
that it is free of chlorine-containing fluorocarbon and
in that it conprises (A a chlorine-free fluorocarbon
and (B) a refrigerator |ubricant conmposition clained in
any of clains 1 to 4 in a volune ratio of (A to (B

of 1:99 to 99:1."

"7. Avrefrigerator oil conposition characterised by
being free of chlorine-containing fluorocarbons and by
conprising (A 1,1,1,2-tetrafl uoroethane and (B) a
conposition as clainmed in any of clains 1 to 4 in a
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volune ratio of (A to (B) of 1:99 to 99:1."

L1l The opposition sought revocation of the patent in suit
on the ground that its subject natter was not
pat ent abl e under Article 100(a) EPC, nanely |ack of
novelty (Article 54(3), (4) EPC) in view of the
docunent s:

(1) EP-A-0 435 253

(1a) English translation of JP 341 244/89 (one of the
four priority patent applications of docunent (1))

for Contracting States DE, DK, GB and IT only, and

(2) EP-A-0 415 778

(2a) English translation of JP 314657/89 (one of the
two priority patent applications of docunent (2))

for Contracting states DE, ES, FR and GB only

and non-conpliance with the requirenents of Article 56
EPC (|l ack of inventive step) in view of the follow ng
docunent s:

(3) JP-A-62/292 895

(3a) Cerman translation of docunent (3)

(4) DD B-0 133 966

(5) DE-B-1 768 765

(6) DE-A-1 444 851

0649.D Y A
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(7) Process Engineering, July 1988, pages 33 to 34.

Regardi ng the objection of |ack of novelty under
Article 54(3) and (4) EPC, the Opposition Division held
that the subject matter of the clains concerned a

speci fic conbination of features which resulted froma
mul tiple selection over either the discl osure of
docunent (1) or docunment (2). Such a specific

conbi nati on was, therefore, not unamnbi guously discl osed
i n those docunents.

Furthernore, the Qpposition D vision was of the opinion
that the technical problem addressed by the patent in
suit was to inprove the stability of chlorine-free

hydr ocarbon refrigerants and to avoid the corrosion
probl em and that, hence, the clained solution was not
obvi ous over docunent (4) taken alone or in conbination
with any of the other docunents (3), (5), (6) and (7).

Oral proceedings before the Board were held on

27 Novenber 2001. The Appellant and the

Respondent (Proprietor of the patent), having been duly
summoned, had infornmed the Board that they would not be
represented at these oral proceedi ngs and had requested
that the decision be taken on the basis of their
respective witten subm ssions. The oral proceedings
thus took place in the absence of both the Appell ant
and the Respondent (Rule 71(2) EPC).

The Appel | ant di sputed that the subject natter of
Caiml of the patent in suit resulted froma selection
whi ch woul d have conferred novelty on said Cl aimand
argued in that respect as follows:

- Docunent (1) not only disclosed a refrigerator oi
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conprising four types of ester conpounds
respectively of formula (I) to (1V), but also
pointed directly inits Exanple 7 to an octaester
of tripentaerythritol (1 nol), 3-nethyl butanoic
acid (4 nol) and 3-nethyl pentanoic acid (4 nol).

Docunent (1) al so disclosed various additives. In
that context, he pointed out that those additives
were clearly differentiated depending on the
result to be achieved. To inprove the stability of
the refrigerator oil, epoxy conpounds were

excl usively nmentioned. In particular,
phenyl gl yci dyl ethers were preferred (cf. page 8,
lines 3 to 5). Furthernore, given that the
refrigerator oil conprised not |ess than 70% of
ester by weight of the total anount of the m xed
oil and given that the epoxy conpounds were
present in aratio of 0.1 to 5.0% by wei ght of the
total anmount of the refrigerator oil, it was clear
that the anmbunt of epoxy additive was within the
range of from0.01 to 25% by wei ght based on the
wei ght of the ester conpound as defined in

G aim1l.

Thus, he argued, the clained invention energed
clearly in the formof a technical teaching from
the discl osure of docunent (1).

Regar di ng docunent (2), the Qpposition D vision
had wrongly assessed that the subject matter of
Claiml related to an ester conpound resulting
fromthe reaction of an acid with a neopentyl
glycol, differentiating, therefore, fromthe

di scl osure of docunent (2) which required esters
obt ai ned by reacting two carboxylic acids and a
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pol yhydri c al cohol. Reference was made, in that
respect, to exanples Nos. 1 to 4 of the patent in
suit. Furthernore, docunent (2) also disclosed the
addition of glycidyl ether to stabilize the
refrigeration oil conposition. Al though no anount
of glycidyl ether was nentioned in that docunent,
the range of fromO0.01 to 25% by wei ght defined in
Caim1l of the patent in suit was so | arge that

t he reproduction of the teaching of docunent (2)
led inevitably to use an effective anount falling
within that range. The di sclosure of docunent (2)
was al so novelty destroying vis-a-vis the subject
matter of Claiml of the patent in suit.

In support of his further contention that the clained
subject matter did not involve an inventive step over
docunent (4) taken in conbination with docunents (6)
and (7), the Appellant argued as foll ows:

- The Opposition Division had unduly restricted the
teachi ng of docunment (4) to the provision of
refrigerator oil conposition to stabilize
chl ori ne-contai ni ng hydrocarbon refrigerants.
Docunent (4) addressed the problemto prepare
refrigerator oil conpositions which brought about
no chem cal reaction between the refrigerant
(a hal ogenat ed hydrocarbon) and the lubricant in
order to avoid, in particular, corrosion problens.
It could not be derived fromthis disclosure that
the teaching was |imted to chlorine-containing
fluorocarbon refrigerants and that the discl osed
| ubricating conposition conprising a lubricating
oil and an epoxy conpound in an anmpount of
0.1 to 5% by wei ght based on the wei ght of the
| ubricating oil could only be used wth that kind
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of refrigerant. The fact that the type of

| ubricating oil was not specified sinply neant
that any oil known to be used in refrigerant

m xtures mght be suitable. In that context,
reference was made to docunment (6) which disclosed
esters as lubricating oils.

- The patent in suit addressed the sane problem as
docunent (4), ie avoiding corrosion problens. In
vi ew of docunent (4), it would have been obvi ous
for the person skilled in the art to use, on the
one hand, a chlorine-free hydrofluorocarbon, such
as HCF 134a, since it was known to replace the
chlorine fluorine fluorocarbon by chlorine-free
hydr of | uor ocarbon (cf. docunent (7)) and, on the
ot her hand, to use a lubricant oil as taught by
docunent (6).

The Respondent argued that the subject-matter of
Claim1 of each request resulted froma nultiple
selection in view of the disclosure of docunent (1):

- (a) Selection of an ester (1) and/or (1V) anong
the esters (1) to (1V); (b) selection of the
nunber of carbon atons in the acid on which the
clainmed ester is based; (c) selection of the epoxy
conpound specified in CGaiml fromthe nine
possi bl e types of additives set out in the
di scl osure of docunent (1); (d) from epoxy
conpounds in general, selection of phenylglycidyl
ethers; (e) selection of the ratio epoxy/ester
conmpounds since the epoxy conpound | evel of
0.1 to 5.0 wgt % based on the total anobunt of oi
di scl osed in docunent (1), referred to the total
of esters (lI) to (1V) and not to only those esters
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whi ch contai ned a neopentyl group. Furthernore,
even the disclosure of the exanple No. 7 required
a further selection to extract fromthe three-
conponent m xture, the particular ester allegedly
falling within the scope of Caiml.

- Mor eover, the selection of one class of additive
fromnine possibilities (cf. (c) above) required,
as admtted by the Appellant, the consideration of
the objective to be hit what was contrary to the
standards for deciding novelty.

Regar di ng docunent (2), the Respondent admitted that
esters of mxed acids were clearly within the scope of
Claiml1l. However, docunent (2) did not contain any
reference to the anmobunt of phenyl or al kyl glycidyl

et her "additive" which was to be present in the oi
conposi tions disclosed. Mireover, the selection first
of epoxy conpounds fromthe three classes of additives
listed in docunent (2) and then of phenyl glycidyl
ethers and al kyl gl ycidyl ethers fromthe stated epoxy
conpounds constituted selections fromtwo lists
rendering Caim1 novel.

Regardi ng i nventive step, the Respondent argued t hat
docunent (4) failed to refer to the presence of any
ester conpound. Nor was this docunent concerned with
chl orine-free fluorocarbon refrigerants. Said docunent,
therefore, did not address the technical problens

sol ved by the clainmed invention which included the
probl em of inconpatibility of previously-knhown
refrigerator |ubricant conpositions wth fluorocarbon
refrigerants, particularly chlorine-free fluorocarbon
refrigerants, and instability to hydrolysis of such
refrigerator |ubricant conpositions. Furthernore,
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conbi ni ng the teachings of docunments (4), (6) and (7)
in the formof a nosaic anpbunted to an ex post facto
anal ysis contrary to a correct approach of the

obvi ousness i ssue.

Inits response to the statenents of grounds of appea
dat ed 30 Decenber 1998, the Respondent filed two
auxiliary requests:

The first auxiliary request conprised an anended set of
clainms for the Contracting States DE, DK, GB and IT and
the set of clains as granted for the other Contracting
St at es.

The second auxiliary request conprised an anended set
of clains for the Contracting States DE, DK, GB and IT,
I ndependent Claim 1l reading as follows:

"1. A refrigerator |ubricant conposition characterised
inthat it is free of chlorine-containing fluorocarbons
and in that it conprises (A a chlorine-free
fluorocarbon and (B) a refrigerator |ubricant
conposition in a volune ratio of (A to (B) of 1:99

to 99:1, the refrigerator |ubricant conposition
conprising an ester conpound and an epoxy conpound
characterised in that said epoxy conpound is an

al i phatic glycidyl ether conpound, an aromatic glycidyl
et her conpound or a polyal kyl enegl ycol diglycidyl ether
conpound and in that the ester conpound is obtained
froman acid selected fromfatty acids having 2 to 6
carbon atons, and a neopentyl polyol selected from
trimethyl ol propane, pentaerythritol, dipentaerythritol,
di tri nmet hyl ol propane and ditrinethyl ol ethane and in
that the epoxy conpound is present in an anount of
fromO0.01 to 25 percent by wei ght based on the wei ght
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of the ester conpound.™

and an anended set of clains for the other Contracting
States, independent Claim1l reading as foll ows:

"1l. Arefrigerator lubricant conposition characterised
inthat it is free of chlorine-containing fluorocarbon
and in that it conprises (A) a chlorine-free
fluorocarbon and (B) a refrigerator |ubricant
conposition in a volunme ratio of (A to (B) of 1:99 to
99:1, the refrigerator |ubricant conposition conprising
an ester conmpound and an epoxy conpound characterised
in that said epoxy conmpound is an aliphatic glycidyl

et her conpound, an aronmatic glycidyl ether conpound or
a pol yal kyl enegl ycol diglycidyl ether conpound and in
that the ester conpound is obtained froman acid
selected fromfatty acids, dicarboxylic acids and
branched chai n di carboxylic acids each having 2 to 6
carbon atons, and a neopentyl polyol and in that the
epoxy conpound is present in an anount of fromO0.01 to
25 percent by weight based on the weight of the ester
conpound. "

In a communi cation dated 6 June 2001 acconpanyi ng the
sumons to oral proceedings, the Board inforned the
parties that Clains 5 to 7 of the patent as granted as
well as of the first auxiliary request, and Clains 1
to 5 of the second auxiliary request related to a
refrigerator oil conposition free of chlorine-
contai ni ng fluorocarbons, such as Flon-134a. In that
context, possibly the question would arise whet her
docunent (4) was still the closest state of the art.
The Board observed that docunent

(8) US-A-4 755 316
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was cited in the patent in suit as the closest prior
art and, therefore, forned part of the (opposition and
appeal ) proceedings. The parties had, therefore, to be
prepared to discuss inventive step according to the
“probl em sol uti on" approach over the cited published
prior, including docunent (8).

The parties did not file any subm ssions in response to
this comuni cation

X The Appel l ant (Opponent) requested in witing that the
deci son of the Qpposition Division be set aside and
that the patent be revoked.

The Respondent (Proprietor of the patent) requested in
writing:

- as main request, that the appeal be di sm ssed,

- as first auxiliary request, that the decision of
the Qpposition Division be set aside and that the
patent be maintained with the set of seven clains
filed as annex 1 for Contracting States DE, DK, GB
and IT and with the set of clains as granted for
the other Contracting States.

- as second auxiliary request filed as annex 2, that
the decision of the Opposition Division be set
asi de and that the patent be nmaintained with the
set of five clains for Contracting States DE, DK,
G and IT and with the set of five clains for the
ot her Contracting States.

Xl . At the end of the Oral proceedi ngs the decision of the
Board was announced orally.

0649.D Y A
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Reasons for the Decision

1

The appeal is adm ssible.

Identity of the Appell ant/ CGpponent

The opposition was originally filed by Henkel KGaA,
Germany. The Appell ant (Opponent) infornmed the Board by
| etter received on 17 August 1999 that Henkel KGaA had
transferred its entire chem cal business to Cognis

Deut schl and GtbH. A copy of the relevant parts of the
agreenent between Henkel KGaA and Cogni s Deut schl and
GbH was filed. The Board is satisfied that the present
opposition was validly transferred to Cognis

Deut schl and GTbH (cf. G 4/88, QJ EPO 1989, 480) and

t hat Cogni s Deut schl and GrbH nust be considered as the

Appel | ant .

Mai n request

0649.D

Novelty - Article 54(3) and (4) EPC

Since the Board cane to the conclusion that the present
request had to fail for lack of inventive step, there
iIs no need to detail the reasons why novelty is

recogni zed.

I nventive step - Article 56 EPC

The patent in suit relates to a refrigerator oi
conposition and nore particularly to a refrigerator oi
conposition for a refrigerator using a chlorine-free
fluorocarbon refrigerant such as Flon-134a (1,1,1, 2-



- 12 - T 0429/ 98

tetrafl uoroethane) (cf. page 2, lines 3 to 5). The
general object to be achieved is reflected by Caiml
which in no way is restricted to a refrigerator

| ubri cant conposition for use in conbination with a

chl orine-free fluorocarbon refrigerant. In other words,
the cl ai ned conposition my be used with any
refrigerant, chlorine-fluorocarbon refrigerants

i ncl uded.

4.2 Docunent (4) discloses a refrigerator oil conposition
containing an oil and a refrigerant (cf. page 1,
lines 3 to 5), the inprovenent consisting in the
presence of an epoxy conpound such as phenyl gl yci dyl
ether (cf. Exanple No.2) in an anmount of fromO0.1 to 5%
based on the lubricating oil (cf. page 2, lines 30
to 33) in order to get a sufficient stability of the
refrigerator oil vis-a-vis the chlorine-fluorine
hydr ocarbon (cf. page 2, lines 24 to 27).

4.3 The Respondent argued that docunment (4) was only
concerned wth problens arising fromchlorine-
containing refrigerants, submtting thereby that this
docunent could not represent relevant prior art and, in
any case, not the closest state of the art. In
accordance with the "probl emsol uti on approach"”
consistently applied by the Board of Appeal to assess
i nventive step, the closest prior art is normally a
prior art docunent disclosing subject-matter aimng at
t he sanme objective as the clainmed invention and havi ng
the nost relevant technical features in comon.
Contrary to the Respondent's view, the Board hol ds that
there is at | east a comon objective between the
cl ai med i nvention and the docunent (4) since the
cl ai med conposition is not limted to the use with
chlorine-free fluorocarbon refrigerants (cf. point 4.1

0649.D Y A
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above) and since docunent (4) discloses a refrigerator
oi | conposition containing an oil and a refrigerant, in
particular a chlorine-fluorocarbon as refrigerant.
Furthernore, this docunent has the nost rel evant
technical features in comon with the clainmed subject-
matter and, therefore, qualifies to be the cl osest
state of the art.

The Respondent has provi ded nothing relevant in respect
of any advantage of the cl ained conposition in
conparison with the conpositions disclosed in

docunent (4). In view of docunent (4), the technica
problemto be solved cannot be seen, therefore, in
provi ding an inproved conposition but rather in the
provision of a further lubricating conposition to be
used in conmbination with a refrigerant and presenting
the sane val uabl e properties as those of docunment (4).

It is not contested that the latter is solved by the
clainmed refrigerator |ubricant conposition.

The remai ni ng question is thus whether the prior art
relied upon by the Appellant woul d have suggested to
the person skilled in the art solving the technica
probl em i ndi cated above in the proposed way

(cf. point Il above). In particular, the gquestion
ari ses whether or not the person skilled in the art
woul d have been directed to use an ester conpound as
lubricating oil within the teaching of docunent (4).

It is true that docunent (4) does not nention the type
of oil to be used. The Board observes, however, that

t he Respondent has not indicated any particular oil to
whi ch the teaching of docunent (4) would be restricted.
In the absence of any reason for a narrow
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interpretation of the term"lubricating oil", it can be
assuned that any oil suitable as lubricating oil for
refrigeration machi nes can be used.

Docunent (6) discloses a lubricating ester oi
suitable, in particular, in refrigeration machines
(cf. page 4, lines 22 to 25). It is not contested that
the ester oil to be used is of the sanme kind as that
defined in Caim1 of the patent in suit, namely an
ester of neopentyl polyol and carboxylic acids having
2 to 12 carbon atons (cf. page 2, lines 13 to 21),
anong which acetic, propionic and butyric acids are
explicitly nentioned (cf. page 4, lines 5 to 9.

Havi ng regard to the fact that the ester oil of

docunent (6) is designed for the same purpose as in the
clainmed invention, the Board holds that, in the absence
of evidence to the contrary, the person skilled in the
art woul d have considered, with a reasonabl e
expectation of success, using the said ester oil within
the teaching of docunent (4). In other words, the
person skilled in the art, seeking an alternative to
the lubricating conpositions as disclosed in

docunent (4) woul d have had a clear incentive to use
the refrigerator oil disclosed in docunent (6) and, as
a result arrive at the clained solution of the above
defi ned technical problem Nor has the Board a reason
to deviate fromthis conclusion when considering the

i ndi cated wei ght ratio epoxy conpound / ester conpound
since docunent (4) discloses a weight ratio from

0.1 to 5% which is within the range defined for the

cl ai med inventi on.

The Respondent did not provide any convinci ng argunents
to rebut this finding. In particular, the Board cannot
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share the opinion of the Respondent that the

conbi nation of the teachings of docunents (4), (6)
and (7) could only have been consi dered by the person
skilled in the art with hindsight.

First, docunent (7) is not at issue since the question
to be decided here is not the obviousness or non

obvi ousness of a conposition containing chlorine-free
fl uorocarbons but rather of a conposition containing a
refrigerant with or without chlorine. In that context,
the fact that, as taught by document (7), chlorine-

fl uorocarbons nust be replaced by chlorine-free
fluorocarbon is irrel evant.

Secondly, in the Board's view, an ex post facto case,
in the present situation, would have required show ng
that the person skilled in the art had no reason

wi t hout the prior know edge of the clainmed invention to
conbi ne the teachings of docunents (4) and (6). This is
preci sely what the Respondent failed to denonstrate.

Therefore, in the Board's judgenent, the subject-nmatter
of aiml of the nmain request represents an obvious
solution to the problemunderlying the patent in suit
and does not involve an inventive step.

Since a decision can only be taken on a request as a
whol e, none of the further clains need be exam ned and
the main request has to be refused.

First auxiliary request

0649.D

I nventive step - Article 56 EPC
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The Respondent requested that the patent be maintained
with the set of seven clains as granted for the
Contracting States other than DE, DK, GB and IT. For
the sane reasons as already set out in point 4 above,
Caim1l of the set of clains as granted does not

I nvol ve an inventive step and, therefore, this request
must also fail.

Second auxiliary request

0649.D

Rul e 57a EPC

Claim1l of the set of clains for the designated
Contracting States DE, DK, G and IT differs from
Claiml as granted in that:

- it islimted to a conposition conprising a
chlorine-free fluorocarbon and to a volune ratio
chlorine-free fluorocarbon/refrigerator |ubricant
conposition of 1:99 to 99: 1.

- the acid noiety of the ester conpound is limted
to fatty acids and the polyol noiety is limted to
tri met hyl ol propane, pentaerythritol,

di pentaerythritol, ditrimethyl ol propane and
di tri net hyl ol et hane.

In Cdaim3, the term"1,4 butanedi carboxylic acid" was
deleted. Cains 5 and 7 as granted were cancel | ed.

Caiml of the set of clains for the designated
Contracting States other than DE, DK, GB and IT differs
fromCaim1l as granted in that it islimted to a
conposition conprising a chlorine-free fluorocarbon and
to a volune ratio chlorine-free
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fl uorocarbon/refrigerator |ubricant conposition of
1:99 to 99:1. dains 5 and 7 as granted were cancell ed.

Those anmendnents are designed to overcone the grounds
of opposition, nanely absence of novelty and/or

i nventive step. Therefore, those anendnents can be
adm tted under Rule 57a EPC

Article 123(2) and (3) EPC

The Board is satisfied that both sets of clains of the
second auxiliary request have not been anmended in such
a way that they contain subject matter which extends
beyond the application as filed. The anendnents

(cf. point 6 above) indeed find support in the

di scl osure of the application as filed (cf. page 6,
lines 15 to 22; page 7, lines 13 to 16 and page 10,
lines 13 to 17).

Those sets of clains have not been anended such as to
extend the protection conferred either.

Novelty - Article 54(3) and (4) EPC

The Respondent did not file any argunents agai nst the
novelty of both sets of clains. However, since he had
requested in its statenent of grounds of appeal that
the patent be revoked, the Board considers that, in the
present case, his argunents apply nmutatis nutandis to
the present request.

Docunent (1) is relevant for the assessnent of novelty
under Article 54(3) and (4) EPC as far as the

desi gnated Contracting States DE, DK, GB and IT are
concerned. Therefore, only novelty of the set of clains
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filed for those States must be considered in view of
t hi s docunent.

Docunent (2) is relevant for the assessnent of novelty
under Article 54(3) and (4) as far as the designated
Contracting States DE, ES, FR and GB are concer ned.
Therefore, novelty of both set of clains nust be
considered in view of this docunent.

The Board is satisfied, in that respect, that pursuant
to Article 89 EPC the date of 28 Decenber 1989 counts
as the date of filing of docunent (1) for the purposes
of Article 54(3) EPC since the content of docunent (1)
rel evant for the present issue can be found in
docunent (la). The sanme is true regarding the date of
4 Decenber 1989 as the filing date of docunent (2).

Docunent (1) discloses a refrigerator oil for use with
hydr ogen- cont ai ni ng hal ogenocar bon regri gerants
conprising as a base oil at |east one kind of an ester
selected inter alia fromthe group consisting of
pentaerythritol esters (1), trinethylol esters (Il) and
pol yol ester (IV) obtained by the synthesis of, as raw
materials, (a) a neopentyl type polyhydric al cohol
havi ng 5-6 carbon atons and 3-4 hydroxyl groups, (b) a
nmonocar boxylic acid and (c) a dicarboxylic acid

(cf. page 3, lines 9 to 48).

According to the general disclosure, the refrigerator
oi | conposition nmay be incorporated with at | east one
ki nd of a phosphorous conpound (cf. page 7, |ines 23

to 43) and to further inprove the refrigerator oil in
stability, it may be incorporated with at |east one

ki nd of an epoxy conpound sel ected from phenyl gl yci dyl
et her type epoxy conpounds, glycidyl ester type epoxy
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conmpounds, epoxidized fatty acid nonoester and
epoxi di zed vegetable oils (cf. page 7, line 44 to

page 8, line 2). Anpbng these epoxy conpounds, the nost
preferred are phenyl gl ycidyl ether, butyl phenyl gl yci dyl
ether and m xtures thereof (cf. page 8, lines 3 to 5).
In a case where these epoxy conpounds are to be
incorporated in the refrigerator oil conposition, it is
desirable that they be incorporated therein in aratio
of 0.1 to 5.0% by weight of the total anmount of the
refrigerator oil (cf. page 8, lines 6 to 8).
Furthernore, Exanple No. 7 discloses a refrigerator oi
made of a m xture of three esters, one of which being
an octaester of tripentaerythritol, 3-nethylbutanoic
acid and 3-net hyl pentanoic acid (cf. page 9, lines 36
to 49), said oil being tested alone for its
conpatibility with HFC 134a, insulating property, wear
resi stance and hygroscopicity (cf. page 12, lines 35
to 39 and page 13, Table 1).

The Board concurs with the Appellant that the

di scl osure of docunent (1) is not [imted to
refrigerator oils conprising esters of fornmula (1) to
(1V) but also, in Exanple No. 7, points directly to one
of the esters of Caim1l. However, the Board does not
share the Appellant's view that this exanple is such
that it is representative of all that is enconpassed by
the general disclosure of docunent (1) and, therefore,
may be conbined with all that is disclosed therein.

| ndeed, the Board observes that none of the 23 exanpl es
di scl oses a refrigerator oil conprising an epoxy
compound. The sol e exanple of refrigerator oi
conprising an additive is Exanple No. 21 and this
additive is not an epoxy conpound but a phosphoric
ester type wear inhibitor. This finding is quite in
line with the general disclosure of docunent (1) that
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the refrigerator oil nmerely may conprise at |east one
epoxy conpound (cf. page 7, line 44). Thus, Exanple
No. 7 as well as all the other exanples are
representative of a refrigerator oil which does not
conpri se an epoxy conpound. That exanpl e cannot,

t herefore, be considered as an enbodi nment
representative of any conceivabl e variant enconpassed
by the general disclosure. In other words there is no
di scl osure of an ester conposition as defined in
Exanpl e No. 7 which includes an epoxy conpound. The
general disclosure of docunent (1) does not point
unanbi guously to the clained subject-matter either.
This was eventually not disputed by the Appellant.

Docunent (2) discloses a refrigeration oil conposition
conprising a hydrogenated fluoroethane and an ester of
m xed acids (cf. Caim1l). The Respondent admtted that
this type of esters fell within the definition of the
cl ai med subject- matter. To this conposition, it is
possi bl e to add epoxy conpounds (cf. page 5, lines 47
to 49) to stabilize it. Al though no indication
regardi ng the anmobunt of epoxy conpounds is given, the
Appel | ant argued that the clained range (0.01 to 25% by
wei ght) was so large that the person skilled in the art
could only have net this range by using such additive
in an effective anount.

However, the Appellant did not adduce any evi dence
substantiating this assertion, in particular no

rel evant common general know edge. It follows that a
conmposition conprising an ester as defined in Caim1l
of the patent in suit and an epoxy conpound and in that
the epoxy conpound is present in an anount of from
0.01 to 25 percent by weight based on the wei ght of the
ester conpound does not energe unanbi guously fromthe



8.5

9.1

9.2

0649.D

- 21 - T 0429/ 98

di scl osure of docunent (2).

In view of the above the Board cones to the concl usion
that Caim1l of the set of clains for designated
Contracting States DE, DK, GB and IT is novel in view
of the docunent (1) and CAaim1l1l for each set of clains
is novel in view of docunent (2). The sane applies to
dependent Clains 2 to 5 of each set of clainms which
only specify the features of Claim1.

I nventive step - Article 56 EPC

The Appel lant argued that in view of the disclosure of
docunent (4) in conbination with the disclosures of
docunents (6) and (7), the person skilled in the art
woul d have been directed to the clained invention in an
obvi ous manner since docunent (4) disclosed a
refrigerator oil conposition conprising any oi
conposition in conmbination with a glycidyl ether and a
refrigerant, docunment (6) taught that ester conpounds
were valuable oils for refrigeration machi nes and
docunent (7) recomended to use chlorine-free

hydr of | uor ocarbons in place of chlorine fluoro

hydr ocarbons for environnental reasons. However, in the
Board's judgnent, this line of argunentation ignores
the objective technical problemthe clained invention
addresses and thereby the closest state of the art
serving to define that technical problem

According to the constant jurisprudence of the Boards
of Appeal, an objective definition of the problemto be
sol ved by the invention should nornally start fromthe
probl em described in the contested patent (cf. Case Law
of the Boards of Appeal of the European Patent Ofice,
34 edition 1998, 1.D. 4.1, page 115). Gven that the
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clainmed invention relates to refrigerator oi
conpositions conprising a chlorine-free fluorocarbon
refrigerant and that the patent in suit indicates that
the technical problemto be solved is to provide such
conpositions (cf. page 2, lines 46 to 47) and, in that
context, identifies docunent (8) as the state of the
art inrelation to which the invention is defined

(cf. page 2, lines 34 to 38 and page 4, |lines 13

to 17), this docunent is to be considered in the
present proceedings (cf. e.g. T 536/88, QJ EPO 1992,
638, point 2.2 of the reasons and T 385/97, point 3.2
of the reasons). The requirenents of Article 113(1) EPC
are satisfied in this respect although the parties did
not attend the oral proceedings, and this all the nore
so since they had been specifically inforned as set out
i n point IX above.

Docunent (8) proposes a refrigerator oil conposition
for a refrigerator using Flon-134a as the refrigerant,
a pol yoxyal kyl ene gl ycol having a nol ecul ar wei ght

of 2000 or less and at |east two functional hydroxyl
groups. This docunent ains at the sanme objective as the
cl ai med i nventi on.

Contrary to the Appellant's view, docunent (4) does not
aimat the sane objective as the patent in suit since
it relates to refrigerator oils exhibiting a suitable
stability vis-a-vis chloro-fluoro hydrocarbons

(cf. page 2, lines 24 to 27).

I n concl usion, docunent (8) represents the cl osest
prior art in relation to which the technical problemis

to be defined.

In view of docunent (8), the technical problem
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underlying the patent in suit consists in the provision
of a further refrigerator oil conposition of excellent
conpatibility with chlorine-free fl uorocarbon
refrigerants, having a | ow hygroscopicity, a good
stability against hydrolysis and suitable insulation
properties (cf. page 2, lines 46 to 47; page 4, lines 9
to 17 of the patent in suit).

The exanples Nos. 1 to 16 and Table 2 of the patent in
suit denonstrate that the problemis indeed sol ved
within the entire scope of the clains. This finding was
not contested by the Appellant.

It remains to be decided whether or not the clai ned
solution to the problem so defined is obvious in view
of the prior art cited.

Starting fromdocunent (8), the person skilled in the
art woul d have noted that a specific problem existed
regarding the mscibility of Rl34a with a | ubricating
oil: "small amounts of lubricants may be soluble in
R134a over a wi de range of tenperatures, but as the
concentration increases the tenperature range over

whi ch conplete miscibility occurs narrows
substantially” (cf. colum 2, lines 6 to 11). The
docunent further indicates that "the present inventors
have found that certain nmenbers of a related class
having at |east two hydroxyl groups (ie difunctional)
provi de an unexpected wi der range of miscible m xtures
with R134a" (cf. colum 2, lines 46 to 49). It is also
observed that pol yoxypropyl ene glycols which have a
hydroxy group at one end of each nol ecule and a n-butyl
group at the other end (nono-functional glycols) are
not fully mscible (cf. colum 2, lines 26 to 45) and
conpared with the nono-hydroxy functional glycols the
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dual - hydroxy functional glycols have a w de range of
mscibility (cf. colum 7, lines 39 to 43). In view of
that, docunent (8) not only does not provide any

i ndication to use an oil which does not contain any
hydr oxyl group but, furthernore, teaches away from

repl aci ng pol yglycol oils by ester conpounds such as
defined in Caim1, let alone to use them associated to
an epoxy conpound.

The consi deration of the other docunents cannot rebut
this finding. In the Board's judgnent, the person
skilled in the art would not have considered the

di scl osures of docunments which deal with |ubricating
conpositions to be used in conbination with chl oro-
fluoro hydrocarbon, since there is no probl em of
conpatibility between the lubricant oil and the chl oro-
fluoro hydrocarbon as taught by the patent in suit

(cf. page 2, lines 23 to 25) and confirned by

docunent (8) (cf. colum 4, lines 26 to 33). Therefore,
the person skilled in the art could not have found

rel evant information in those docunents because they
are not related to the technical problemto be sol ved.
In that context, docunent (4) is clearly of no

rel evance (cf. point 9.2 above). Nor would the

di scl osure of docunent (3a) have been consi dered since
it also relates to lubricating conpositions for use
with Freon (cf. page 1, second and third paragraphs).

The di scl osure of docunent (5) relates to a nmethod for
refining a mxture of esters such those obtai ned by
reaction of polyol with nono or dicarboxylic acids in
order to lower the acid nunmber which consists in
treating said mxture with a glycidylester. Firstly,
using a glycidylether, is not envisaged by this
docunent. Secondly, no use of those esters in a



9.9

9.10

0649.D

- 25 - T 0429/ 98

refrigerator oil conposition is disclosed, |let alone
the fact that the problemof conpatibility of the
esters with chlorine-free hydrofl uorocarbons is not
mentioned. In conclusion, this docunent is of no

rel evance for solving the technical problemat issue.

It is true that docunent (6) teaches that ester
conpounds such as esters of neopentyl glycol and
nonocar boxylic acids are valuable oils for
refrigeration machi nes and that docunent (7) encourages
the use of chlorine-free hydrofl uorocarbons as
refrigerants. However, docunent (6) does not address
the technical problemof mscibility of the oil with a
chl orine-free hydrofl uorocarbon refrigerant;
furthernore, in view of the teaching of docunent (8)
(cf. point 9.6 above), the person skilled in the art
woul d not have followed this way given that esters of
neopent yl gl ycol and nonocar boxylic acids contain no
hydr oxyl groups. Furthernore, docunent (7) does not
contain any hint regarding the lubricating oil to be
used with a chlorine-free hydrofl uorocarbon
refrigerant.

It follows fromthe above that the subject-matter of
each Caim1l of the second auxiliary request (for

desi gnated Contracting States DE, DK, GB and I T and for
desi gnated Contracting States other than DE, DK, GB and
IT) is not rendered obvious by the prior art cited
taken as a whole. For the sane reasons, the Board

concl udes that the subject-matter of each of the
dependent Clains 2 to 5, relating to specific

enbodi nents of each Claim1, involves an inventive

st ep.

The requirenents of Article 56 EPC are net by the



- 26 - T 0429/ 98

cl ai med i nventi on.

10. Di scretion under Article 111(1) EPC

Al t hough the Board has conme to the conclusion that the
cl ai med subject-matter conplies with the requirenents
of Article 52(1) EPC, the description has still to be
brought into line with the clains held all owable. To
that end, the Board exercises its discretion under
Article 111(1) EPC to remt the case to the first

I nst ance.

O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the set of
five clains for the Contracting States DE, DK, GB and
IT and the set of five clainms for the other Contracting
States, both filed as annex 2 (second auxiliary
request) with the letter dated 30 Decenber 1998 and a
description yet to be adapted.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

0649.D
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