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Summary of Facts and Submn ssions

1307.D

The Appel |l ant (Opponent 2) | odged an appeal against the
deci sion of the Opposition Division rejecting the
oppositions filed agai nst the European patent

No. O 447 916 (European patent application

No. 91 103 711.7) pursuant to the provisions of

Article 102(2) EPC

The oppositions filed by the Cpponent 2 (now Appell ant)
and the Opponent 1 (party to the appeal proceedi ngs as
of right) sought revocation of the patent in suit on
the grounds that its subject nmatter did not disclose
the invention in a manner sufficiently clear and
conplete for it to be carried out by a person skilled
inthe art (Article 100(b) EPC) and did not involve an
i nventive step (Article 56 EPC). After the tine limt
for filing the opposition, Opponent 2 introduced the
docunent

(9) EP-A-0 447 915

and submtted that the patent in suit |acked novelty
under Article 54(3)(4) EPC in viewthereof.

The patent was granted for the Contracting States DE
FR and GB. It conprised five clains, independent
Claiml reading as foll ows:

"1l. An engine oil conposition conprising a ngjor
amount of lubricating base oil and as essentia
conponent s
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(a) 0.01 to 30% by wei ght of an overbasic oil -
sol uble netal salt which is the reaction product
of an oil-soluble netal salt with an al kal i ne-
earth netal oxide or hydroxide in the presence of
boric acid or boric acid anhydri de,

(b) 0.01 to 5% by weight of a nolybdenum
compound friction nodifier, and

(c) 0.01 to 5% by wei ght of an antioxydant,

sel ected fromthe group consisting of phenol type,
am ne type, sulfur type, zinc thiophosphate type
and phenot hi azi ne type oxi dants cal cul ated on the
basis of the total anmount of the conposition”

The reasons for rejecting the opposition in the
deci si on under appeal were, in particular, that Claiml
of the patent in suit (cf. point IIl above) was novel
over docunent (9) citable only under the provisions of
Article 54(3) (4) EPC. In its decision the Opposition
Di vision held that docunment (9) did not disclose the
specific conbination of the three conponents (a), (b)
and (c) in the cited anobunts. This conbination resulted
froma nmultiple selection requiring, first, the choice
anmong nine classes of additives, then, the selection of
a nol ybdenum friction nodifier out of four different
types of friction nodifier and al so the sel ection of
the range of values defined for the conponents (b)

and (c).

In response to the statenent of grounds of appeal, the
Respondent (Proprietor of the patent) in addition to
his main request, which was the dism ssal of the
appeal, filed a new Caim1 wherein the expression
"which is the reaction product of an oil-sol uble netal
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salt” was replaced by "which is the reaction product of
an oil-soluble netal salicylate".

In a communi cati on dated 30 Cctober 2001, the Board had
informed the parties that novelty would be discussed in
view of the disclosure of docunent (9), the question
bei ng to deci de whether or not the particular clained
conbination resulted froma nultiple selection within

t he above-nenti oned disclosure and, if necessary,

whet her or not the nunerical ranges indicated in
Caiml could confer novelty to said claim The Board,
furthernore, rai sed doubts about the conpliance of
Caim1 of the auxiliary request (cf. point V above)
with Article 123(2) EPC

The attention of the parties was also drawn to

Article 11 of the Rules of Procedure of the Boards of
Appeal (RPBA) and the parties were infornmed that the
Board considered that Articles 11(1) and (3) RBPA were
satisfied, nanely that the parties had provi ded al
necessary and relevant witten information and
docunents such that the case woul d be ready for the
deci sion at the conclusion of the oral proceedings. The
parties m ght address the Board at the oral proceedings
on any issue which had been raised in the witten

pr oceedi ngs.

At the oral proceedi ngs which took place before the
Board on 12 March 2002, the Respondent w thdrew the
requests previously filed (cf. point V above) and filed
in lieu thereof, as main request a set of five clains,
Claim1 being anended to replace in aiml as granted
(cf. point Il above) the expression "conprising" by
the expression "consisting of", Clains 2 to 5 remai ni ng
unchanged. The Respondent also filed as auxiliary



- 4 - T 0425/ 98

request a set of five clains, Caim1l reading as
fol | ows:

"1l. Use of an engine oil conposition for gasoline and
di esel engines conprising a major anmount of |ubricating
base oil and as essential conponents

(a) 0.01 to 30% by weight of an overbasic oil -
soluble netal salt which is the reaction product
of an oil-soluble netal salt with an al kal i ne-
earth netal oxide or hydroxide in the presence of
boric acid or boric acid anhydri de,

(b) 0.01 to 5% by weight of a nol ybdenum conpound
friction nodifier, and

(c) 0.01 to 5% by weight of an antioxydant,

sel ected fromthe group consisting of phenol type,
am ne type, sulfur type, zinc thiophosphate type
and phenot hi azi ne type oxi dants cal cul ated on the
basis of the total anmount of the conposition”

VIIl. The argunents of the Appellant can be sumrarized as
fol | ows:

The change of the expression "conprising” in Caim1l as
granted by the expression "consisting of" in daim1 of
t he pending mai n request could not be regarded as a
clear limtation and rai sed doubts about the scope of
said claim I|ndeed, the expression (consisting of)
conpared to the previous one (conprising) ained to

excl ude the other additives such as ashl ess di spersant,
def oanmers or viscosity index inprovers and pour point
depressants. However, the "lubricating base oil" could
conprise, as set out in the description of the patent

1307.D Y A
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in suit, those types of conponents. It could not be
deduced fromthis expression what was really covered by
t he amended cl aim 1.

Regarding claim1 of each request, docunent (9)

di scl osed the sinultaneous conbination of the
conponents (a), (b) and (c). Although, docunent (9) did
not specify that components (b) and (c) were

compul sory, there was, nevertheless, a clear disclosure
of nol ybdenum conpound as friction nodifier and of an
anti oxydant selected from phenol type, am ne type,

sul fur type, zinc thiophosphate type and phenot hi azi ne
type antioxydants. Furthernore, the sel ected ranges of
val ues were not so narrow conpared to the ranges of

val ues discl osed in docunent (9) as that they could be
seen as a novel selection in the sense of the
establ i shed case | aw of the Boards of Appeal.

The argunents of the Respondent can be sunmarized as
fol | ows:

By the replacenent of the term "conprising" by the
expression "consisting of", any further additives were
excluded fromthe subject matter of Caiml1l of the main
request. That enbodi nent found support in the
application as filed. Said daim1l was al so clear.

The subject matter of Claim1l of the auxiliary request
was novel over docunent (9) since the oil conpositions
were intended for use in lubricating different engines,
namel y gasoline and di esel engines on the one hand as
agai nst al cohol - based fuel engines on the other hand.
Furt hernore, docunment (9) did not disclose the
conponents (b) and (c) as essential conponents but only
as a part of optional conponents. Those conponents were
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essential features in order to achieve the superior
effects of the patent. Mreover, the sel ected ranges of
the conponents (a), (b) and (c) of the clained
invention were different fromthose indicated in
docunent (9), either for the overbasic oil-soluble
netal or for the conventional additives listed up in
docunent (9) in a non-specific nmanner.

Qpponent 1 (party as of right) did not file any
subm ssions and infornmed the Board on 15 February 2002
that he would not attend the oral proceedings.

The Appel |l ant requested that the decision under appea
be set aside and that the European patent be revoked.

The Respondent requested that the decision under appea
be set aside and that the patent be maintained on the

basis of the set of clains submtted as main request or
auxiliary request respectively at the oral proceedings.

At the end of the oral proceedings the decision of the
Board was announced orally.

Reasons for the Deci sion

1

The appeal is adm ssible.

Mai n request

2.

1307.D

Rul e 57a EPC

Caiml of the main request differs fromCdaim1 as
granted in that the expression "conprising" was
repl aced by "consisting of". This anendnent is designed
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to overconme an objection of |ack of novelty. Therefore,
t hat anendnent can be admtted under Rule 57a EPC

Article 123(2) and (3) EPC

The anendnent stated in point 2 above finds support in
the di sclosure of the application as filed (cf. page 2,
line 23 to page 3, line 7 of the application as filed).
The nmeani ng of the word "conprising”" is to be
interpreted as enconpassing all the specifically

menti oned features as well optional, additional,
unspeci fi ed ones, whereas the term"consisting of" only
i ncl udes those features as specified in the claim
Therefore, "conprising"” includes as a limting case the
conposition specified by "consisting of". The Board is
satisfied, therefore, that the present request is not
anended in such a way that it contains subject matter
whi ch extends beyond the application as filed.

Furthernore, this anendnent also restricts the scope of
protection clained and so does not contravene the
requi renents of Article 123(3) EPC

Article 84 EPC

Al 't hough Article 84 EPCis not a basis for objection
avai | abl e agai nst the clains as granted under the terns
of Article 100 EPC, it may neverthel ess constitute a
proper ground for revoking a patent if objections to
either clarity or support arise out of anmendnents to
the patent as granted (see G 10/91, QJ EPO 1993, 420,
point 19 of the Reasons). Furthernore, questions of
clarity or support may affect the decision on issues
under Article 100 EPC such as novelty (Article 54 EPC),
i nventive step (Article 56 EPC) or sufficiency of
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di scl osure (Article 83 EPC) (cf. T 694/92, QJ EPO 1997,
408, point 4 of the reasons).

The Appel |l ant argued that the expression "consisting
of " excluded the presence of any other additive such as
pol yi sobutyl enes as viscosity index inprovers and pour
poi nt depressants (cf. page 4, lines 23 to 24 of the
patent in suit) while such conponent m ght be present
as synthetic oil (cf. page 3, line 4 of the patent in
suit). The sane remark was nmade for the silicone oi
(cf. page 4, line 23 and page 3, line 8 of the patent
in suit). The expression "consisting of" rendered,
therefore, CQaim1l unclear as to what was really

cover ed.

Article 84 EPC stipulates that the clains defining the
matter for which protection is sought nust be clear.
Gven that Caim1l relates to an engine oil conposition
characterised by several conponents, for the clarity
requi renent to be net the groups of conponents
according to Caim1 nust be defined in such a way that
the cl ai ned conpositions can be unanbi guously

di sti ngui shed fromthose not falling under the clains
(cf. T 1129/97, Q3 EPO 2001, 273, point 2.1 of the
reasons) in order to conply with two requirenents: on
the one hand, determ ning the protection conferred by
the patent and, on the other hand, ensuring that the
invention is inter alia novel (cf. G 2/88, QJ EPO 1990,
93, point 7 of the reasons; T 728/98, point 3.1 of the
reasons).

Fromthe precedi ng considerations, it appears, prinma
facie, that the feature "consisting of a ngjor anount
of lubricating base oil" lacks clarity since it does
not unequi vocal ly distinguish between what is actually
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clai med and what is not clainmed. The Respondent did not
submt any argunents to rebut the Appellant's

obj ection. The Board considers, therefore, that the

obj ection of the Appellant raises a fresh and critica

i ssue requiring an unknown degree of re-exam nation of
the case as a whole which is inconpatible with the
requi renents an anended set of clains nust neet when
introduced at as |late a stage as the oral proceedings.
It is observed that this new issue is unexpected in the
sense that it could not be anticipated before either by
the Appellant or the Board, since none of the dependent
clainms mention such an enbodi nent. Therefore, no
argunent can be found in the whole witten proceedi ngs.
Furthernore, at the oral proceedings, the Respondent
submtted no reason for such a late filed claim

The parties had been infornmed nore than four nonths
before this hearing that, on the basis of the then
identified issues, the Board intended to take a fina
decision at the end of the oral proceedings

(cf. point VI above). G ven the present circunstances,
the Board finds no reason to deviate fromthat position
and considers that the main request raises new i ssues
under Article 84 EPC which renders it inadm ssible at
this stage of the proceedings (cf. T 74/96, points 2.2
and 2.4).

Consequently, in view of the conclusion reached in
points 4.4 and 4.5 above, the main request is refused.

Auxi |l i ary request

1307.D

Pr ocedur al issues

This request although filed at the oral proceedings
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does not lead to a substantial change in the subject-
matter of the proceedi ngs, such as woul d have placed an
excessi ve burden of review on the Board or the
Appel l ant. This was not contested by the Appellant. It
is, therefore, admtted into the appeal proceedings.

Rul e 57a EPC

Caiml of the auxiliary request differs fromCaiml
as granted in that the expression "an engi ne oi
conmposition” is replaced by the expression "use of an
engi ne oil conposition for gasoline and di ese

engi nes". This anendnent is designed to overcone an
obj ection of lack of novelty. Therefore, the amendnent
can be admitted under Rule 57a EPC.

Article 123(2) and (3) EPC

Thi s anendnent finds support in the disclosure of the
application as filed (cf. page 1, lines 6 to 9 and
page 10, lines 19 to 22 of the application as filed).
The Board is, therefore, satisfied that the present
request is not anended in such a way that it contains
subj ect matter which extends beyond the application as
filed.

Thi s anmendnent anmounts to a change of category froma
"conposition” claimto a "use of a conposition for a
particul ar purpose". Such an anmendnent is not open to
obj ection under Article 123(3) EPC (cf. G 2/88, Ql EPO
1990, 93, Order ii).

Article 84 EPC

The Board is satisfied that Caim1l of this request
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i nsofar as the anendnent is concerned is clear. That
finding was not contested by the Appellant.

Article 54(3) (4) EPC

Docunent (9) is a published European application
designating the Contracting States DE, FR and GB fil ed
wWth a priority date of 14 March 1990, ie two days
before the priority date of the patent in suit. It was
not contested that the date of priority of the said
Eur opean patent application nmay count as the date of
filing of this application pursuant to Article 89 EPC
Docunent (9) is, therefore, prior art under

Articles 54(3) and (4) EPC.

Docunent (9) discloses an engine oil conposition for

al cohol - based fuel engines conprising a najor anount of
mneral oil and/or synthetic oil as a lubricating base
oil, and about 0.01 to 10% by wei ght of an al kal i ne-
earth netal borate on the basis of the total anmount of
the conposition as an essential conponent (cf. page 2,
lines 27 to 30). The al cohol -based fuel is selected
fromthe group consisting mainly of nethanol, ethanol,
propanol, m xtures thereof, and the m xtures of at

| east 10% by vol une of one of these alcohols with a
petrol eum based fuel such as gasoline, kerosene, and
gas oil (cf. page 3, lines 34 to 36). The al kali ne-
earth netal borate is either in pure state (cf. page 2,
lines 49 to 50) or is an overbasic al kaline-earth netal
borate prepared by a reaction of an oil sol uble netal
salt with an oxide or hydroxide of an al kaline-earth
netal in the presence of boric acid or boric anhydride
(cf. page 2, lines 50 to 57).

Conventional lubricating oil additives can be



9.3

1307.D

- 12 - T 0425/ 98

additionally used to inprove further the perfornmance of
the conposition. Exanples of these additives include

oi | ness inprovers such as higher alcohols, higher fatty
acids, esters and the like; extreme pressure agents and
friction nodifier such as tricresyl phosphate,

tri phenyl phosphate, zinc dithi ophosphates, nolybdenum
di sul fi des, nol ybdenum dit hi ophosphat es, nol ybdenum

di t hi ocarbamates and the |ike; rust preventives such as
pet rol eum sul f onat es, di nonyl naphtal ene sul f onat es and
the like; netal deactivating agents such as
benzotriazole and the |ike; netal -based detergents such
as al kaline-earth netal sulfonates, alkaline-earth
nmetal salicylates, alkaline-earth netal pheneates,

al kal i ne-earth netal phosphonates and the |ike; ashless
di spersants such as succinimde, succinic esters,
benzyl am ne and the |ike; defoaners such as silicon
oils and the like; viscosity index inprovers and pour
poi nt depressants such as pol ynet hacryl at es,

pol yi sobut yl enes and pol ystyrenes and the |ike;

anti oxydants such as zinc dithiophosphates, hindered
phenol s, aromatic am nes and the |ike; and m xtures
thereof. The content of the viscosity index inprover is
i n an anount of about 1 to 30% by wei ght, the defoaner
is in an anmount of about 0.0005 to 1% by wei ght, the
netal deactivating agent is in an anount of about 0.005
to 1% by weight, and other additives in an anount of
about 0.1 to 15% by wei ght respectively on the basis of
the total anmount of the conposition (cf. page 3,

lines 17 to 32).

The question is to decide whether or not the subject
matter of Claim 1l emerges unanbi guously fromthe

di scl osure of docunent (9).

- In conparison with this disclosure, no
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di sti ngui shing feature can be found between "an
engi ne oil conposition for al cohol -based fue

engi nes" (docunent (9)) and "the use of an engine
oi | conposition for gasoline and di esel engi nes”
(claimed invention) since the disclosure of
docunent (9) enconpasses the use of an engi ne oi
conposition for lubricating an al cohol -based fue
engi ne wherein said fuel can contain up to 90% of
petrol eum based fuel such as gasoline

(cf. point 9.2 above). The Respondent, in that
respect, provided no clear and i nmedi ate evi dence
of any fundanmental difference between those two
uses whi ch woul d have enabled the Board to deviate
fromthis finding.

- Regardi ng the al kaline-earth netal borate, the
di scl osure of docunent (9) offers two
i ndividualised alternatives i.e. the alkaline-
earth nmetal borate is either in pure state or is
an overbasic al kaline-earth nmetal borate. The
second alternative corresponds altogether to the
conponent (a) of the clained invention. The
proportion of conponent (a) (0.01 to 30% covers
conpl etely the proportion of the al kaline-earth
nmetal borate of docunent (9) (0.01 to 10%.

- The Board concurs with the Respondent that the
di scl osure of docunent (9) does not disclose the
compul sory conbi nati on of conponent (a), (b)
and (c). However, in the present case, such a
finding cannot actually be considered as a
mul ti pl e selection conferring novelty. |ndeed,
when assessing inter alia novelty, a claimshould
be given its broadest technically sensible neaning
(cf. T 596/96, point 3.2 of the reasons). In that

1307.D Y A
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respect, the Board observes that the term
“conprising" present in Caim1 nust be
interpreted as enconpassing all the specifically
menti oned features as well optional, additional,
unspecified ones (cf. T 457/98, point 2.1.1 of the
reasons). This is all the nore clear, in the
present case, since the description of the patent
in suit states that:

“I'n the present invention, the foll ow ng conventi ona

| ubricating oils additives can be additionally used to
i nprove further the performance of the present

i nvention. Exanples of these additives include extrene
pressure additives such as tricresyl phosphate,

tri phenyl phosphate, zinc dithi ophosphates,; rust
preventives such as petrol eum sul f onat es, di nonyl
napht al ene sul fonates and the |ike; netal deactivating
agents such as benzotriazole and the |ike; netal-based
detergents such as al kaline-earth netal sulfonates,

al kal i ne-earth netal salicylates, alkaline-earth netal
pheneat es, al kaline-earth netal phosphonates and the

i ke; ashl ess dispersants such as succini mde, succinic
esters, benzylam ne and the |ike; defoaners such as
silicon oils and the |ike; viscosity index inprovers
and pour point depressants such as pol ynet hacryl at es,
pol yi sobut yl enes and pol ystyrenes and the |ike; and

m xtures thereof. Generally, the content of the
viscosity index inprover is in an anmount of about 1

to 30% by weight, the defoanmer is in an anount of about
0.0005 to 1% by weight, the netal deactivating agent is
i n an anount of about 0.005 to 1% by wei ght, and ot her
additives are used in anpunts of about 0.1 to 15% by
wei ght respectively on the basis of the total anount of
the conposition" (cf. page 4, lines 16 to 29).
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In conparison, with the disclosure of docunent (9)

i ndicated in point 9.2 above, the Board can find no

di stinguishing feature in the Iist of conponents
enconpassed by the clained subject matter. Nor can the
Board find any novelty relevant distinction in the
ranges of values since there is in particular:

a |l arge overl ap between the ranges of nolybdenum
friction nodifier (0.01 to 5% in the clainmed invention
vis avis 0.1 to 15%in docunent (9))

a |l arge overl ap between the ranges of antioxydant (0.01
to 5% in the clained invention vis a vis 0.1 to 15%in
docunent (9))

and a conplete overlap for the other conponents.

It results fromthe above that the disclosure of
docunent (9) discloses unanbi guously two alternatives,
one involving an al kaline-earth netal borate in pure
state, the other involving an overbasic al kaline-earth
netal borate (cf. point 9.2 above). Once the skilled
reader has turned his attention to the latter, an
engine oil conposition falling wthin the scope of
Caim1l energes fromthat disclosure without a further
sel ection having to be nade. Therefore, novelty cannot
be recognised to said Caim1l.

Since the Board can only decide on a request as a
whol e, the patent in suit cannot be maintained in the
formas submtted in this auxiliary request and this
request nust al so be rejected.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
N. Maslin A. Nuss

1307.D



