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Summary of Facts and Subm ssi ons

2833.D

Eur opean patent No. 0 344 072 (application nunber
89 401 438.0) was naintained in an anended form by an
interlocutory decision of the Qpposition D vision.

The opposition was founded on the ground that the
subject-matter of the patent | acked an inventive step
within the meaning of Article 56 EPC in view of the
contents of docunents:

El: US-A-4 739 367; and

E2: JP-A-57-173 866.

An English translation of docunent E2 as provided by
the opponent will be quoted E2' in the follow ng.

The appel l ant (proprietor of the patent) filed an
appeal against the interlocutory decision.

Oral proceedings were held on 27 Cctober 1999, at which
t he appel l ant requested that the decision under appea
be set aside and that a patent be maintained on the
basis of any of the sets of anended clains filed at the
oral proceedings as his main and first to el eventh
auxiliary requests.

Caim1 of the main request reads as foll ows:

"1l. A systemfor controlling a drive of an agitator
(13) in an inmage-form ng apparatus (1), such as an

el ectro-graphic printer, in which an electro-static
| atent image forned on an i mage-carrying body (5) is
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reproduced by a toner (15), the apparatus conprising a
main notor (M, for driving substantially all rotating
el enents in the apparatus, including the agitator (13),
which is built-in to a toner vessel (70) of a devel oper
unit (8), which toner vessel (70) is renovably attached
to the apparatus (1);

characterized in that:
- said system conprises neans operative during an
initialization process for setting the rotational speed
of the agitator (13) at a |lower level (P) upon a start
up of the main notor (M, and for raising said
rotati onal speed to a higher level (N) corresponding to
the normal operational speed after a predetermn ned
period (Tl) has passed fromthe start,
- atorque fromsaid notor (M being transmtted to
said agitator."

Caiml of the first auxiliary request reads as
fol | ows:

"1l. A systemfor controlling a drive of an agitator
(13) in an inmage-form ng apparatus (1), such as an
el ectro-graphic printer, in which an electro-static
| atent image forned on an i mage-carrying body (5) is
reproduced by a toner (15), the apparatus conprising a
main notor (M, for driving substantially all rotating
el enents in the apparatus, including the agitator,
which is built-in to a toner vessel (70) of a devel oper
unit (8), which toner vessel (70) is renovably attached
to the apparatus ( 1);

characterized in that:
- said system conpri ses neans operative during an
initialization process for operating said agitator (13)
at a higher-than-normal torque |evel by setting the
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rotational speed thereof at a | ower |evel (P) upon a
start up of the main notor (M, and thereafter for
operating said agitator at a normal torque |evel by
raising said rotational speed thereof to a higher |evel
(N) corresponding to the normal operational speed after
a predeterm ned period (Tl) has passed fromthe start."

Caiml of the second auxiliary request is

di stinguished fromclaim1l of the first auxiliary
request only by the addition, at the end of the claim
of the expression "and a torque fromnotor (M being
transmtted to said agitator".

Caiml of the third auxiliary request is distinguished
fromclaiml1l of the first auxiliary request only by the
addition, at the end of the claim of the expression
"the initialization process being started upon input of
power froma source to the apparatus”

Claiml of the fourth auxiliary request corresponds to
claim1 of the first auxiliary request, with the above-
menti oned additional features of both the second and
the third auxiliary requests.

Claim1 of the fifth auxiliary request is distinguished
fromclaiml of the first auxiliary request by the
addition, at the end of the claim of the expression
“"the initialization process being started by detection
of insertion of a fresh toner vessel into the
appar at us".

Caiml of the sixth auxiliary request corresponds to
claim1 of the first auxiliary request, with the above-
nmentioned additional features of both the second and
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the fifth auxiliary requests.

Claim1l of the seventh auxiliary request reads as
fol | ows:

"1l. Use of a systemfor controlling a drive of an
agitator (13) in an imge-form ng apparatus (1), such
as an el ectro-graphic printer, in which an electro-
static latent imge fornmed on an inage-carryi ng body
(5) is reproduced by a toner (15), the apparatus
conprising a main notor (M, for driving substantially
all rotating elenents in the apparatus, including the
agitator (13), which is built-in to a toner vessel (70)
of a devel oper unit (8), which toner vessel (70) is
renovably attached to the apparatus (1);

characterized in that a torque fromsaid notor (M
is transmtted to said agitator (13), and in that said
use conprises the steps of, during an initialization
process of said apparatus,

i) operating neans operative during this
initialization process, for operating said agitator
(13) at a |l ower speed level (P) upon a start up of the
main notor (M and

i) thereafter operating said agitator at a
hi gher speed | evel (N) corresponding to the nornal
oper ati onal speed after a predeterm ned period (T1l) has
passed fromthe start,

whereby, in the initialization period, the
rotation of the notor and of the agitator is not
obstructed by solidified toner, and an initialization
schedul e is not del ayed."

Claim1 of the eighth auxiliary request reads as
fol | ows:
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"1. Use of a systemfor controlling a drive of an
agitator (13) in an image-form ng apparatus (1), such
as an el ectro-graphic printer, in which an el ectro-
static latent imge forned on an inmage-carryi ng body
(5) is reproduced by a toner (15), the apparatus
conprising a main notor (M, for driving substantially
all rotating elenents in the apparatus, including the
agitator, which is built-in to a toner vessel (70) of a
devel oper unit (8), which toner vessel (70) is
renovably attached to the apparatus (1);

characterized in that:
- atorque fromsaid notor (M is transmtted to said
agitator (13), and in that said use conprises the steps
of, during an initialization process of said apparatus,

i) operating nmeans operative during this
initialization process for: operating said agitator
(13) at a higher-than-normal torque |evel by setting
the rotational speed thereof at a | ower speed | evel (P)
upon a start up of the main notor (M and

i) thereafter operating said agitator at a
normal torque |level by raising said rotational speed
thereof to a higher speed | evel (N) corresponding to
the normal operational speed after a predetermn ned
period (Tl) has passed fromthe start,

whereby, in the initialization period, the
rotation of the notor and of the agitator is not
obstructed by solidified toner, and an initialization
schedul e is not del ayed."

Caiml of the ninth and tenth auxiliary requests
respectively correspond to claim1l of the seventh and
ei ghth auxiliary request, after deletion of the
expression "in the initialization period, the rotation
of the notor and of the agitator is not obstructed by
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solidified toner, and".

Finally, the set of clains according to the eleventh
auxiliary request is identical to the set of clains in
t he anended form as consi dered all owabl e by the
Qpposition Division.

The respondent (opponent) for his part requested that
t he appeal be di sm ssed.

The appellant's argunments in support of his requests
can be summari zed as foll ows.

The i nvention concerns an el ectrophotographic printer
or copier, in which a toner inage is electrostatically
formed on a photoconductive drumfor transfer onto a
paper surface. If the printer or copier is not used for
a long period of tinme, or if it is used with a toner
cartridge which was left for a long period of tine on a
shel f, the normally powdery toner m ght have
substantially solidified around the agitator provided
within the developer unit to stirr the powder.
Accordingly, when the copier or printer is started, the
mai n notor which drives the agitator may be obstructed,
thus disturbing the initialization schedule at the

begi nning of the printing operation.

Thus, as is clearly set out in the introductory portion
of the original description, the invention ains at
overcom ng obstruction of the notor by solidified
toner. This is achieved by setting the rotational speed
of the agitator, during an initialization process,

first at a lower |evel and then to a higher |evel
corresponding to the normal operational speed.
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As a result of the setting of the rotational speed of
the agitator at a |ower |evel, a correspondi ngly higher
torque is available for stirring the toner, for a given
power or size of the driving notor.

Fromthe statenent of the technical problemin the
description, it is clear that the invention as
originally disclosed was not limted - in relation to

t he achieving of a higher torque operation of the
agitator - to the use of a pulse notor, as was
incorrectly assuned both by the Opposition Division and
by the respondent.

Concerning the issue of inventive step, whil st

docunent E1 actually identifies the problens associated
with the solidification of the toner powder, there is
no hint in the available prior art docunments towards
the clai ned reduction of the speed of the agitator at

t he beginning of an initialization process. Docunment E2
in particular is dedicated to the quite opposite
probl em of the toner becomng too fluid after having

| ost nost of its electrical charge when |left unused for
a prolonged tine period. Wen the agitator and
devel opi ng sl eeve start to rotate at their norna

speed, uncharged toner particles spread all over the
housing and up to the surface of the photosensitive
drum which results in bad printing quality. This is
avoi ded by rotating the devel opi ng sl eeve and agitat or
at a | ower speed during an entire preparatory phase.

The fundanentally different object of the present

I nvention, which is to avoid obstruction of the notor
and of the agitator by solidified toner and del ayi ng of
an initialization schedule is stated nore clearly in
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the newy filed use clains of the seventh to tenth
auxi liary requests. These clains are not objectionable
under Article 123(3) EPC, since they are directed to
the use of a systemconprising all the technica
limtations of the systemdefined in claim1l as
granted, which thus already covered such use.

The respondent for his part first submtted that the
appel l ant in the opposition procedure never actually
def ended the version of claim1l as granted and that he
was not adversely affected by the decision in this
respect. As a result, he could not in the appea
procedure present as a main request a claim
correspondi ng in substance to claim1l as granted, and
whi ch was broader in its scope than any of the clains
defended in the opposition procedure. If his main
request was allowed, he would be in a better position
than if the Opposition Dvision had allowed his nore
limted main request in the opposition procedure, since
he could not then have filed any valid appeal agai nst
t he deci si on.

Concerning the patentability of the subject-matter of
the main request, the respondent submtted that
docunment E2 was dedicated to exactly the sane type of
el ect rophot ogr aphi ¢ apparatus as the patent, and that
the problens of insufficiently charged or solidified
toner equally applied to, and were solved in both.

He al so contested that the clainms were actually
restricted to a systeminvol ving both | ow speed
operation and normal speed operation of the agitator in
a single initialization phase, separated fromthe
normal printing phase.
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The respondent further submtted that the subject-
matter of the appellant's auxiliary requests had not
been adequately disclosed in the application docunents
as originally filed, and he questioned the clarity of
the use clains of the seventh to tenth auxiliary
requests, and their admssibility under Article 123(3)
EPC.

Reasons for the Deci sion

1

2.1

2833.D

The appeal neets the requirenents of Articles 106 to
108 and of Rule 64 EPC. It is adm ssible, accordingly.

Appel l ant's mai n request

Adm ssibility of the request

The respondent contested that the appellant's main
request was adm ssible, since it was directed to a
version of claim1l which, albeit substantially

equi valent to the granted version, was not defended by
the appellant in the opposition procedure, and was of a
br oader scope than the version on which his nmain
request in the opposition procedure was based.

In the Board's view, however, there are no provisions
in the Convention which as a matter of principle bar a
pat ent ee who appeal s agai nst a decision of the
Qpposition Division to maintain his patent in an
anended form fromreverting to a version of the patent
substantially equivalent to its granted version.
Exceptional circunstances, |like the explicit
abandonnent of a certain subject-matter, or the express
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wi t hdrawal of a particular request in the opposition
procedure (see in this respect the decision T 528/93
referred to in the Case Law of the Boards of Appeal of
t he European Patent O fice, third edition 1998,

page 471) may indeed justify rejection of a later
request directed to the sanme subject-matter, but no
such circunstances can be recognised in the present

I nstance.

As a matter of fact, the appellant in response to the
noti ce of opposition imediately filed an anended
claiml1l, apparently in an attenpt to achieve a swft
settlenent of the opposition. The proposed anendnents
however gave rise to new objections under

Articles 123(2) and (3) EPC, which led to the filing of
further anended versions. The Opposition Division in

t he appeal ed decision eventually rejected the then
valid main, first and second auxiliary requests on the
ground that the anmendnents brought to the different
versions of claim 1l of fended agai nst the provisions of
Article 123(2) EPC

Thus, the appellant in the present appeal procedure is
entitled to try to renove fromthe clains those
amendnents whi ch were consi dered objectionable in the
appeal ed deci sion. This cannot be construed as an

i naccept abl e abuse of the procedure. The appellant's
mai N request does not in particular raise issues
substantially different fromthose raised by the
requests considered by the Qpposition Division (see

T 084/93, QJ EPO 1996, 335).

For these reasons the appellant's nmain request is
admtted into the procedure.
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Patentability

The subject-matter of claim1 is undisputedly novel.

The Board shares both parties' view that the nearest
prior art is disclosed in docunent E1, which describes
a systemfor controlling a drive of an agitator as set
out in substance in the preanble of claim1. The
docunment does not expressly specify that the "main
nmotor" 50 referred to in Figure 5 which drives the
agitator 6b of Figure 2 (see colum 5, lines 39 to 43)
al so drives substantially all rotating elenents in the
apparatus, as is required by the claim This neasure is
however ascribed to the prior art in the description of
the patent (see the paragraph "Description of the

Rel ated Art", in particular colum 2, lines 28 to 32),
which is confirned also by the contents of

docunent US-A-4 465 357 filed by the appellant with his
statenment of the grounds of appeal dated 17 June 1998
(see claim1l1, lines 60 to 64). The main notor 50 in the
system of docunent E1 clearly also transmts a torque
to the agitator 6b it drives, in accordance with the

| ast feature of the characterizing portion of present
claim1

Docunent E1 also explicitly points at the difficulties
whi ch arise when the toner in the devel oper unit cones
to assune a sem-solidified state after the unit is

| eft unused for a long tine (see colum 1, lines 25 to
28) .

To overcone these difficulties, docunent E1 recomrends
driving the agitator in a prelimnary processing step
executed before actual printing (see colum 1, lines 31
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to 34). The docunent does not however conprise any
indication that the rotational speed of the agitator in
the prelimnary phase would not correspond to its

nor mal operational speed.

Thus, the subject-matter of claim1l is distinguished
fromthe systemdisclosed in docunent E1 in that it
conprises neans for setting the rotational speed of the
agitator in an initializing process at a |ower |evel
upon a start up of the main notor and for raising said
rotational speed to a higher |evel corresponding to the
normal operational speed after a predeterm ned period
has passed fromthe start.

The driving of the agitator at a | ower speed in a start
up phase of the main notor, which distinguishes the

cl ai med subject-matter fromthe nearest prior art as
known from docunment E1, does not in the Board' s view
necessarily result in a higher torque being avail abl e
at the agitator. Such higher torque could indeed be
achieved if, for instance, the notor itself was driven
at a reduced speed, and if additionally it was of a
type which allowed for an increased torque at a reduced
speed - as is actually defined in the version of
claim 1l considered all owabl e by the Opposition D vision
- or, alternatively, if for a sane rotational speed of
the notor, the agitator was driven via sone speed
reduci ng gearing assenbly, allowing for the

transm ssion of an increased torque at a reduced
rotational speed.

No such particul ar devices are however defined in
claim1 and, accordingly, the only definite technica
effect of the clained reduced rotational speed of the
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agitator is a correspondi ng decrease of the | oad which
solidified or sem-solidified toner may oppose to the
rotating agitator. This is confirned by the

I ntroductory portion of the description of the present
patent, explaining that in the conventional printer, in
which the notor is rotated at substantially the sane
speed at the warm ng-up stage as during a nornal
printing operation, the agitator is subjected to a

| arger rotational |oad, which may cause danage to or
deformation of the agitator (see colum 2, lines 14 to
19). The clainmed reduction of the rotational speed of
the agitator in a starting phase and the correspondi ng
decrease of the |load on the agitator also allow a
reduction of the power which is required fromthe notor
to start agitating the toner, whereby a main notor
havi ng a proper capacity for driving the elenents
during the normal printing operation is also applicable
to the abnormal begi nning stage and no uneconom ca

| arger capacity notor is required (see colum 2,

line 51 to colum 3, |ine 5).

Thus, the technical problem solved by the subject-
matter of present claiml1l, as objectively assessed from
a conparison with the nearest prior art, is to reduce
the resistive load initially applied by solidified
toner to the agitator and to its driving notor, when
the latter is started.

The identification of the technical problem cannot per
se, in the Board's view, positively contribute to

i nventive step. The damages to or the deformation of
the agitator itself, and the del aying of the
initialization schedule by obstruction of the notor, as
nmentioned in the description (see colum 2, lines 14 to
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19 and 28 to 35) are easy to identify, and so is the
cause for these defects, nanely the excessive resistive
| oad applied by solidified or sem-solidified tone to
the rotary agitator.

The skilled person facing the above technical problem
in the Board' s view would al so i medi ately recogni se
that the nechanical stress initially inposed upon the
agi tator and notor of the device disclosed in

docunent El1 by solidified toner could be influenced by
changi ng the rotational speed of the agitator. Any
person of an average technical awareness woul d expect,
and it is indeed a matter of everyday experience, that
the mechani cal resistance afforded by thick or tacky
mat eri al s against stirring increases or decreases in
relation to the stirring speed.

The skilled person would therefore readily envisage to
rotate the agitator at a |l ower speed to avoid danmage to
a deformation of the agitator. The nobre so since at the
date of the invention it was already known to operate
the agitator of a simlar apparatus at a | ower speed in
a starting phase, albeit with the different purpose of
avoi ding the projection of yet insufficiently charged
toner particles throughout the housing and up to the
surface of the photosensitive drum (see docunent E2',
page 2, lines 17 to 23).

The further feature of the characterizing part of
claim1l, according to which the rotational speed of the
agitator is raised to a higher level corresponding to
the normal operational speed after a predeterm ned

peri od, does not in the Board' s opinion provide any

I nventive contribution either. As a matter of fact,
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once the initial agitation at a | ow speed has resulted
in a powdery toner consistency, which according to the
description occurs after one rotation of the agitator
only (see colum 2, lines 36 to 41), the resistance
generated by the toner decreases, which then allows for
the normal rotational speed actually required for the
proper toner m xing reconmended in docunent EI1.

It is also self-evident that if the initial rotationa
speed of the agitator - which is not specified in the
claim- were sufficient to achieve the required m xing,
its subsequent raising to the nornmal operational speed
as is set out in the claimwould not actually achieve
any noticeable further technical effect or advantage.

I ndeed, as confirnmed by the description of the present
patent, the period of tine of rotation at the higher
speed T2 may be relatively short, and substantially no
probl em arises even if the rotational speed of the
notor is at the lower level also in that period (see
colum 5, lines 7 to 14).

2.2.6 For these reasons, the subject-matter of claim1l of the
appel l ant's mai n request does not involve an inventive
step within the neaning of Article 56 EPC

2.3 The appellant's nmain request cannot be all owed,

accordi ngly.

3. Appellant's first to sixth auxiliary requests
Cains 1 of the appellant's first to sixth auxiliary
requests all refer to "operating said agitator at a

hi gher-than-normal torque | evel by setting the
rotational speed thereof at a lower level”, and to

2833.D Y A
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"operating said agitator at a normal torque |evel by
raising the rotational speed thereof to a higher
| evel ".

The appellant in this respect submtted that the use of
a pul se notor was only one exanple described in the
original application to show how a | arger torque can be
generated by the agitator at a | ower speed and that,
taking also into account the general discussion of the
probl em sol ved by the invention, the origina
description made it clear that the achi evenent of a

hi gher -t han-nornmal torque was not conditional to the
use of such a pul se notor

The original description however only refers to a

hi gher-than-nornmal (a "larger") torque in connection
with the torque which can be generated by a pul se notor
when rotated at a | ower speed, as is illustrated by the
curve of figure 7 representing the maxi mum torque
avai |l abl e from such particular notor when it is rotated
at different speeds. The torque of such pulse notor is
i nherently larger when it is rotated at a | ower
rotational speed, so that operating the notor at a

| oner speed advant ageously achi eves an increased torque
(see the paragraph bridging pages 6 and 7 of the
description as originally filed). The clains as
originally filed also closely associated the use of the
pul se notor with the generation of a |larger torque at a
| ower speed, in a single dependent claimonly (see
claim4).

Accordingly, the Board agrees to the Qpposition
Division's view that the torque/speed relationship
specified in the clainms was originally disclosed only
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in conjunction with the provision of a pul se notor
driven at a lower rotational speed in an initial phase.

The latter feature however is mssing fromclains 1 of
the appellant's first to sixth auxiliary requests,

whi ch therefore offend agai nst the requirenents of
Article 123(2) EPC

Appel lant's seventh to tenth auxiliary requests

The appellant's seventh to tenth auxiliary requests
were presented only during the oral proceedi ngs of

27 Cctober 1999. They all include clains which for the
first tine are directed to the "use of a systemfor
controlling a drive of an agitator”.

The respondent in the Board's view rightly objected
that the system of which the use was now cl ai ned did
not clearly conprise all the limtations of the system
set out in claiml as granted. The present use clains
in particular would appear to allow for the | ower
agitator speed (P) and the period (T1l) of |ower speed
agitation being set manually by the user, rather than
bei ng an operational paraneter of the systemitself.
The clains would therefore at least in this respect
appear to offend against the requirenent of

Article 123(3) EPC

In the absence of any substantial further limtation,
it is not clear either how these clains may overcone
t he objections under Articles 56 and 123(2) EPC rai sed
above against the clains of the main and first to sixth

auxiliary requests.
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Since for the above reasons the appellant's seventh to
tenth auxiliary requests do not appear to be

I medi ately all owabl e, they cannot be admtted into the
procedure at this |ate stage (see T 270/90 and

T 543/ 89, Case Law of the Boards of Appeal, 3rd
edition, 1998, page 505).

Appel lant's el eventh auxiliary request

The patent docunents in accordance with the appellant's
el eventh auxiliary request are identical to those of

t he anended version considered all owabl e by the
OQpposition Division in the appeal ed deci sion.

Since the patentee was the sole to appeal against the
deci sion, neither the Board of Appeal nor the non-
appeal i ng opponent coul d chal | enge nai ntenance of the
patent as thus anended (see the ruling of the Enlarged
Board of Appeal in decisions G 9/92 and G 4/93; both in
Q) EPO, 1994, 875).
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For these reasons it

The appeal is dism ssed.

The Regi strar:

P. Muartorana

2833.D

I s decided that:

The Chai r nan

E. Turrini
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