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Summary of Facts and Submn ssions

0415.D

The appel |l ant (patentee) | odged an appeal against the
deci sion of the Opposition Division revoking patent
No. 0 450 929.

Opposi tion had been fil ed against the patent as a whol e
based on Article 100(c) EPC (insufficiency of

di scl osure) and Article 100(a) EPC (lack of inventive
step).

The Opposition Division held that the subject-matter of
clains 1 and 8 of each of the requests of the appellant
| acked an inventive step.

Oral proceedings were held before the Board of Appea
on 20 Novenber 2001.

(i) The appellant requested that the decision under
appeal be set aside and the patent be naintai ned
on the basis of the follow ng docunents:

(a) main request: clains 1 to 14 submtted as
mai n request during oral proceedings; or

(b) first auxiliary request: clains 1 to 14
submtted as first auxiliary request during
oral proceedi ngs; or

(c) second auxiliary request: clains 1 to 14
subm tted as second auxiliary request on
12 Novenber 2001; or

(d) third auxiliary request: clains 1 to 12
submtted as third auxiliary request during
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oral proceedings.

(ii) The respondent (opponent) requested that the
appeal be di sm ssed.

Clains 1 and 8 of the main request of the appell ant
read as follows:

"1. A printing apparatus for connecting to a host
conputer (28), the printing apparatus conprising a
printer control neans (2) and a |l arge capacity non-
volatile nmenory (2b) which is external to the printer
control neans (2), the printer control neans
conpri si ng:

(a) input neans (21, 22) for receiving data from
t he host conputer (28);

(b) a random access nenory (31);

(c) a first storage control neans (23) responsive
to an external selection signal for |oading a selected
one of a plurality of enulation prograns fromthe |arge
capacity non-volatile nmenory (2b) into said random
access nenory (31) when said plurality of enulation
prograns are stored in said |arge capacity non-vol atile
menory (2b);
and

(d) output neans for generating and outputting
output data fromthe received data using the enul ation
program | oaded into said random access nenory (31);

characterised in that the apparatus further
conpri ses neans for adding enulation prograns to said
| arge capacity non-volatile nenory (2b) conpri sing:

(i) connection neans (2a) for connecting at | east
one of a variety of renovable snmall capacity externa
menory neans (29) to the printer control neans (2) and
for receiving an enul ati on program stored on the
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renovabl e small capacity external nenory means (29) ;
and

(ii1) second storage control neans (23) for copying
and registering the enul ati on programreceived at said
connection neans fromsaid small capacity externa
menory neans (29) in the large capacity non-volatile
menory (2b)."

"8. A nethod for generating a printed output from
I nput data received by a printing apparatus from a host
conputer (28), the nethod conprising the steps of:

copying and regi stering an emnul ati on program
stored in a renovabl e small capacity external nenory
means (29) nounted on a printer control neans (2) via a
connection neans (2a), to a |large capacity non-vol atile
menory (2b) having one or nore other enul ation prograns
previously stored therein;

| oadi ng a sel ected one of the enul ati on prograns
stored in the |arge capacity non-vol atile nmenory (2b)
into a random access nenory (31) in response to an
external selection signal;
generating output data fromthe input data using the
enmul ati on program | oaded into said random access nenory
(31); and

printing an i mge corresponding to the generated
out put data.”

Wil st otherwise differently worded, clains 1 and 8 of
the first and second auxiliary requests of the
appel l ant also include the term"a | arge capacity non-
vol atile nenory".

Cains 1 and 7 of the third auxiliary request of the
appel lant differ fromclains 1 and 8 of the main
request in that the term"large capacity non-volatile
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menory"” is replaced by the term"hard disc".

The foll owi ng docunents have been referred to in the
appeal procedure:

El: GB-A-2182471

E2: US-A-4860119

E3: JP-A-63216125

Dl1: US-A-4742483

In the witten and oral procedure, the appellant argued
essentially as follows:

The di sclosure of the application as filed provides a
basis for the term"non-volatile" as used in the
expression "a |large capacity non-volatile nenory".
According to the application as filed, the problemto
be solved is to avoid enulation prograns stored in a
RAM (random access nenory) being |ost each tine the
printer is swwtched off. It is thus clear to the person
skilled in the art that the reference to "a hard di sk
or the like" at colum 2, line 7 of the application as
publ i shed nust refer to a |large capacity non-volatile
menory. |In addition, a RAM woul d accept only one

emul ation programat a tine. The main request and the
first and second auxiliary requests thus satisfy the
requi renents of Article 123(2) EPC

Docunent E3 represents the closest prior art, since it
sol ves the sane problemas the patent in suit, that is,
to avoid the problens associated with changi ng an

emul ator program The solution disclosed in docunent E3
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is to store all the required enul ator prograns on a
hard di sk in advance. It was deliberately nade
I npossi ble to add new enul at or prograns.

Not hing in the prior art suggests an arrangenent for
copyi ng enmul ation prograns directly to a hard disk. The
obj ect of the invention can thus be regarded as being
to provide a new use of an existing cartridge slot.

Docunent E2 only discl oses the downl oadi ng of a single
emul ator programfroman IC card to a RAM Al t hough at
colum 16, lines 47 to 50, reference is nmade to
"softwares”, this nerely refers to a single program as
is made clear by the reference to the "softwares" being
| oaded to the RAM "when required”. Only one programis
required at any one tine. Although a non-volatile
menory is present in the formof a ROM (read only
menory) (132), enul ator prograns are neverthel ess

downl oaded to the RAM (133).

Docunent D1 di scloses a printer in which a maintenance
program may be downl oaded to a RAM These prograns are
not stored and nust al ways be rel oaded when again
required.

Docunent E1 discloses a printer in which fonts nay be
downl oaded froma cartridge to a RAM Wil st the
passage at page 2, line 124 to page 3, line 3 indicates
that nore than one character pattern set nay be stored,
this is only feasible for fonts and not enul ator
prograns which require nore storage capacity. Wil st
battery supported and hence non-volatile RAMis known,
this is exceptional. In the absence of any indication
that such a non-volatile RAMis used, it nust be
assuned that the RAMis volatile.
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The present invention is concerned wth printers and
the use of any know edge fromthe field of persona
conputers is regarded as hindsight.

The subject-matter of claim1 of the third auxiliary
request thus involves an inventive step. The subject-
matter of claim7 of the third auxiliary request
i nvol ves an inventive step for the sanme reasons.

In the witten and oral procedure, the respondent
argued essentially as foll ows:

According to the application as filed, the problemto
be solved is, as stated at columm 1, lines 54 to 57 of
the application as published, to avoid the necessity
"to buy a plurality of such cartridge type nenory

medi uns and nount a cartridge type nenory nedi um
correspondi ng to each enul ati on node each tine." This
problemis solved by the use of a |arge capacity nenory
capabl e of storing several progranms. It is not

essential for the nenory to be in addition non-

vol atile. A RAM could store a nunber of enul ation
prograns, of which only one would be in use at a given
time. The main request and the first and second
auxiliary requests thus do not satisfy the requirenents
of Article 123(2) EPC

There are no objections under Article 123(2) EPC or of
| ack of novelty regarding the clains of the third
auxi |l iary request.

It is agreed that docunent E3 represents the cl osest
prior art. A problem associated with this printer is
that, whilst new printers are constantly bei ng

devel oped, necessitating the use of new enul at or



- 7 - T 0383/98

progranms, it is not possible to |l oad such new enul at or
prograns. The solution to this problemis well known in
conputer technology, that is, to allow prograns from a
smal | capacity nenory, such as a floppy disk or
cartridge, to be downl oaded to the hard di sk.

The question of whether the nenory to which the program
Is downl oaded is volatile or non-volatile is not
relevant. It is nerely necessary for the nmenory to have
a sufficient capacity to store a nunber of enul ation
progr ans.

The subject-matter of clainms 1 and 7 of the third
auxi |l iary request thus does not involve an inventive
st ep.

Reasons for the Decision

Mai n request and first and second auxiliary requests

1.1

1.2

0415.D

Amendnent s

Caiml of the main request and claiml1 of the first
and second auxiliary requests each specifies the
presence of "a |large capacity non-vol atile nenory (2b)
which is external to the printer control neans (2)".

In the application as filed, the term™"non-volatile" is
nowhere used. Referring to the published version of the
application, the paragraph at colum 2, lines 3 to 15,
formng part of the summary of the invention, refers to
"a hard disk or the Iike". The passage at colum 3,
lines 24 to 28, refers to "a |large capacity auxiliary
nmenory device".
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It was argued on behalf of the appellant that the
reference to "a hard disk or the like" in the sunmary
of the invention inplies a non-volatile nenory in view
of the necessity of solving the problem stated at
colum 1, lines 54 to 57, according to which, "... it
has been necessary to buy a plurality of such cartridge
type nenory nedi uns and nount a cartridge type nenory
medi um correspondi ng to each emul ati on node each tine."
However, in the opinion of the Board, this problemis
sol ved by the | arge capacity of the nenory, which is
capabl e of storing a nunber of enul ati on nodes.

The question of whether the |l arge capacity nenory is
vol atile or non-volatile is not relevant to the
solution to the stated problem This is confirmed by

t he passage in the published version of the application
at colum 2, lines 16 to 24, of the summary of the

i nvention, which states "In the present invention, by
the enul ati on program bei ng copi ed and regi stered on
auxiliary nmenory neans, it becones possible to di snmount
the copied and regi stered enul ati on program cartridge
and further, it also becones possible to copy and

regi ster a second enulation cartridge in the sane
manner. Thereby, the user is |iberated fromthe

cunber soneness with which the cartridge is interchanged
duri ng the changeover of the emnmul ation program node."
Thus, the reference to "a hard disk or the |like" is not
seen as adding anything to the disclosure of "a |large
capacity auxiliary nmenory device", which my be

vol atil e or non-volatile.

The main request and the first and second auxiliary
requests thus do not conply with the requirenents of
Article 123(2) EPC
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Third auxiliary request

3.1

4.2

0415.D

Amendnent s

In place of the expression "a | arge capacity non-
volatile nmenory", the term™"a hard disc" is used. This
termis disclosed in the application as filed in the
passage referred to above in paragraph 1.2.

Novel ty

The only cited docunent showi ng the presence of a hard
disk in a printing apparatus is docunent E3. The

appar atus does not, however, disclose neans for adding
emul ati on prograns to the hard disk

I nventive step

The cl osest prior art is represented by docunent ES.
Thi s docunent discloses a printing apparatus having al
the features of the preanble of claim1l1, including a
hard di sk upon which a plurality of enulation prograns
are stored. As stated in the precedi ng paragraph, the
appar atus does not disclose nmeans for addi ng emul ati on
prograns to the hard disk

A problemthus arises when it is desired to enulate a
printer other than one of those stored on the hard

di sk, for exanple, a newy devel oped printer. The

obj ective problemcan thus be stated as being to enable
the enmulation of a printer for which an enul ati on
programis not stored on the hard di sk.

Al t hough it was suggested on behal f of the appell ant
that the object of the invention can be regarded as
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being to provide a new use of an existing cartridge

sl ot, docunent E3 does not disclose the presence of
such a slot, and it cannot be assuned that such a sl ot
woul d inevitably be provided.

According to claim1, this problemis solved by

"means for adding enul ation prograns to said hard disc
(2b) conpri sing:

(i) connection nmeans (2a) for connecting at |east
one of a variety of renovable small capacity externa
menory neans (29) to the printer control neans (2) and
for receiving an enul ati on program stored on the
renovabl e small capacity external nenory neans (29);
and

(1i1) second storage control neans (23) for copying
and registering the enul ati on programreceived at said
connection neans fromsaid snmall capacity externa
menory neans (29) in the hard disc (2b)."

This solution is, however, available to the person
skilled in the art who is aware of the disclosure of
docunent E2. As shown nost clearly in the description
relating to Figure 12 at colum 16, lines 47 to 52,
standard printer software is stored in a ROM (132).
Addi tional printer software is stored in an IC card
(14) (a renovable small capacity external nenory neans)
which is connected to an I1C card interface (136)
(connection neans) and | oaded to a RAM (133) as
required.

It was argued on behalf of the appellant that this

teaching woul d | ead the person skilled in the art to
copy any additional emnulation prograns to the RAM of
docunment E3 and not to the hard disk. This cannot be
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accepted. Docunent E3 teaches a solution to the problem
of facilitating a change in the printer to be enul at ed.
In order to achieve this, a nunber of enulation
prograns are stored on a hard disk. Wen the user

wi shes to enul ate a particular printer, a selection is
made by nmeans of a consol e display device (13), and the
corresponding programis | oaded to the nenory (12). As
explained in the patent in suit at colum 5, lines 24
to 30, this is necessary, since a hard disk is too slow
to supply the necessary enul ation data to the CPU
during printing. Thus, any enul ator prograns which are
to be used by the printing apparatus nust be avail abl e
on the hard disk for downl oading to the nmenory which
includes a RAMand is in the position to instruct the
CPU as required.

4.6 It would not occur to the person skilled in the art to
supply new enul ator prograns direct to the RAM which
woul d subsequently be | ost when the printer was
swi tched off, since this would defeat the intention to
make it possible to keep the printer up to date with
emul ator prograns corresponding not only to printers
avai l able at the tine at which the printer was sold,
but also with any printers devel oped after the sale of
the printer for which desirable software becane
avai l able. In other words, it would be the obvious
course of action to store any new enul ator prograns in
the sane nenory as the existing enmul ator prograns. That
I's, on the hard di sk.

4.7 The subject-matter of claim1l of the third auxiliary
request thus does not involve an inventive step.

Or der

0415.D Y A
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For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Moser

0415.D



