BESCHWERDEKAMMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EURCPEAN PATENT DE L' OFFI CE EUROPEEN

PATENTAMTS OFFI CE DES BREVETS

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairnmen and Menbers
(O [X] To Chairnen

DECI SI ON
of 24 March 2000

Case Nunber: T 0368/98 - 3.2.2
Appl i cati on Nunber: 91111307.4
Publ i cati on Nunber: 0467184

| PC: A61F 13/56

Language of the proceedi ngs: EN

Title of invention:
Formretentive absorbent pads

Pat ent ee:
MENEI L- PPC, | NC.

Opponent :
SCA MOLNLYCKE AB

Headwor d:
Formretentive absorbent pads/ McNEI L- PPC

Rel evant | egal provisions:
EPC Art. 123(3), 112, 111(1)

Keywor d:

"Admi ssibility of appeal (yes)"

"Admi ssibility of anmended claim(yes)"
"Reformatio in peius"”

"Referral to the Enlarged Board of Appeal (no)"
"Remttal to first instance"

Deci si ons cited:

G 0009/91, G 0009/92, G 0004/93, T 0220/83, T 0089/ 85,
T 0123/85, T 0296/87, T 0459/88, T 0611/90, T 0186/ 93,
T 0528/ 93, T 0828/93, T 0840/93, T 0900/94

Cat chword

EPA Form 3030 10.93



EPA Form 3030 10.93



9

Européisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0368/98 - 3.2.2

DECI SI ON

of the Technical Board of Appeal 3.2.2

Appel | ant :
(Proprietor of the patent)

Repr esent ati ve:

Respondent :
( Opponent)

Repr esent ati ve:

Deci si on under appeal :

Conposition of the Board:

Chai r man: W D. Wi R
Menmber s: C. Holtz
D. Valle

of 24 March 2000

McNEI L- PPC, | NC.

Van Li ew Avenue
M1I1town

New Jer sey 08850 (US)

G oening, Hans Wlhelm Dpl.-Ing.
BOEHVERT & BOEHMERT

Franz-Joseph- Strasse 38

D- 80801 Minchen (DE)

SCA MOLNLYCKE AB
405 03 CGoteborg (SE)

Hanmond, Andrew Davi d

GOt ebor gs Pat ent byra Dahls AB
Sj 6porten 4

417 64 Gbteborg (SE)

Deci sion of the Qpposition Division of the

Eur opean Patent O fice posted 3 February 1998
revoki ng European patent No. 0 467 184 pursuant
to Article 102(1) EPC



-1 - T 0368/ 98

Summary of Facts and Subm ssi ons

1634.D

Deci si on under appeal

The patent was revoked on the grounds of insufficient
di scl osure and |l ack of inventive step, the latter with
regard to docunent De6.

The opposition division based its finding of
insufficient disclosure on the interpretation of the
invention as requiring that the bendabl e neans of the
absor bent pad woul d, after having been bent by the
user, maintain its shape during use. According to the
opposition division, this feature could not be achieved
by the skilled person, since the materials listed in
t he patent would not be able to maintain its shape.
There was also no indication in the patent about the
specific paranmeters necessary for the materials to
fulfil this feature.

Claimhistory

Claim1l as originally filed read as foll ows:

"1l. An absorbent fem nine absorbent product
conpri si ng:

an el ongate pad (100) having a body facing side and an
under garnent facing side, and defining |ongitudinal
edges, said pad (100) conprising fluid absorbent
material; and

bendabl e neans attached to said pad (100) which can be
bent by user for changing the shape of the pad (100)
when so bent, at |east along the |ongitudinal axis (y)
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of the pad (100)."

Claim1l1l as granted was refornulated into the two-part
formthrough the insertion of "characterized in that”
after the words "bendabl e neans attached to said pad
(100)", and had the follow ng characterising portion:
"sai d bendabl e neans can be bent by user for changi ng
and substantially maintaining the shape of the pad
(100) when so bent, at |east along the |ongitudinal
axis (y) of the pad".

In conparison to claim1 as filed the only added
feature was the ability of the neans of "substantially
mai nt ai ni ng" the shape of the pad when so bent.

Claim1 in the version considered in the decision under
appeal contained the further features as conpared to
the claimas granted (excluding reference nunbers):

"wherein the said bendabl e neans conprises a strap of
bendabl e materi al extending transversely across a
central portion of said pad, wherein the shape of said
strap i s double concave in the direction (x) transverse
of the pad, said bendable nmeans further conprises a
plurality of w nglets extending beyond the transverse
edges of said pad, said w nglets being bendabl e around
t he edges of an undergarnment to hold said product in

pl ace in the undergarnent during use, wherein said

Wi ngl ets are shaped such that they are generally convex
inrelation to the pad.”

These features were originally contained in clains 2 (a
strap of bendable material extending transversely
across a central portion of the pad), 3 (a plurality of
wi ngl ets extendi ng beyond the transverse edges of the
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pad and bei ng bendabl e around the edges of an
undergarnment to hold the product in place in the
undergarnent during use), 4 (the wi nglets shaped such
that they are generally convex in relation to the pad)
and 5 (the shape of the strap is double concave in the
direction transverse of the pad).

On appeal, the follow ng requests are on file:

Claim1 according to the main request:

"An absorbent fem nine hygi ene product conprising:

an el ongate pad (100) having a body facing side and an
under garnent facing side, and defining |ongitudinal
edges, said pad (100) conprising fluid absorbent

materi al; and bendabl e neans attached to said pad (100)
characterized in that said bendabl e neans conprises a
mat eri al selected fromthe group consisting of
mal | eabl e nmetal foils, waxes, inpregnated nonwovens,

| am nated foils, and foils sandw ched between pol yner
films and that said bendabl e neans can be bent by a
user for changing and nai ntaining the shape of the pad
(100) when so bent, at |east along the |ongitudinal
axis (y) of the pad (100)."

Claim1l1l of the first auxiliary request differs from
claiml of the main request in that the words "readily
mani pul atable into a desired conformati on tended to be
retai ned and" have been inserted after the word
"material" in the characterising portion of the claim

Claim1l1l of the second auxiliary request differs from
claiml1l of the main request in that the word
"nonresilient” has been inserted before the word
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"material" in the characterising portion of the claim

Claim1 of the third auxiliary request includes the
features of claim2 to 5 according to the main request,
and reads as foll ows:

"1l. An absorbent fem nine hygi ene product conprising:

an el ongate pad (100) having a body facing side and an
undergarnent facing side, and defining |ongitudinal
edges, said pad (100) conprising fluid absorbent

materi al; and bendabl e neans attached to said pad
(100), wherein said bendabl e neans conprises a materi al
selected fromthe group consisting of nalleable netal
foils, waxes, inpregnated nonwovens, |am nated foils,
and foils sandw ched between polymer filns, said
bendabl e neans can be bent by a user for changi ng and
mai nt ai ni ng the shape of the pad (100) when so bent, at
| east along the |ongitudinal axis (y) of the pad (100),
wher ei n sai d bendabl e neans conprises a strap (132;
232) of bendable material extending transversely (x)
across a central portion of said pad (100), wherein the
shape of said strap (132) is double concave in the
direction (x) transverse of the pad (100), said
bendabl e neans further conprises a plurality of

wi nglets (128, 130; 228, 230) extendi ng beyond the
transverse edges of said pad (100), said wi nglets being
bendabl e around the edges of an undergarnment (10) to
hol d said product in place in the undergarnment (10)
during use, wherein said winglets (128, 130; 228, 230)
are shaped such that they are generally convex in
relation to the pad (100)."

Docunent s
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In the patent in suit D1, EP-A-O0 337 438, and D5,
EP-A-0 331 018, are cited in relation to the problemto
be sol ved according to the inventor.

Bef ore the opposition division, the follow ng further
docunents were cited:

D2: EP-A-0 335 252,

D3: EP-A-0 335 253,

D4: US-A-4 773 905, and

D6: US-A-4 865 597, the latter filed only in the oral
proceedi ngs before the opposition division.

Requests on appeal

In the oral proceedings held on 24 March 2000 the
foll ow ng requests were not ed:

The appel | ant requested that:

t he deci sion under appeal be set aside and that the
pat ent be maintained on the basis of clains 1 to 14
submtted on 15 June 1998 wth the grounds of appeal,
with the proviso that the word "substantially" in
claim1l1l be deleted, alternatively in accordance with
the first, second or third auxiliary request as
submtted in the oral proceedings on 24 March 2000.

The respondent maintained its requests according to the
letter of 16 February 2000, nanely

(a) that the board of appeal refuse to consider the
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new cl ai nrs because they are of considerably
br oader scope than the clains on which the
deci si on under appeal was based,

unl ess the BA decides in favour of the respondent
on the issue of adm ssibility of the new clains,
that the follow ng question be referred to the
EBA:

| f, during opposition proceedings, the only
request of a patent proprietor is the maintenance
of his patent in anended formand the patent is
revoked by the Opposition Division due to the
failure of the patent in that anended formto neet
t he requirements of the European Patent
Convention, is the Board of Appeal obliged during
a subsequent appeal by the patent proprietor to
consi der a request containing clains of broader
scope than those upon which the decision to revoke
t he patent was based?

if the board admts the new clains, that the case
be remtted to the first instance,

t hat costs be awarded to the respondent, if
further oral proceedi ngs becone necessary, and

in the event that none of the previous requests
can be net, that the appeal be di sm ssed.

In the course of the oral proceedings the admssibility

of the appeal as such was al so di scussed, having been

raised in a letter of 17 August 1998 fromthe

respondent.
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V. Subm ssions by the parties

The argunents of the parties may be summari sed as
fol | ows:

(a) Adm ssibility issues

The respondent:

The purpose of an appeal is to have a review of

t he deci sion under appeal in order to give the

| osing party the possibility of challenging the
deci sion of the opposition division on its nerits.
Referring to decision G9/91 in this respect, the
board in decision T 840/93 considered that it
shoul d confine itself to its appellate role and
deci de only on requests which had al ready been
consi dered by the opposition division. Therefore
t he appel l ant cannot avoi d addressing the issues
dealt with by the first instance by filing new

cl ai ns.

If the new claim 1l according to the mai n request
is admtted, the respondent would be in a
potentially worse position than if the opposition
di vision had decided to maintain the patent in an
amended form Reformatio in peius is not allowed
under G 9/92 and G 4/93. The appellant's new
claim11l is an abuse of the proceedings, since it
could have filed alternate requests before the
opposition division. The case | aw has established
that a party has to file a multitude of requests,
but the appellant had only one request before the
opposi tion division. The present appeal is not the
appellant's | ast chance to save the patent, clains

1634.D Y A
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can al ways be made narrower. The present claiml
of the main request is broader than the one

deci ded by the opposition division, since it now
corresponds to the granted claim1l with an added
list of materials. Under these circunstances the
appel  ant cannot be entitled to go back to the
granted claim

The Appel | ant:

The grounds of appeal were quite detail ed and
consi sted of 18 pages of which 10 pages were
devoted to the concept of "maintain". The

appel  ant chose the closest prior art and conbi ned
it with all other docunents. The deci sion under
appeal showed that there had been a

m sunder st andi ng of the concept of "nmaintain". The
dual function of the bendabl e neans of being
mani pul ated into a desired shape by a user, and

t hen further change when exposed to |ater forces
was not understood. The new clai mintroduced the
materials to make clear what the invention was
about. Docunent D6 was discussed in relation to
inventive step in the grounds of appeal. Only in
the oral proceedings before the opposition

di vision did the respondent cite D6 for the first
time and brought sanples to illustrate the prior
art. The decision under appeal was in fact the
first opportunity given to the appellant to

anal yse the situation

Claim1 of the main request does not represent any
abuse of proceedi ngs. The discussion on
insufficient disclosure and | ack of inventive step
inrelation to docunent D6 only arose in the oral

1634.D Y A
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proceedi ngs before the opposition division, as a
result of this docunent having been cited by the
respondent shortly before those proceedings. Al
the patentee did was to react to the reasoning of
the opposition division in the decision under
appeal . These reasons were conveyed to the
appellant for the first tinme through that

deci sion. The case | aw of the boards of appeal
confirms that there is no abandonnment of parts of
the subject-matter of a patent. The interest of

t he general public in legal certainty only
requires that a patentee does not go beyond the
granted claim There is a restriction in
conparison to the granted claimin the new claim
since polyners are excluded fromthe materials
mentioned in the patent. The main request should
therefore be admtted. - The claimis not
broadened, but different. It was essential to
poi nt out that the appellant was not interested in
resilient materials, only in waxy materials

wi t hout any spring force. The respondent is not in
a worse situation, but in a different one. This
was caused by the respondent itself, through the
reference to D6 and the sanples that were
denonstrated in the oral proceedings, which
apparently led the opposition division to

m sunder stand t he invention.

Referral of a question to the Enlarged Board of
Appeal or remttal to the first instance

The respondent:

There is a legal uncertainty regarding the
reformatio in peius issue. The case lawis
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insufficient. There is nothing in the EPC all ow ng
a patentee to go back to the granted cl ainms but

al so nothing to prevent himfromdoing so. This
warrants a referral to the Enlarged Board of

Appeal of the question whether a patentee who in
the first instance only had one request for

mai nt enance of the patent in anmended formis
entitled to have a request considered that
contains clains broader than those upon which the
deci sion to revoke the patent was based. - Wen
substantial anendnents are adm tted, the boards as
aruleremt the case in order to give the parties
t he opportunity to argue their case in two

i nstances, see eg. decision T 611/90, QJ EPO 1993,
50. In the present case, an entirely new situation
has arisen warranting a remttal, in order to give
t he respondent an opportunity to file an appeal

| ater, if necessary.

The appel | ant:

Qppositions are cases between the patentee and the
general public. There is no absolute need to remt
a case only because the cl aims have been anended
in substance. Decision T 186/93 of 22 May 1995
established that a case is remtted only when
substantial anmendnents require further

exam nation. The present new claim 1l does not
require any further search. However, the appell ant
has nothing against remttal, if the board finds
it necessary.

| nsufficiency of disclosure

The respondent:
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The materials now clained were not in the
application as filed. In a letter dated 8 June
1994 contai ni ng anmended cl ai s, the appel |l ant
contended that various shapes could be inparted to
the pad by bending the strap prior to use, that

t he pad then maintained the preforned structure
after the pre-bending stresses were rel eased and

t hat when pre-bent, this shape would be retained
during use. Also according to the granted patent,
colum 2, line 15 and lines 25 to 29, as well as
colum 6, lines 48 to 50, the shape nust be

retai ned. The appellant naintained this argunent
before the opposition division, as noted in the
deci si on under appeal. Wth the materials now
claimed this object of the invention is inpossible
to achi eve. The quoted passages refer to
mani pul ati on by the hands of the wearer and to the
effect that the pad then retains its shape. There
is no indication of how much nmai ntenance of shape
is needed. The patent is also silent on the
amounts needed of the suitable materials to

achi eve the desired mai ntenance. The change in
meani ng i ntroduced by the recent argunents of the
appel lant is absurd since "nmaintain" now neans
"changing all the tinme".

The appel | ant:

The word "maintain” as used in the patent in suit
describes the ability of the invention to nmaintain
desired conformations until new forces are acted
upon it. It also describes the ability of the form
retentive pad to maintain close proximty with the
contoured surfaces of the body. It is precisely
the ability of the pad to be mani pul ated by the

1634.D Y A
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user in use that allows it "to assune a w de
variety of body huggi ng confornmati ons” and be
capabl e of "maintaining close proximty with
contoured, fluid bearing surfaces". It is obvious
to the person skilled in the art that the wearer
cannot pre-bend the pad to fit precisely these
surfaces, but that this wll be achieved during
use by the forces exerted on the pad with varying
nmovenents. The pad has to fulfil the conditions of
bei ng both mani pul atable and retaining its shape.
It is clear fromthe passage bridgi ng page 8 and 9
in the application as originally filed that the
suitable material nust be able to conformto
outside forces and to tend to retain the shape
formed. There was a m sunderstanding on the part
of the opposition division of the words "nmaintain"
and "retain" to nean that the pad stays in the
sanme conformation throughout use. Wat is nmeant is
that the pad does not spring back to its original
shape when the pressure is rel eased. The new shape
remains intact only so long as it is not affected
by new forces. Therefore, only non-resilient
materials are suitable. Fromthe materials and the
conditions to be nmet according to the patent the
skill ed person woul d understand that the pad woul d
have to conformto forces exerted during use. A
stiff, hard napkin would not achieve this and
woul d not be confortable to wear, which is another
condition to be fulfilled. There is an express
indication in the patent description that the pad
will conformto further pressures, for exanple in
colum 1, lines 50 to 51," to assune and maintain
a variety of shapes”, and colum 6, lines 49 to
50, "which tends to retain that shape" and
“"Mal | eabl e materials". It would not be an undue
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burden for the skilled person to arrive at
suitable anbunts in order to arrive at the

i nvention, once the conditions to be net are
under st ood.

(d) On request by the respondent, the appell ant
declared that the features in claim1l "bendable
nmeans attached to said pad ... maintaining the
shape of the pad when so bent" is to be
interpreted in the nmeaning of colum 6, |ines 44
to 50 of the patent specification, ie. both prior
to use and during use.

Reasons for the Decision

1

1634.D

Adm ssibility of the appeal

While it is correct to say that an appeal in order to
be adm ssible should as a rule contain the reasons why
t he deci sion under appeal should be set aside (see eg.
decisions T 220/83, QJ EPO 1986, 249 and T 250/89, QJ
EPO 1992, 355), the board cannot agree with the
respondent that the present appeal should be rejected
as inadm ssible for this reason. The expl anation given
by the appellant why the grounds of appeal did not deal
with the reasons of the decisions under appeal is
acceptable, nanely that the reference to D6, nade by
the respondent only in the oral proceedings before the
opposition division, nmade it inpossible for the
appel l ant to know what the reasons for revoking the
patent would be until the witten decision had been

i ssued. The appellant tried to overcone these reasons
by amending the claim As a result, the reasons of the
opposition division for finding a | ack of inventive
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step becane irrelevant. A change of facts makes the
cited case |aw i napplicable, for exanple when anended
cl ai mrs have been filed (see T 459/88, QJ EPO 1990,

425). An appeal is sufficiently reasoned, if the other
parties and the board can understand the extent of the
appeal and what argunments and evidence in support of it
are brought forward, or in other words, what the issues
are that shall have to be exam ned in the appeal. This
condition is nmet in the present case.

Al'l other conditions for a valid appeal having been
fulfilled, the board finds the appeal adm ssible.

Adm ssibility of new claim1l according to the main
request

The respondent argues that claim1 of the main request
shoul d be decl ared i nadm ssible, since it is broader
than the correspondi ng claimas exam ned and refused by
t he opposition division. Since this argunent woul d
apply equally to the first and second auxiliary
requests as well, the board will exam ne this issue
with all three versions of claim1l in mnd.

The argunents of the respondent suggest that a patentee
who has anended his claimbefore the OD but who did not
insist on his original claimas a main request has
abandoned all subject-matter covered by that claim

whi ch was excl uded by the anended claim Oherw se the
respondent coul d never be worse off when a patent has
been revoked, since the patentee on appeal always woul d
be free to choose within the confines of Article 123(3)
EPC fromthe patent as granted what he w shes to have
protected. It is however established case |law that a
restricted claimdoes not nmean that any subject-matter
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i s abandoned by the patentee, see eg. T 123/85, Q
1989, 336. This decision is also confirmed by decision
T 900/ 94, of 23 October 1996. It is to be noted that

t he reason why the board in the latter case did not
admt the new claimwas the fact that it was raised
only in the oral proceedings, 33 nonths after the
appeal had been | odged, w thout any reasons given for
t he del ay.

Even if the anended claimwere to be seen as broader
than the claimrefused by the opposition division, the
board finds the amendnent adm ssi bl e under the case

| aw, which all ows broadening on appeal, unless it would
constitute abuse of proceedings (see eg. decisions

T 89/85 of 7 Decenber 1987 and T 296/87, QJ EPO 1990,
195). Because of the surprise reference to a new
docunent in the oral proceedings before the opposition
di vision, the reaction of the appellant cannot be seen
as an abuse. The new cl ai mwas noreover filed

i mredi ately on appeal in an attenpt at overcom ng the
obj ections of the opposition division as expressed in
t he deci si on under appeal .

The board is aware of other case | aw which takes a
stricter line, eg. decision T 528/ 93 of 23 Cctober

1996, whi ch however addressed a slightly different

i ssue, nanely that a claimnot the subject of the
deci si on under appeal could not be admtted, although
it had been on file earlier during the prosecution

hi story of the application. However, decision T 828/93
of 7 May 1996 al |l owed broader clains on appeal when the
pat ent had been revoked. Decision T 840/93, QJ EPO
1996, 335, while taking a strict line and not admtting
cl ai ms goi ng beyond what the first instance had

exam ned, still indicated that the situation would have



- 16 - T 0368/ 98

been different, if the amendnent had been the | ast
chance for the patentee to save sonething fromhis
patent. The case | aw seens to make a distinction

bet ween the situation where the patent has been revoked
entirely and the one where it has been maintained in
anmended form In the latter situation, the patentee
cannot revert back to a broader claim unless he has
pursued it before the first instance. Neither decision
G 9/92, QJ EPO 1994, 875, nor G 4/93, QJ EPO 1995, 875,
applies, since they deal exclusively with the rights of
a non-appeal ing party.

2.5 In summary, the board finds sufficient support in the
case | aw of the boards of appeal to admt claim1l
according to the main request as well as according to
the first and second auxiliary requests, in particular
in view of the procedural situation during the oral
proceedi ngs before the opposition division, which was
caused by the respondent.

2.6 The argunent of the respondent that a patentee has to
file a multitude of requests in order to maintain his
rights to revert to broader versions on appeal does not
serve the purpose of procedural econony. If a patentee
realises that a claimis not patentable, nobody is
served by himinsisting that it be exam ned. Under
normal circunmstances, however, the patentee would have
sufficient tine to consider filing new clains.
Procedural econony is served by applying strictly the
procedural rules for the introduction of new evidence,
so that the proceedings are not unduly extended. If new
docunentation is allowed to be introduced late, in the
interest of due process and party equality, the other
party nmust be given the opportunity to have the oral
proceedi ngs adjourned in order to study the new

1634.D Y A
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docunent properly, which of course would not serve the
obj ect of procedural econony. The argunent of the
respondent that they were prepared to wthdraw D6, had
it caused any procedural problens, is not convincing,
since Rule 60(1) EPC makes it possible to continue the
proceedi ngs, even if the respondent had withdrawn its
opposition, and the opposition division was entitled
anyway under Article 114(1) EPC to consider the
docunent .

Referral of a question to the Enlarged Board of Appeal

The question whether the newclaim11 is a broadeni ng of
t he scope of the claimas refused by the opposition
division is an issue that does not raise any inportant
point of |aw. The case | aw on the procedural rights of
an appell ant/ patentee seens on the whol e concl usive.
In one respect, however, the case | aw cited above may
raise a |legal issue, nanely whether the distinction
made in the case | aw between revoked patents and
patents mai ntained in anended formis justified. It
woul d be procedurally nore logical, if the rights of an
appel | ant/ patentee woul d be defined in the sane way for
all cases, regardless of the outcone of the first

i nstance proceedings. In fact, it my be argued that
the rights of the appellant/patentee should only depend
on its procedural position before the first instance
whose decision is appeal ed, as suggested by the
respondent. However, this issue does not need
addressing in the present case, for the reason that the
particul ar procedural situation in the present case was
caused by the respondent's belated reference to D6 and
sanples fromthe prior art, which were presented by the
respondent only in the oral proceedings before the
opposi tion divi sion.
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The board accordingly sees no need to refer a question
to the Enl arged Board of Appeal.

| nsufficiency of disclosure

There are several objects stated in the patent as
granted, colum 1, lines 34 to 37, colum 1, |lines 45
to 55, and colum 2, lines 6 to 18, nanely that it is
important that the pad is able to achieve various
shapes, that it can maintain close proximty wth the
flui d-bearing surfaces of the body, and that it is
confortable to wear. Wen read as a whole, the passages
cited by both parties indicate that although a pre-bent
shape may tend to be retained it does not necessarily
do so throughout the entire use of the pad (e.g. "which
tends to retain that conformation", colum 6, |ines 49
to 50). Taken together with the above objects to be
achi eved according to the patent, these passages
support the contention of the appellant that the

skill ed person woul d understand that suitable malleable
non-resilient materials as exenplified in the
application as filed, bottom of page 6 and top of

page 7, as well as in the patent, should be such as to
conformto the body contours under the influences of
external forces during use.

The inmportance of the pad being able to nmaintain close
proximty with fluid-bearing surfaces would teach the
skilled person to adjust the anount of nall eable
material until this object was achi eved. The board
concludes that it would not present an undue burden for
the skilled person to determ ne the amount needed of
any of these materials to achieve said object, since
this would only require sone trial and error
experimentation. The board is convinced that the
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skill ed person woul d understand that the pad had to
meet all of these conditions and that therefore
resilient materials would not be suitable.

The invention is therefore sufficiently disclosed.

5. Remttal to the first instance

Wth regard to claim1 of the main request, the
respondent has requested that the case be remtted to
the first instance, objecting inter alia that the
claimed invention is not new over docunment D2, in
particular in view of the enbodi nent represented by
Figure 25 in that document, and that the deletion of
the word "substantially" is a broadening of the
invention as clainmed in the application as originally
filed (Article 123(3) EPC). In view of these and ot her
i ssues, eg. inventive step, that may arise fromthe
anmendnents, the board finds it necessary to exercise
its powers under Article 111(1) EPC to remt the case
to the first instance for further prosecution.

6. Cost s

Since the case is to be remtted to the first instance,
t he respondent’'s request for apportionment of costs
cannot yet be deci ded.

1634.D Y A



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
i nstance for further prosecution.

The Regi strar: The Chai r man:

V. Conmmar e W D. Wi ld
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