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Summary of Facts and Subni ssions

The appeal is fromthe decision of the Qpposition
Division dated 12 February 1998 to nmi ntai n European
patent No. 0 122 013 in anended formwith clains 1 to 7
and a description consisting of pages 1 to 14 both
filed wwth the letter dated 4 Novenber 1997.

1. Bef ore the decision was taken the Opposition D vision
I ssued a communi cation pursuant to Article 101(2) EPC
dated 3 July 1997, indicating that it was the present
opi nion of the Opposition Division that the subject-
matter of clains 1 to 7, filed during oral proceedings
before the Boards of Appeal on 6 August 1996, involved
an inventive step. Reasons for this opinion were al so
given. The proprietor was requested to file an anended
description in conpliance with the anended cl ai ns. The
proprietor was given a tine limt of 4 nonths and the
ot her parties were given the opportunity to file
observations within the period nentioned. An anmended
description was filed on 5 Novenber 1997 and sent to
the opponents with a brief conmunication dated
19 Novenber 1997 without further conment. Wth a letter
dated 13 Novenber 1997, the appellant (opponent 2),
requested a two nonth's extension for replying to the
communi cation dated 3 July 1997 to allow nore tine to
consult with the instructing US-attorney. In a
conmuni cati on dated 21 Novenber 1997, signed by the
Formalities Oficer, it was indicated that in the said
communi cation only the patentee was asked to file a
reply within the four-nonths tine limt, and that the
opponent mght file his reply in any case but w thout
any tinme limt. An interlocutory decision to nmaintain
the patent in anended form dated 29 January 1998, was
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i ssued. A corrected decision was sent on 12 February
1998. In the reasons for the decision it was indicated
that the opponents had had adequate tine to nake
conments on the conmunication of 3 July 1997.

In the statenent of the grounds of the appeal, the
appel lant, inter alia, submtted that the issuance of
the interlocutory decision anbunted to a procedura

vi ol ation since the appellant was denied a proper
opportunity to present his case. The foll ow ng reasons
were put forward:

When the case was remtted to the Qpposition D vision
by the Board of Appeal for further prosecution on the
basis of clains 1 to 7, the original request for oral
proceedi ngs was still pending. In the earlier ora
proceedi ngs before the Qpposition Division only novelty
was di scussed. Further oral proceedi ngs were however
justified when the issue was not sonething which has
al ready been di scussed during the first ora

proceedi ngs. The pendi ng request for oral proceedings
shoul d therefore have been conplied with before a
deci sion on inventive step was reached.

In view of the conmunication dated 21 Novenber 1997,
giving the appellant the opportunity to file further
observations, the appellant could not be expected to
receive a decision without having filed observations on
i nventive step and anendnments to the description and

wi t hout oral proceedings.

The parties to the opposition proceedi ngs were not

i nformed of the amended formin which the Opposition
Division intended to nmaintain the patent and were not
invited to state their observations within a period of
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two nonths if they disapprove of the text in which it
was intended to maintain the patent, as required by
Rul e 58(4) EPC

Wth respect to the issue of procedural violation, the
respondent (patentee) argued that further ora
proceedi ngs can only be arranged after a request to
that end and that the appellant was given sufficient
time to react on the inventive step argunentation given
in the EPO communi cation of 3 July 1997. Wth the
letter dated 11 Septenber 2001 the respondent w thdrew
its approval of the text which was agreed before the
Qpposi tion Division and which was the subject of the
appeal, and indicated that no replacenent text woul d be
filed.

The appel | ant (opponent 2) requested that the decision
under appeal be set aside, that the case be remtted to
the Opposition Division for further exam nation and the
appeal fee be refunded.

Reasons for the Decision

1

2506. D

The appeal is adm ssible.

It follows fromArticle 113(2) EPC that a European

pat ent cannot be nmi ntai ned agai nst the proprietor's
will. Thus, if a proprietor of a European patent states
i n appeal proceedings that he no | onger approves the
text in which the patent was granted and will not be
submtting an anended text, the patent is to be revoked
(cf. T 73/84, QJ EPO 1985, 241). Wthdrawal of the
approval of the text which was agreed before the
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OQpposi tion Division w thout providing a repl acenent
text has the sane effect and thus nust have the sane
consequence.

The appell ant's request for refund of the appeal fee is
not affected by the respondent's statenent that he no

| onger approves of the text upon which the decision
under appeal was based. The Board, therefore, still has
to consider the appellant's request for refund of the
appeal fee.

Bef ore the Opposition Division decides to maintain the
patent in anended form it shall informthe parties
that it intends to maintain the patent as anended and
shall invite themto state their observations within a
period of two nonths if they di sapprove of the anmended
text (Rule 58(4) EPC). Such information and invitation
has not been given. The parties were inforned with a
comruni cation pursuant to Article 101(2) EPC, dated

3 July 1997, that the Qpposition Division was of the
opi nion that the matter then clainmed invol ved an

i nventive step. Wth the sane communi cation the
patentee (respondent) was requested to file an anended
description in conpliance with the new clains. Wth the
| etter dated 4 Novenber 1997, the respondent submtted
a set of anended clains 1 to 7 and an anended
description. This letter with the anended cl ai ns and
description was sent to the opponents with a brief
conmuni cati on dated 19 Novenber 1997 and signed by the
Formalities Oficer, with the sole remark "Pl ease take
note". According to the file the interlocutory decision
was taken on 12 January 1998 and the first version of
the witten decision was dated 29 January 1998.

The conmmuni cati on dated 19 Novenber 1997 cannot be
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regarded as a conmmuni cati on under Rule 58(4) EPC
because it neither contains the information that the
Qpposition Division intends to naintain the patent in
the form as proposed by the patentee, nor an invitation
to submt observations within a period of two nonths.

In decision G 1/88 of the Enlarged Board of Appea

(Q) EPO 1989, 189) it is observed that Rule 58(4) EPC
does not need to be applied if the anended text, on the
basis of which the Opposition Division intends to

mai ntain the patent, emanates fromthe patentee
hinsel f. Irrespective of this, the opponent nust,
however, have had - or be given - sufficient
opportunity, according to the circunstances, of
comenting on the new text. This opportunity can be

gi ven, especially where the witten procedure is being
used, through the application of Rule 58(4) EPC

(points 5.2.2 and 6). Decision G 1/88 does not indicate
under what circunstances in a witten procedure it
woul d be appropriate not to apply Rule 58(4) EPC. In
the present case, where the appellant clearly indicated
in his letter dated 13 Novenber 1997 that he wanted to
reply to the conmmunication dated 3 July 1997, the Board
hol ds that the application of Rule 58(4) EPC was
appropriate. Even if the OQpposition D vision had
reasons not to apply all the requirenents of Rule 58(4)
EPC it follows fromArticle 113(1) EPC that the
appel l ant nmust be infornmed of the text in which the
Qpposition Division intends to naintain the patent and
atimelimt for conmmenting on the new text nust be

gi ven before a decision can be taken; cf. G 1/88,

point 6. The brief conmunication dated 19 Novenber 1997
cannot neet these requirenents because it neither
contains any statenent of the Qpposition Division nor
an invitation or atinme limt for reply. The appell ant
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could not conclude fromthat brief conmunication that
the encl osed text submtted by the patentee was
accepted by the Qpposition Division and that no
comuni cation according to Rule 58(4) EPC woul d be

I ssued.

7. The appel l ant, therefore, was given no opportunity to
file observations on the text with which the Qpposition
Division wanted to nmaintain the patent before the
interlocutory decision was taken. Thereby the
Qpposition Division contravened the requirenent of
Article 113(1) EPC that the decisions of the EPO may
only be based on grounds on which the parties concerned
have had an opportunity to present their comments. This
anounts to a substantial procedural violation
justifying the rei nbursenment of the appeal fee
(Rule 67 EPC). See in this respect also decision
T 1079/ 96 of 6 Novenber 1998, point 4 of the reasons.

8. In view of the above, the question whether the delivery
of the contested decision w thout further ora

proceedi ngs contravened Article 116(1) EPC or not,
needs not to be investigated.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The patent is revoked.
3. The appeal fee is reinbursed.
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The Regi strar: The Chai r man:

C. Eickhoff R Spangenber g
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