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Summary of Facts and Subm ssi ons

0201.D

The appeal | odged on 22 Decenber 1997 lies fromthe
deci sion of the Exam ning Division posted on 21 Cctober
1997 refusi ng European patent application No. 89 202
635. 2 (European publication No. 366 189).

The deci sion of the Exam ning Division was based on
clainms 1 to 15 filed with letter dated 3 June 1997
according to the then pending request. The Exam ni ng
Division held that the clainms, in particular

i ndependent claim 1l as anended, contai ned subject-
matt er whi ch ext ended beyond the content of the
application as filed, thus contravening Article 123(2)
EPC.

The Examining Division held in particular that the
limtation of the group Bto a penicillinyl-noiety in
the general fornula of claim1 represented a sel ection
| acki ng disclosure in the application as filed, that
the specific heteroatons in the heterocycles as defined
in claiml had no counterpart in the application as
filed and that in claim1 the optional substitution of
the carbocycl es and heterocycles as disclosed in the
ori gi nal application was m ssing.

The Appellant (Applicant) submtted anended clains 1 to
17 on 27 February 1998 together with the Statenent of

G ounds of Appeal and additionally on 27 July 1999. He
argued that the anendnents nmade to the cl ai ns overcane
t he objections raised in the decision under appeal.
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In a comrmuni cation fromthe Board pursuant to

Article 11(2) of the rules of procedure of the Boards
of Appeal, the Appellant's attention was drawn to

addi tional aspects and objections in the assessnent of
whet her or not the amendnents nmade satisfy the

requi renents of Article 123(2) EPC. Furthernore, the
Appel I ant was infornmed that any fresh set of clains
extendi ng the scope of the clains conpared with that of
the clains in the decision under appeal restoring
deficiencies previously raised in exam nation
proceedi ngs and net by the restrictions previously nade
to the clains nmay not be admtted in the appea
proceedi ngs pursuant to Rule 86 (3) EPC

In reply, the Appellant submtted on 20 Decenber 1999
new clains 1 to 16 requiring a witten opinion on the
allowability of these clainms. He argued essentially
that the anmendnents now made found support in the
application as filed and he referred to particul ar
sections of the original application. Wth respect to
the penicillinyl-noiety for group Bin claiml as
anended he pointed to the penem structure disclosed on
page 19, line 15 and foll ow ng of the application as
filed. Fresh claim 1l as anended read as foll ows:
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"1. A conpound having the structure:
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wherein in the group (Q
(1) A'is Nor C(R); where
(1) R’ i s hydrogen, hydroxy, alkoxy, nitro,
cyano, halogen, C-G alkyl, or N(R)(R), and
(ii) R and R are, independently, R®? where R®? is
hydrogen; C,-G al kyl; C,-G al kenyl; a 3-9
at om nonocyclic or 7-17 atom pol ycyclic
carbocycle; or a 3-9 atom nonocyclic or 7-17
at om pol ycyclic heterocycle; or R and R
together forma 3-9 atom nonocyclic or 7-17
at om pol ycyclic heterocycle including the
nitrogen to which they are bonded; and

0201.D Y A
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wherein said heterocycl es have one or nore
het eroatons selected fromO N or S
A? is Nor C(R); where R® is hydrogen or hal ogen;
A*is Nor C(R); where R is hydrogen;
R! is hydrogen or R;
R® is hydrogen, hal ogen, or R;
R® is C-G alkyl; a 3-9 atom nonocyclic or 7-17
at om pol ycyclic carbocycle; a 3-9 atom nonocyclic
or 7-17 atom polycyclic heterocycle; al koxy;
hydroxy; C,-GC; al kenyl; arylalkyl; or N(R)(R’; and
wherein said arylalkyl is a C-G al kyl substituted
wth an aryl group; wherein said heterocycl es have
one or nore heteroatons selected fromO, N or S
R® is C-G; alkyl; a 3-9 atom nonocyclic or 7-17
atom pol ycyclic carbocycle; or a 3-9 atom
nmonocyclic or 7-17 atom pol ycyclic heterocycl e;
wherein said heterocycl es have one or nore
het eroatons selected fromO N or S
R* i s hydroxy; and
R is hydrogen, halogen, nitro, or N(R)(R);

and wher ei n:

(1)

(2)

(3)

when A is C(R), R and R” may together forma 3-9
atom nonocyclic or 7-17 atom pol ycyclic

het erocycle including N and A!; wherein said

het erocycl es have one or nore heteroatons sel ected
fromO N or S

when A2 is C(R), R and R nay together form
-O(CH) -0, where nis an integer from1l to 4;
when A* is C(R), R and R may together forma 3-9
at om nonocyclic or 7-17 atom pol ycyclic

het erocycl e including the carbon atons to which R
and R are bonded and the carbon atomto which said
carbon atons are bonded; and wherein said

het erocycl es have one or nore heteroatons sel ected
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fromQO Nor S; and

(4) when A®is C(R), R and RR may together forma 3-9
atom nonocyclic or 7-17 atom pol ycyclic
heterocycle including N and the adjacent carbon
to which R is bonded; and wherein said
het erocycl es have one or nore heteroatons sel ected
fromO, N or S

wherein, in the group (B)

R i s hydrogen; hal ogen; C-G alkyl; C-G alkenyl; a 3-

8 atom heteroal kyl having 1 or 2 heteroatons sel ected

fromO Nor S; a 3-9 atom nonocyclic or 7-17 atom

pol ycyclic carbocycle; a 3-9 atom nonocyclic or 7-17

at om pol ycyclic heterocycle; R2-0O; ReCH=N; (R)(R)N;

RY- C(=CHR®) - C(=O)NH-; RY-C(=NO-R¥®)-C(=O) NH; or R

(CH) + C(=O NH-; and wherein said heterocycl es have one

or nore heteroatons selected fromQO, N or S; and where

(1) mis an integer fromO to 9;

(2) RY is hydrogen; C-G alkyl; C-GC alkenyl; a 3-8
atom het eroal kyl having 1 or 2 heteroatons
selected from O N or S; a heteroal kenyl having 2
to 8 carbon atons and heteroatons selected fromQ
Nor S5 a 3-9 atom nonocyclic or 7-17 atom
pol ycyclic carbocycle; or a 3-9 atom nonocyclic or
7-17 atom pol ycyclic heterocycle; wherein said
het erocycl es have one or nore heteroatons sel ected
fromO N or S

(3) R®is RY, -Y, or -CH(Y?)(RY);

(4) R¥® is RY arylalkyl; heteroarylal kyl;

-C(R?) (R®) COH, - (=0 O-RY; or -C(=0) NHRY;
wherein said arylalkyl is a C-G al kyl substituted
with an aryl group and wherein said

heteroarylal kyl is a C-G al kyl substituted with a
het eroaryl group having one or nore heteroatons
selected fromQ N or S5 and where R? and R*® are,

0201.D Y A
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(5)
(6)
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i ndependently, RY or together forma 3-9 atom
nmonocyclic or 7-17 atom pol ycyclic carbocycle or a
3-9 atom nonocyclic or 7-17 atom pol ycyclic
het erocycl e, including the carbon atomto which R¥?
and R? are bonded; and wherein said heterocycles
have one or nore heteroatons selected fromQO, N or
S;
R is R, halogen -Y!, or -CH(Y? (RY);
Yris -C(=O OR?, -C(=O R, -N(R*) R, -S(O,R® or
-OR?%; and Y2 is Y or -COH -SH, or -SOH
(a) pis an integer fromO to 2;
(b) R** is hydrogen; C;-G; alkyl; GC-G alkenyl; a
3-8 atom heteroal kyl having 1 or 2
het eroatons selected fromO Nor S; a
het er oal kenyl having 2 to 8 carbon atons and
het eroatons selected fromO Nor S; a 3-9
atom nonocyclic or 7-17 atom pol ycyclic
carbocycle; a 3-9 atom nonocyclic or 7-17
atom pol ycyclic heterocycle; -SOH,
-C(=O R®; or, when R¥® is -CH(N R*)R?*)RY),
R4 and R may together forma 3-9 atom
nmonocyclic or 7-17 atom pol ycyclic
het erocycl e; wherein said heterocycle
consi sts of one or nore heteroatons sel ected
fromQO Nor S; and
(¢) R®is R, NH(RY); N(RY)(R¥®); Q(R®); or
S(R®); where R® is C-G alkyl; C-G
al kenyl; a 3-9 atom nonocyclic or 7-17 atom
pol ycyclic carbocycle; a 3-9 atom nonocyclic
or 7-17 atom polycyclic heterocycle; or when
R is N(RY)(R®), R® and RY may together
forma 3-9 atom nonocyclic or 7-17 atom
pol ycyclic heterocycle; wherein said
het erocycl es have one or nore heteroatons
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selected fromO Nor S; and

(7) R is R® or hydrogen; where R® is C-G al kyl; G-
G al kenyl; arylal kyl consisting of a C-G al kyl
substituted with an aryl group; a 3-8 atom
het eroal kyl having 1 or 2 heteroatons sel ected
fromQO Nor S5 a heteroal kenyl having 2 to 8
carbon atons and heteroatons selected fromQO, N or
S; heteroarylal kyl, consisting of a C-G al kyl
substituted with a heteroaryl group substituted
Wi th one or nore heteroatons selected fromO, N or
S; a 3-9 atom nmonocyclic or 7-17 atom pol ycyclic
carbocycle; a 3-9 atom nonocyclic or 7-17 atom
pol ycyclic heterocycle; or, when Y! is N(R*) R and
R is R® R and R* may together forma 3-9 atom
nonocyclic or 7-17 atom pol ycyclic heterocycle
including the nitrogen atomto which R* is bonded;
wherein said heterocycl es have one or nore
het eroatons selected fromO N or S

R i s hydrogen, hal ogen, al koxy, or R¥C(=O)NH, where

R’ is hydrogen or C-G; al kyl;

and

L links Qto B; and L is L', -X3-R®- L', or -X3-R®-L',

where L' is Q, -X-Q, -X3-Q', -X4- C=Y)-Z2-Q",

- X5 -PAYY, R)-Z'-Q ', or X3S0-Z'-Q '

(1) t and u are, independently, 0 or 1;

(2) R®is C-G alkyl, GC-G alkenyl, a 3-8 atom
het er oal kyl having one or two heteroatons sel ected
fromQO Nor S a heteroal kenyl having 2 to 8
carbon atons and heteroatons selected fromQO, N or
S, a 3-9 atom nonocyclic or 7-17 atom pol ycyclic
het erocycl e; and wherein said heterocycl es have
one or nore heteroatons selected fromO N or S

(3) X®is oxygen, or S(O, wiere v is an integer from
0 to 2
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(4) X is nitrogen; N(R?; N(R")(R?; or R:-NRY);
wher e
(a) RY is R? -0 R¥®; or -C(=0 R
(b) R* and R* are, independently, hydrogen; GC-
G al kyl; C»-G alkenyl; a 3-9 atom
monocyclic or 7-17 atom polycyclic or a 3-9
at om nonocyclic or 7-17 atom pol ycyclic
heterocycle, or, together with Q', conprise
a 3-9 atom nonocyclic or 7-17 atom
pol ycyclic heterocycle as R® or R!; and
wherein said heterocycl es have one or nore
het eroatons selected fromO N or S
(c) R® is N(R%), oxygen or sulfur;
(5) X* is oxygen, sulfur, NR¥® or R®-NRY;
(6) X° is oxygen or NRY;
(7) Y3 is oxygen, sulfur, N(R®) or N(R?)(R?;
(8 Y*is oxygen or NRY;
(9) Zis nil, oxygen, sulfur, nitrogen, NR¥®, or
N( R*?) - R%;
(10) Z' is nil, oxygen, nitrogen, or NRY;
(11) Q is R*® or R%; and
(12) Q' is @Q; or together with X3, X, Z or Z', is an
R or R group
wherein references herein to carbocycle(s) and
het er ocycl e(s) nmean substituted or unsubstituted ring
radi cal s; and pharnaceutical |l y-acceptable salts and
bi ohydrol yzabl e esters thereof, and hydrates thereof."

The Appellant requested in witing that the decision
under appeal be set aside and that a patent be granted
on the basis of clains 1 to 16 filed with the letter
dat ed 20 Decenber 1999.

Oral proceedings were held on 13 January 2000 in the
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absence of the Appellant who, after having been duly
sumoned, infornmed the Board with the letter dated

5 January 2000 that he withdrew his auxiliary request
for oral proceedings. At the end of the ora
proceedi ngs the decision of the Board was given orally.

Reasons for the Deci sion

0201.D

The appeal is adm ssible.

The issue arising fromthis appeal is whether or not
the clains, in particular independent claim1 as
anended, satisfy the requirenents of Article 123(2)
EPC, which is stated in the decision under appeal as
bei ng the sole ground for refusal of the application.

Amendnents (Article 123(2) EPQ

The subject-matter of claiml is based on claim1 of
the application as originally filed. The fornula of the
penicillinyl-noiety for the group B in both genera
formulae of claim1l1l is supported by page 19, lines 15
to 30 of the application as filed wherein the ring
menber Wis S. The linkage of the group (Q to the
groups (L) and (B) via the group R® in the one genera
formula or via the group R® in the other genera
formula of claim1l represents the graphica

reproduction of the typewitten alternative enbodi nents
(1) (© (1) and (1) (©C (2) of claim1l1 as filed,
respectively. The definitions of the chain |ength of

t he al kyl and al kenyl groups as having 1 to 8 or 2 to 8
carbon atons, respectively, find support on page 15,
lines 5 and 13 of the application as filed. The
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carbocyclic and heterocyclic rings are defined on

page 15, lines 15, 18 to 20, 24 and 28 to 30 of the
original application to be substituted or unsubtituted
and to be a 3-9 atom nonocyclic or 7-17 atom polycyclic
carbocycl e or heterocycle, thus, providing a proper
basis for the respective anendnents throughout claiml1.
Page 15, lines 1 and 26 of the application as filed
backs up the features of claim1l that the heterocycles
have one or nore heteroatons and that the latter are
selected fromO N or S. The definition of the
aryl al kyl and heteroaryl al kyl groups in claiml to
consist of a C-G al kyl substituted wth an aryl or

het eroaryl group having one or nore heteroatons
selected fromQO Nor S, respectively, is found on

page 16, line 9 in conbination with page 15, lines 1,

5, 24 to 26 and 34 of the application as filed. The
nunber of 3-8 atons and of 1 or 2 heteroatons conprised
in the heteroal kyl groups of claim1l is based on

page 15, lines 9 to 11 of the original application. The
definition of the heteroal kenyl groups in claim1l as
having 2 to 8 carbon atons finds support on page 15,
lines 12 and 13 of the application as filed. The
refornmul ated wordi ng "and wherein" conprised in between
the first and the second section of the |ist of
definitions for the group (Q clarifies nerely the
original fact that the second section recite
definitions in addition to those of the first section,
Wi t hout addi ng subject-nmatter extending beyond the
content of the application as filed.

The further clains 2 to 16 find a basis in clains 5 to
13, 15 and 17 to 20 as originally filed.

For these reasons, the Board concludes that the
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clains 1 to 16 as anended neet the requirenments of
Article 123(2) EPC

Rem tt al

It follows fromthe above, that by substantially
amendi ng the refused i ndependent claim1, the Appellant
has overcone the objections pursuant to Article 123(2)
EPC rai sed in the decision under appeal. The

exam nation not yet having been concl uded, the Board
exercises its power under Article 111(1) EPC to rem't
the case to the Exam ning D vision for further
prosecuti on.

The Board has noted sonme misprints within claim1
giving rise to unclarity, nanely:

- in the second general fornula the chem cal bond
between the ring nenber N and the substituent R
is mssing and the ring nenber N ' does not
clearly formthe bridge atom

- in both general formulae the zigzag line |inking
the penicilinyl noiety (B) and the group (L) shows
two edges which appears anbi guous since it
synbol i zes one net hyl ene group;

- the wordi ngs "consists of" and "substituted wth"
conprised in the definitions (6)(b) or (7) of the
group (B), respectively, appear to be
i nappropriate in the given context of a
heterocycle or a heteroaryl group, respectively;

- t he opening bracket for RY is mssing in the
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definition (6)(b) of the group (B); and

- the term "carbocycle"” is mssing in the definition
(4) (b) of the group (L) in claim1.

Any corrective action which may becone necessary to
bring the dependent clains into line with the
anmendnents made to i ndependent claiml is left to the
Appel I ant and the Exam ning Division.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Registrar: The Chai r man:

E. Gborgmai er A. Nuss
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