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Summary of Facts and Submn ssions
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The appeal lies fromthe decision of the opposition

di vision of 2 January 1998 to dism ss the oppositions
according to Article 102(2) EPC and to nmaintain the
Eur opean Patent EP 0 238 023 as granted (cl ai mng
priority fromDK 1226/86 of 17 March 1986 and filed on
16 March 1987). This decision was based on a set of 17
clainms, clains 1 and 12 of which read:

"1. A process for expression of a protein product in
Aspergillus orizae conprising the steps of:

(a) providing a reconbi nant DNA cl oni ng vector system
capabl e of integration into the genone of an
Asperqgillus orizae host in one or nore copies and

conpri si ng: DNA-sequences encodi ng functions
facilitating gene expression; a suitable marker for

sel ection of transformants; and a DNA-sequence encodi ng
the desired protein product;

(b) transform ng the Asperqgillus orizae host which does

not harbour a functional gene for the chosen sel ection
mar ker with the reconbi nant DNA cl oni ng vector system
fromstep a; and

(c) culturing the transforned Asperqgillus orizae host

in a suitable culture nedium™

"12. A process according to claim1l1, wherein the vector
system further conprises a preregion providing for
secretion of the expressed product in the culture

medi um "

The Board issued a conmunication pursuant to

Article 11(2) of the rules of the procedure of the
boards of appeal giving the Board's prelimnary, non-
bi ndi ng opi ni on.
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Qpponent 1 had indicated in his letter of 1 April 1997
his intention to no | onger actively participate to the
opposition procedure, but requested that his argunents
be taken into consideration and the patent in suit
revoked. Opponent 1 is thus a party as of right
according to Article 107 EPC

Oral proceedings were held on 20 Novenber 2001.

On 24 Cctober 2001 auxiliary requests | to VIl were
submtted. Auxiliary request | consisted in a set of 16
claims, claim1l of which was a conbination of clains 1
and 12 as granted and read:

"1l. A process for expression of a protein product in
Aspergillus orizae conprising the steps of:

(a) providing a reconbi nant DNA cl oni ng vector system
capabl e of integration into the genone of an
Aspergillus orizae host in one or nore copies and
conprising: DNA-sequences encodi ng functions
facilitating gene expression; a suitable marker for
selection of transformants; a preregion for secretion
of the expressed product into the culture nmedium and a
DNA- sequence encodi ng the desired protein product;

(b) transform ng the Aspergillus orizae host which does
not harbour a functional gene for the chosen sel ection
mar ker with the reconbi nant DNA cl oni ng vector system
fromstep a;

(c) culturing the transfornmed Aspergillus orizae host
in a suitable culture nedium and

(d) isolating the expressed product fromthe culture
medi um "

The follow ng docunents are cited in this decision:
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(7)

(8)
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(12)

(13)

(14)
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EP O 215 594 (filing date: 27 August 1986)

EP 0 126 206

J.W Bennett, Ml ecul ar Genetics of Fil anmentous
Fungi, 1985, page 345- 366

J. Tilburn et al., Gene, 1983, Vol. 26, pages 205-
211

F.P. Buxton et al., CGene, 1985, Vol. 37,
pages 207-214

J. M Kelly and MJ. Hynes, The EMBO Journal, 1985,
Vol . 4, pages 475-479

D. Cullen et al., Heredity (Scotland), June 1986,
Vol . 57, No. 1, Abstract No. 20 of an oral

di scl osure given at a neeting of the Genetica
Soci ety, University Coll ege, London 15-

16t h Novenber 1985

Dani sh Patent Application No. 1226/86 (priority
application of the patent in suit)

D.J. Ballance et al., Biochem cal and Bi ophysica
Research Communi cations, 1983, Vol. 112, No. 1,
pages 284-289

MM Yelton et al., Proc. Natl. Acad. Sci. USA,
1984, Vol . 81, pages 1470-1474

M A. John and J.F. Peberdy, Enzyme M crob.
Technol ., 1984, Vol. 6, pages 386-389
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(18)

(19)

(22)

(23)

(25)

(27)

(28)

(29)

(32)

(33)

(34)

(35)
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I ntroductory Mycol ogy, 1962, second edition, John
Wley & Sons, Inc., pages 271-278

US patent application No. 6/771,374 (filing date
29 August 1985)

Decl aration of Dr T. Christensen (dated
15 Novenber 1995)

Decl aration of Dr T. Christensen (dated
30 Novenber 1995)

ME. Case et al., Proc. Natl. Acad. Sci. USA,
1979, Vol. 76, pages 5259-5263

U Stahl et al., Proc. Natl. Acad. Sci. USA, 1982,
Vol . 79, pages 3641-3645

P. Tudzynsky et al., Current Genetics, 1980,
Vol . 2, pages 181-184

RC Ulrich et al., Ml ecular Genetics of
Fi | ament ous Fungi, 1985, pages 39-57

Dedcl aration of Dr T. Christensen dated 13 June
1997

Y. linmura et al., Agric. Biol. Chem, 1987,
Vol . 51, No. 2, pages 323-328.

Y. linura et al, submtted with third party
observations on 17 April 2001

EP O 184 438 (priority date: 5 Decenber 1984,
filing date: 4 Decenber 1985, publication date:
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(36)

(37)

(38)

(39)

(40)

(41)

(42)

(43)

(44)

(45)

(46)
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11 June 1986)

EP 0 054 440 (page 2)

EP 0 249 350

K.B. Raper and D.1. Fenell, The Genus Apergillus,
1965, WIllianms & WIkins editors, pages 70 and 71

Decl aration of M H P. Hel dt-Hansen (dated
19 Cctober 2001)

Decl aration of Dr T. Christensen (dated
19 Qctober)

Decl aration of Dr. T. Christensen (dated
22 Cctober 2001)

US 3, 666, 487

US 4, 478, 854

Decl aration of Dr CM Hort (dated 17 Cctober
2001)

Decl aration of Dr CM Hort (dated 19 Cctober
2001)

B. Berse et al., Gene, 1983, Vol. 25, pages 109-
117

The argunents of the appellant nmay be sunmari zed as

foll ows:

Article 114 EPC. docunents (36) to (46) were submtted
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| ess than one nonth before the oral proceedings.
Docunent (39) was not in relation with the subject-
matter of the patent in suit, docunent (41) was not
signed and the declarations (ie docunents (39), (40),
(41), (44) and (45)) were not related to the clains,
whi ch no longer referred to a "high | evel of
expression"” of the desired protein product.

Articles 87 to 89 EPC. the patent in suit was not
entitled to the priority of docunent (11), because it
did no I onger nention in the clains the "high | evel of
expression"-feature, so that the A niger acid anyl ase
and A. oryzae triose phosphate isonerase pronoters of
docunents (22) and (23), which resulted in a | ower
expression than the TAKA pronoter, were within the
scope of the patent in suit, although they were

excl uded fromthat of document (11). Furthernore,
docunent (11), mainly concerned A. niger and

A. nidul ans, contained a single exanple (Exanple 10)

di scl osing the transformation of A orizae, which was
only predictive, as shown by the fact that, contrary to
the other exanples, it was witten in the present
tense, and non-enabling, since it did not involve a
gene of interest, but only a marker gene. Furthernore,
it made use of a single vector. In this context, the
enabl i ng character of docunment (11) over the whole area
cl ai med was questioned in view of decision T 694/92
(EPO QJ 1997, 408). Simlarly, as far as the auxiliary
request was concerned, it was again concluded in view
of the predictive character of Exanple 10 that there
was no denonstration that the invention had been

per f or med.

Article 123(3) EPC. claim1 of the auxiliary request
extended the scope of the protection beyond that of
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claiml as granted to the expression and secretion of a
mat ure protein.

Article 54(3) EPC. docunent (1), seen as a whole, was
consi dered as disclosing the transfornmation of
A. niger, A nidulans and A orizae.

Article 56 EPC. docunent (6), seen as reflecting the
conmon general know edge on industrially inportant
fungi, only identified, anong the nunerous fungi cited,
A. niger and A orizae as obvious targets for intensive
research because of their recognition as "GRAS"
organisns (ie "generally regarded as safe") by the Food
and Drug Adm nistration. An analysis of the chronol ogy
of the transformation of fungi denonstrated that, at
the priority date of the patent in suit, honol ogous as
wel | as heterol ogous transformation of A nidulans and
A. niger were known from docunents (25), (12), (7),
(13), (14), (8) and (9). In particular, docunent (9)
stated in the last two sentences of the introduction
part that the denonstration of the transformation of

A. niger and the obtention of a high |evel of
expressi on opened up possibilities of DNA-nedi ated
mani pul ati ons of non-nutant commercially useful fungi,
t he devel opnent of expression vectors for use with
filamentous fungi and the study of heterol ogous gene
regul ation. Further, docunent (9) denonstrated that an
unrel ated plasm d was co-transforned, hence suggesting
the use of 2 plasmds, and finally concluded that the

i ntroduction of desired genes into industrially

i nportant fungal species should be relatively sinple.
Docunent (13) stated that expression had been achieved
in A nidulans and A orizae. Docunent (10) further
descri bed the secretion of rennin fromA. nidul ans.



0602. D

- 8 - T 0342/ 98

In view of this prior art the technical problem was
seen in the extension of the transfornmation system of

A. nidulans and A. niger to A orizae. The sol ution was
to be found in docunent (8), describing the
transformation of AL niger with the argB gene from

A. nidulans or in docunent (9) disclosing the
transformation of A niger with the andS gene of

A. nidul ans. Since docunent (11) did not contain nore
technical information than the prior art, the
reasonabl e expectation of success nust have cone from

t he techni cal know edge available to the skilled person
at the priority date of the patent in suit. The "high

| evel of expression"-feature was no | onger nentioned in
the clains of the main request and docunents (22) and
(23) also denonstrated a "l ow | evel of expression" in
A. orizae with pronoters other than the TAKA one.
Finally, if A orizae was better than expected, this
was a "bonus effect" which did not render A orizae
non- obvi ous to be used. The concl usi ons drawn by
docunent (29) were to be seen with caution, because
this docunent was primarily concerned with

Basi domycetes and its author was obviously not aware of
the technol ogy transfer fromA. nidulans to A niger
concerning the transformation, since it only nade
reference to docunments concerned with A nidul ans.

As far as the auxiliary request was concerned, docunent
(10) described the secretion of rennin in A nidul ans,
so that its obvious conbination with docunent (8)
deprived the subject-matter of the clains of this
request of any inventive step.

Article 107 EPC. the appellant considered hinself as
entitled to appeal against auxiliary request I,
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corresponding to the introduction of the subject-matter
of claim12 as granted into claim1l as granted,

al though he had not argued against said claim12 as
granted in his grounds of opposition, since he
requested in his notice of opposition the revocation of
the patent in suit in toto. Furthernore, claim12 as
granted had been objected to by opponent 1 and was
hence within the | egal framework of the appea

pr oceedi ngs.

observations by third parties under Article 115 EPC
have al so been nmade and were directed to the foll ow ng
points in addition to the subm ssions by the appellant:

Article 54(3) EPC. according to decision T 274/95 (EPO
Q) 1997, 099), novelty was not a "fresh ground"
subjected to the consent of the patentee, since it had
al ready been introduced by opponent 1 into the

opposi tion proceedi ngs, so that appellant was all owed
to use this ground at the appeal stage, even if he did
not do so during the opposition. Docunent (1) was

novel ty-destroying, since it disclosed the expression
of a desired protein in filamentous fungi and cited

A. orizae in this context.

Article 54(2) EPC. docunent (34), published before the
priority date of the patent in suit, disclosed the
expression of a desired protein in A orizae conferring
nmet hi oni ne prototrophy to this organi sm

Docunent (33), already nentioned in the search report,
was published on 2 February 1987 and thus prior art
within the neaning of Article 54(2) EPC, if the patent
in suit did not enjoy the priority of docunent (11). It
di scl osed, as docunent (34), the transformation of



0602. D

- 10 - T 0342/ 98

A. orizae to nethionine prototrophy as a result of the
expression of a desired protein.

Article 56 EPC. if the patent in suit did not enjoy the
priority right from docunent (11), then docunent (35),
publ i shed on 11 June 1986, disclosing the
transformation of A niger, was prior art in the
nmeani ng of Article 54(2) EPC and the cl osest prior art.
The problemto be solved was the provision of a process
to express a desired protein in A orizae and the

sol ution was the obvious conbi nati on of docunents (35)
and (33).

If the patent was found to enjoy the priority right
fromdocunent (11), which did not specifically disclose
the expression in A orizae, but only in A nidul ans
and A. niger, then this inplied that no difference was
to be made between A nidulans, A niger and A orizae.
In this context, docunents (8) or (9), which disclosed
the transformation of A niger would render the
subject-matter of the patent in suit obvious.

The respondent argued in the foll ow ng way:

Article 114 EPC. the filing of the docunents (36) to
(46) on 22 Cctober 2001 was in agreenent with the dead-
i ne defined by the Board (ie one nonth before the ora
proceedi ngs), since said dead-line fell within a week-
end. Docunent (41) could be signed, since its author
was attending the oral proceedi ngs before the Board.
Docunent (39) nentioned plasm d p960 al so used in
docunent (32) and was hence related to the present
case.

On the contrary, docunents (33) and (34) should not be
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admtted in the proceedi ngs. Docunent (33), cited in
the search report, but not used during the opposition
procedure, was, according to decision T 291/89 (14 My
1991), not necessarily part of the appeal procedure.
The enabl i ng character of both docunents (33) and (34)
was objectionable in view, for instance, of the strains
M 28 and M 28W nentioned therein. Furthernore, neither
a publication date and nor the name of a scientific
journal were to be found in docunent (34).

Articles 87 to 89 EPC. docunent (11) did not

excl usively concern high | evel expression of a desired
protein, as shown by its title or the description on
page 2, lines 10 to 15, where the term "expression" was
not related to "high | evel™".

The prior art before docunent (11) disclosed the
transformati on of sone filanmentous fungi w thout
expression, whereas the expression was the achi evenent
of docunent (11) and the "high I evel” was not an
essential feature of said expression, but only an
advant age. The concept of "high |evel expression" was
further to be seen by reference to the non-transforned
host cell, which did not synthesize at all the desired
protein, so that even the weaker pronoters of docunents
(22) and (23) were within the scope of both the patent
in suit and docunent (11). The only difference between
docunment (11) and the patent in suit was that docunent
(11) concerned the filanmentous fungi in general,
whereas the patent in suit was restricted to A orizae.
The concept of "high | evel expression" as used in the
expression "a process for high | evel expression” only
defined the process as being "suitable for high |evel

expression” and was not construed as a limtation.
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The al |l egedly predictive character of Exanple 10 of
docunent (11) was w thout inportance for the question
of priority, since Exanple 10 was neverthel ess
enabl i ng. Further, Exanple 10, although not disclosing
the use of two separate vectors or of a gene of
interest, was to be read in the context of the whole
di scl osure of docunent (11), which indicated the use of
two separate vectors on page 5 (lines 6 to 8) and that
of a gene of interest throughout the whol e disclosure.
Therefore, the decision T 694/92 (cf. supra) did not
apply to the present situation, since docunent (11)
fully enabled the skilled person to performthe

i nvention over the whole clainmed area w thout undue
burden. Furthernore, as required by the decisions

G 2/98 (EPO QJ 2001, 413) and T 81/87 (EPO QJ, 1990,
250) the features of the invention clainmed in the
patent in suit were directly and unanbi guously
derivable from docunent (11) and thus related to the
same invention.

Article 123(3) EPC. the scope of protection of the
auxiliary request | had not been extended, since the
additional step (d) introduced in claim1l as granted
anmounted to a restriction of its scope.

Article 54(3) EPC. as far as introduced by the
appel l ant this objection based on docunent (1) was a
"fresh ground", since it had been introduced into the
opposition proceedi ngs by opponent 1. Furthernore, the
appel | ant, asked during the oral proceedings before the
opposi tion division whether he has novelty objections,
answered negatively. As a consequence, no consent as
required in decision G 9/91 (EPO QJ 1993, 408) was

gi ven. Moreover, docunent (19), the priority docunent
of docunent (1), was silent about A orizae.
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Article 54(2) EPC. even if allowed into the appea
procedure under Article 114(1) EPC, docunents (33) and
(34) were not novel ty-destroyi ng because they were not
enabling in view, for instance, of the non-precisely
identified M 28 and M 28W strai ns.

Article 56 EPC. three reasons were in favour of the
acknow edgenent of an inventive step. First, there was
no reasonabl e expectation of success; second, A orizae
was not an obvi ous choice and, third, A orizae was an
unexpect edl y good host organi sm

As far as the first statement was concerned, the

know edge of the skilled person at the priority date of
the patent in suit was not such as to justify nore than
a "hope to succeed" (cf. Decision T 296/93 (EPO QOJ
1995, 627)). Docunent (29) tal ked about "prodigious
effort”, "magical nethod", variations fromspecies to
speci es and defined thus a prejudi ce against the

obvi ousness of a technology transfer from A nidul ans
and/or A niger to A orizae. Docunent (6) nentioned on
page 360 a "hope" and, if it suggested the use of

A. orizae, this was for "intensive research”, so that
the conclusions of decision T 386/94 (EPO QJ 1996, 658)
(i e acknow edgenment of inventive step, if a scientific
research rather than a routine work had to be done)
applied to the patent in suit. Docunents (8) and (9)
did not suggest the extension of the teachings to

A. orizae. Furthernore, the present case was different
fromthat of decision T 430/96 (11 Novenber 1999), in
whi ch docunent (3)(referred to as docunment (12) in the
present procedure) clearly pointed at A niger as a

sui tabl e host for transformation and expression of

het er ol ogous proteins on the basis of the work done
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with A nidul ans.

As far as the second line of argunentation was

concer ned, docunent (6) showed that other Aspergill
were al so considered as industrially inportant and
probably recogni zed as "GRAS". Furthernore, docunents
(8) and (9) were only concerned with the transformation
of A nidulans and A. niger, so that the next step, and
hence the technical problemto be solved, was not the
extension of their teaching to A orizae, but the

achi evenent of the expression in A niger and

A. nidulans. Docunent (19) was al so silent about

A. orizae, whereas docunents (37), (42) and (43)

i ndi cated other Aspergilli or even other genera, such
as Neurospora or Penicillium There was therefore no
"one way street"-situation pointing at A orizae as a
sui tabl e host for transformati on and expression of

het er ol ogous pr ot ei ns.

Finally, A orizae proved to be an unexpectedly good
host organi sm as denonstrated by docunent (32) or the
conparative tests submtted during the oral proceedings
before the opposition division. The concept of "bonus
effect”, as defined in decision T 506/92 (3 August
1995) was restricted to "one way street"- situations
and thus did not apply to the patent in suit.

Article 107 EPC. basically, the opponent defined the
| egal and factual franmework of the appeal by its notice
and grounds of opposition. Auxiliary request | resulted
fromthe introduction into claiml1 as granted of the
features of claim 12 as granted. However, the appell ant
had never argued against claim 12 as granted and was
therefore not adversely affected by the decision of the
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first instance in the neaning of Article 107 EPC, as
far as the subject-matter of said claim12 was
concerned. As a consequence, the appellant was not
all onwed in the appeal procedure to plead agai nst
claiml of auxiliary request I.

The appel | ant requested that the decision under appea
be set aside and the patent No. 0 238 023 be revoked.

The respondent requested as nmin request that the
appeal be dism ssed and the patent be maintai ned as
granted and as auxiliary request that the decision be
set aside and the patent be maintained on the basis of
clains 1 to 16 filed as auxiliary request | on

24 Cctober 2001.

Reasons for the Decision

Article 114 EPC

0602. D

The date of filing of the respondent’s |ast submn ssions
(ie 22 Cctober 2001) is in agreenent with the period of
one nonth indicated by the Board in its comuni cation
under Article 11(2) of the rules of procedure of the
boards of appeal, since the 20 and 21 Cctober 2001 fel
within a week-end.

Docunents (39), (40), (41), (44) and (45), which are
decl arati ons concerning conparative experinents, are
not admtted into the procedure under Article 114(2)
EPC. In the Board's view, not only the rel evance and
the date of subm ssion are inportant factors for the
adm ssibility of late-filed docunents into the
procedure, but also their nature in connection with the
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principle of fair and equal treatnment of the parties

i nvol ved. Conparative data, contrary to scientific
publications, are specifically directed to a particular
techni cal aspect having a particular inportance in the
context of the procedure concerning a specific patent.
Their teaching may accordingly be of a particul ar

val ue. As a consequence, the reaction to such
conparative data is for the other party (parties)
particul arly cunbersone, tinme-consum ng and extends
beyond the normal analysis of a scientific publication.
The Board considers that to place a party in such a
situation at a tinme so close to the oral proceedings is
not in agreenent with the principle of fair and equa
treatnent of the parties.

Docunent (34) submitted with third party observations
under Article 115 EPC cannot be identified as a
scientific publication, since it nentions neither the
name of a scientific journal nor a publication date.
Therefore, docunent (34) is not admtted into the
appeal procedure according to Article 114(2) EPC

Docunent (33) has been cited as a "P'"-docunent in the
search report, but has not been used during the

opposi tion procedure. It could only be possibly
relevant, if the clains of the patent in suit were not
entitled to the priority of docunent (11). In view of
t he concl usi ons reached (cf infra, points 6 to 10 and
31 to 32), docunment (33) is not taken into

consi derati on.

Docunents (36) to (39), (42), (43) and (46) are
admtted into the proceedings, since they relate to the
subj ect-matter of the appeal, have been introduced in
answer to argunents submtted by the appellant or
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remar ks made by the Board in its communi cation under
Article 11(2) of the rules of the procedure of the
boards of appeal and are prima facie rel evant.

Mai n request

Articles 87 to 89 EPC

0602. D

The right of priority is governed by Articles 87 to 89
EPC whi ch require that the European patent application
and the application, the priority of which is clained
relate to the sane invention, ie to the sane subject-
matter. Decision G 2/98 (cf supra) has decided that a
narrow i nterpretation should be given to the concepts
of "the sane invention" and "the sane subject-matter”.
The main criterion in this respect is whether the
claimed invention is disclosed in the priority
docunent, seen as a whole, with all its essentia
features. According to decision T 81/87 (cf supra) the
di scl osure of these essential features "nust be either
express, or be directly and unanbi guously inplied in
the text". ldentical wording is neverthel ess not

requi red and the common general know edge of the
skilled person may al so be used.

Docunent (11) discloses in Exanple 10 the
transformation of A orizae wth the ands and argB
genes of A nidulans. Since the transforned organi sns
are able to grow on acetan de or becone prototroph
toward arginine, a protein or a group of proteins nust
have been expressed. Thus, docunent (11), besides the
transformation, al so discloses the expression in

A. orizae. Docunent (11) further discloses on page 4
the use of a two vector system Fromthe fact that
Exanpl e 10 has been witten in the present tense the
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Board cannot conclude with certainty that it has not
been reduced to practice. Furthernore, there is no
evidence on file that could lead the Board to the
concl usi on that Exanple 10 is not enabling.

As far as the question of "high | evel expression" is
concerned, no prior art docunent on file describes the
expression of a foreign gene in A orizae. Therefore,
the only A orizae, which could be considered as a
conparison reference, is the non-transforned A orizae
itself. O course, in this context, even the slightest
expression, such as that obtained with the weaker
pronoters used in docunents (22) and (23), is already a
"high | evel expression" as nentioned in the clains of
docunent (11).

Furthernore, the Board is of the opinion that the
concept of "high |level expression"” should be understood
as defining a range rather than a single point. |ndeed,
i f an expression systemallows under certain
circunstances a certain |l evel of expression, the

physi co-chem cal conditions of this system (culture
medi um conposition, tenperature, pH etc...) nmay be so
nodi fied using the common general know edge of the
skilled person as to allow a | ower |evel of expression,
whi ch could for instance be desired to avoid too high a
viscosity of the culture nediumdue to a high
concentration of secreted protein or the formation of
insoluble refractile bodies within the cells in the
case of non-secreted proteins. In viewof this
interpretation, docunent (11) could well confer the
priority right to clains directed to both high and | ow
| evel s of expression. It seens in this context that al
the subject-matter covered by the clains of docunent
(11) is enabled, so that decision T 694/92 (cf. supra)
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does not apply.

As a consequence, the patent in suit enjoys the
priority right fromdocunent (11).

Article 54(3) EPC

11.

Docunment (1) (filing date: 27 August 1986, publication
date: 25 March 1987) would only be novel ty-destroying
as far as it related to the subject-matter disclosed in
its priority docunment (19) (filing date: 29 August
1985). Docunent (19), contrary to docunent (1), is
silent about A. orizae. Therefore, docunent (1) cannot
enjoy the priority of docunent (19) as far as A orizae
I's concerned and cannot destroy the novelty of the
subject-matter of the clains of the main request.

Article 54(2) EPC

12.

Since the clains of the main request enjoy the priority
right from docunent (11), docunent (33), published
after the priority date, is no longer prior art in the
meani ng of Article 54(2) EPC. There is therefore no
need to answer the question of its admssibility into
the procedure (cf supra, point 4).

Article 56 EPC

13.

14.

0602. D

Since the clains of the main request enjoy the priority
right of docunment (11), docunment (35) published on

11 June 1986 is under Article 56 EPC (second sentence)
no prior art.

The cl osest prior art is represented in the Board’s
view by either docunent (8) or docunent (9), which are
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very simlar in their disclosures and equivalent in
their teaching, since they both describe the
transformati on of A niger by foreign genes using the
transformati on nethod al ready designed for A  nidul ans.

Docunent (8) describes the transformati on of A niger
cells defective in ornithine transcarbanyl ase function
with the A nidulans argB gene, which results in an
argi nine prototrophy of the transformed A niger cells.
Further, docunent (8) indicates that the foreign gene
has been integrated into the genone of the host

(page 211) and concl udes (page 212) that the
transformati on system descri bed all ows foreign genes to
be introduced and mai ntai ned stably in A niger.

Docunent (9) describes the transformation of A niger
with the andS gene encodi ng the acet am dase of

A. nidulans, which results in the ability of the
transfornmed A. niger cells to grow on acetam de. The
transforned gene is stably integrated in the recipient
genone. Co-transformation is said to allow mani pul ati on
wi t hout conpl ex plasm d constructions because sel ected
and unsel ect ed genes need not to be on the sane plasmd
(pages 477 and 478). It is concluded that the

I ntroduction of desired genes into industrially

i nportant fungal species should be relatively sinple
and the devel opment of high | evel expression vectors
for filanmentous fungi possible (page 478).

Since a new function (arginine prototrophy or growth on
acetam de) appeared in the transfornmed A niger cells
of docunents (8) and (9), the expression of the foreign
gene (ands or argB) nust have occurred. Therefore,
contrary to the respondent’s interpretation (cf supra,
paragraph | X), the technical problemto be solved in
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vi ew of docunments (8) or (9) is no |onger the
expression of a foreign gene in A niger, but the
provi sion of an alternative expression systemto the
al ready existing A niger system

The solution of this problemas proposed in the clains
of the main request is the use of A orizae as a host
organi sm and t he exanpl es disclosed in said patent show
that the probl em nenti oned above has been sol ved.

The question to be answered in view of the assessnent
of inventive step under Article 56 EPC i s whet her

A. orizae was an obvious choice for the skilled person
at the priority date of the patent in suit in view of
the cited prior art and/or whether its use was rel ated
to a reasonabl e expectation of success.

The Board is of the opinion that this question has to
be positively answered in view of the discl osure of
docunent (6), which only recogni zes A niger and

A. orizae as "GRAS' organisns anong all the fung
cited, so that the skilled person, even if docunents
(6), (25), (27), (28), (42) or (43) nention other
Aspergilli or other fungi, was caught into a "one-way-
street” situation and led to give the preference to

A. orizae.

Furthernore, the Board is of the opinion that it was
part of the comon general know edge of the skilled
person at the priority date of the patent in suit that
A. niger and A. orizae are phylogenically nore closely
related to each other than any of themto A nidul ans.
This can be seen, for instance, fromthe fact that
neither A niger nor A orizae, contrary to

A. nidul ans, exhibit parasexual phenonena. Confirmation
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of this common general know edge can be found in
docunent (18), a textbook published for the first tine
in 1932 and present on file in its edition of 1962 (ie
al nost 25 years before the priority date of the patent
in suit). Therefore, the skilled person, aware from
docunents (8) and (9) of the fact that the technol ogy
transfer took place between A. nidulans and A. niger,
woul d have been confident in the successful transfer of
technol ogy between A niger and A orizae.

In this context, the Board considers docunent (29),
contai ni ng sone sceptical comments, as irrel evant,
since it concerns Basi donycetes, which are not closely
related to the Asconycetes, to which the Aspergillus
genus belongs. Furthernore, the author of docunent (29)
was obvi ously not aware of (or not interested in) the
technol ogy transfer, which had occurred between

A. nidulans and A niger, since docunent (29) only
makes reference to scientific publications related to
A. nidulans and is silent about said technol ogy
transfer.

The Board thus considers that the choice of A orizae
for the technology transfer fromA. niger was obvious
for the skilled person and related to a reasonabl e
expectation of success in view of the conbi ned teaching
of either docunent (8) or docunent (9) wth that of
docunent (6). Therefore, decision T 386/94 (cf supra),
whi ch suggests the acknow edgnent of inventive step in
cases where success could not reasonably be expected,
does not apply to the present case.

As a consequence, the clains of the main request do not
fulfil the requirenents of Article 56 EPC
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Auxi liary request |

Article 107 EPC

22.

23.

24.
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Claim1 of auxiliary request | is a conbination of
clains 1 and 12 of the main request. The clains of the
mai n request are the clains as granted, which have been
mai nt ai ned by the opposition division. In his notice of
opposition, the appellant had not explicitly argued
agai nst claim 12, although he indicated on the EPO
Form 2300 that the opposition was directed to the whole

pat ent .

The question is whether an argunentation of the
appel | ant at the appeal stage against claim1 of
auxiliary request | would constitute a "fresh ground”
of opposition in the sense of decisions G 9/91 (EPO QJ
1993, 408) and G 10/91 (EPO QJ 1993, 420) and woul d
extend beyond the factual and |egal franmework defined
in the appellant's notice of opposition.

Decision T 114/95 (8 April 1997), in a case concerned
with the sane | egal question, cane to the concl usion
that the appeal is adm ssible, since it suffices for an
opponent to substantiate an attack under Article 100
EPC on only one claimof the patent, and that there is
no obligation under the EPC to object to any of the
clains at the stage of filing the notice of opposition
(cf points 1.1 to 1.5).

Decision T 896/90 (22 April 1994) in a case concerning
the extent of opposition under Rule 55(c) EPC, also
came to a simlar conclusion (points 4 to 5) and
decided that it cannot be concluded from an
argunmentation only directed against claiml that this
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sol e claimbe attacked. Reference was made to Deci sion
G 9/91 (cf supra) stating that subject-matters of

cl ai ns dependi ng on an i ndependent claim which falls

i n opposition or appeal proceedings, nmay be exam ned as
their patentability even if they have not been
explicitly opposed, if their validity is prima facie in
doubt on the basis of already avail able informtion.

In this context it should be kept in m nd that opponent
1 had indicated during the opposition procedure (letter
of 1 April 1997) that, although he did not intend to
attend the oral proceedings before the opposition
division, he still requested the patent in suit to be
revoked and his argunents under Articles 54(3) and 56
EPC to be taken into consideration. Opponent 1 had

i ndi cated on EPO Form 2300 that the opposition was
directed to the whole patent and that, nore
particularly, the objection of |ack of novelty was
directed to clains 1 to 6, 12, 16 and 17. Caim 12 was
directly objected on page 5 of the notice of opposition
under Article 54(3) EPC and on page 16 under Article 56
EPC. Therefore, the | egal framework defined by opponent
1 included and still includes Articles 54(3) and 56 EPC
objections directly raised against clains 1 and 12 as
gr ant ed.

Decision T 114/95 (cf supra) also dealt with such a
situation and concluded that there is no limtation set
by the EPC to all owi ng an opponent whose opposition is
consi dered adm ssible to support and use grounds,

evi dence and argunents for revocation of the patent
that were submtted by other opponent(s) (point 1.5).

Therefore, the appeal of the appellant agai nst
auxiliary request | is adm ssible under Article 107
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EPC.

Article 123(2)(3) EPC

28.

29.

30.

Caiml of auxiliary request | differs fromthat of the
mai N request by the introduction into claim1 as
granted of the feature "preregion allow ng the
secretion of the expressed product into the culture
medi um’ and of an additional step (d) of recovery of
said secreted product in the culture nmedi um

Thi s anendnent does not contravene the requirenents of
Article 123(2) EPC, since secretion and recovery from
the culture nedium are disclosed in the application as
filed (clainms 12 to 15, for instance).

Thi s anendnent al so neets the requirenents of

Article 123(3) EPC, because prima facie the

i ntroduction of the technical feature of a dependent
claiminto an i ndependent one results in the
restriction of the scope of the latter. In the present
case, the scope of claim1l of auxiliary request | has
been restricted to proteins excreted fromthe bacteria
by the introduction of the feature "preregion" of
claim 12.

Articles 87 to 89 EPC

31.

32.

0602. D

Claim1 of auxiliary request | now requests the
presence of a preregion providing for secretion of the
expressed product into the culture nedium and the

i sol ati on of the expressed product fromthe culture
medi um

Priority docunent (11), seen as a whole, nentions the
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secretion on pages 2 (line 2) and 3 (lines 4 to 9

line 23), the preregions or signal/leader sequences on
page 4 (lines 3 to 21) and indicates on page 4 (line 3)
that secretion of the expressed product in the culture
mediumis a preferred enbodinent. This teaching is not
brought in relation with a particular Aspergillus
species, but refers to all the cited Aspergillus
species, ie A nidulans, A niger and A orizae. This
gives a basis for claim1l of auxiliary request I, which
is thus entitled to the priority right of docunent
(11).

Article 54(2)(3) EPC

33.

Since the right of priority fromdocunent (11) can be
acknow edged for auxiliary request |, the concl usions
reached in view of the main request (cf supra,

points 10 and 12) equally apply to auxiliary request 1.

Article 56 EPC

34.

35.

36.

0602. D

Therefore, as in the case of the main request (cf
supra, point 13), docunent (35) is according to
Article 56 EPC (second sentence) no prior art.

The cl osest prior art is docunent (10) which discloses
the secretion of rennin in A nidulans under the
control of various secretion signals and heterol ogous
pr onot er s.

The technical problemto be solved is to find an
alternative to the secretion system of docunent (10),
specially in view of the fact that A nidulans is a

"l aboratory strain" unsuitable for comercial purpose.
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The solution given in the patent in suit is the use of
A. orizae as a host organismfor the secretion.

The question to be answered in view of inventive step
IS whether the extension of the teaching of docunent
(10) to A orizae wuld have been considered at the
priority date of the patent in suit as obvious and
prom sing by the skilled person.

In view of the finding under point 40 (cf infra) the
questi on whet her document (10) is an enabling

di scl osure appears to be of m nor inportance. It can
nevert hel ess be noted that docunent (10) does not
precisely identify any signal sequences and is silent
about nodifications which seemto be possibly
necessary, since the sentence referring to the signa
sequences begins with "Further nodifications

i nvol ved. .. Furt hernore, docunent (10) is a
descriptive abstract, which nerely states the results
obt ai ned, but does not provide the skilled person with
any technical information on the possibility to reduce

this teaching to practice.

The key problemin view of docunent (10) is, however,
that it does not point at all to any other Aspergillus
than A nidulans. In that sense the situation is
different fromthat encountered with the main request,
for which A orizae was the only alternative to the

al ready used A niger, since both Aspergilli were the
only obvious choices in view of docunent (6)
considering themas "GRAS' organisns. In the present
case, even if docunent (6) is conbined with docunent
(10), the skilled man has still two possibilities for
extendi ng the teachi ng of docunent (10) to an
Aspergillus other than A nidulans, nanely A niger and
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A. orizae. This neans that the skilled person is not in
a "one-way-street" situation as in the case of the main
request, but has to nake a deli berate choice.

Therefore, A orizae is, as far as the secretion is
concerned, no |onger an obvious choice, but one of the
two possibilities offered to the skilled man by
docunent (6).

Furt hernore, nothing suggests in docunent (10) that the
technol ogy transfer between A nidulans and A orizae
concerning the secretion nmay be possible. It can also
not be extrapolated fromthe positive results obtained
with the technol ogy transfer concerning the expression
fromA nidulans to A niger that simlar positive
results could be obtained for the secretion, since
expression and secretion are different phenonena

i nvol ving di fferent nol ecul ar nechani sns.

Mor eover, contrary to the situation evoked in the case
of the main request for the transformati on and
expression (points 17 to 21) , the technol ogy transfer
in the case of the secretion should no | onger take

pl ace between A niger and A orizae, ie tw closely
related fungi (cf supra, point 19), but between

A. nidulans and A orizae, which are phylogenically
much nore renote from each other than are A niger and
A. orizae, so that a success could not have been
reasonabl y expected.

Docunent (2) which describes the secretion of

A. awanori gl ucoanyl ase in yeast under the control of
its own signal sequence is of no help as far as
secretion in A orizae is concerned, since it concerns
anot her Aspergillus strain and the secretion does not
occur in a filamentous fungus, but in a yeast.
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44. As a consequence, the Board is of the opinion that
A. orizae was not an obvious choice as a host organi sm
for a secretion systemin filanmentous fungus and that a
success coul d not have been reasonably expected.
Therefore, claiml of the auxiliary request | fulfils
the requirenents of Article 56 EPC. Since clains 2 to
16 directly or indirectly depend on claim1l they as
such neet the requirenents of Article 56 EPC.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside,

2. The case is remtted to the first instance with the
order to maintain the present patent on the basis of
claims 1 to 16 filed as auxiliary request | on
24 Cctober 2001 and on the basis of pages 2, 3, 6 and
18 filed during the oral proceedings and pages 4, 5, 7
to 17 and the draw ngs as granted.

The Regi strar: The Chai rwonman:

P. Crenona U. Kinkel dey
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