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Summary of Facts and Submn ssions
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The appel | ant (opponent) | odged an appeal against the
deci sion of the Opposition Division rejecting the
opposi tion agai nst the European patent No. 0 520 594.

On 6 Decenber 1996, an opposition was filed against the
patent as a whole and based on Article 100(a) (Ilack of
novelty, Article 54 EPC, and | ack of inventive step,
Article 56 EPC).

The foll ow ng docunent was cited in the notice of
opposi tion:

E1l: EP-A 0 431 575.

On 30 Cctober 1997, after having received the sumons
to attend oral proceedings before the Qpposition

Di vi si on, schedul ed for 12 Decenber 1997, the appellant
made nention of a public prior use for the first tine,
and filed one page of a visit report and a sheet
conprising copies of photographs and expl anatory notes.
Hearing of M. Filsinger as a wwtness was offered. In a
conmuni cati on dated 8 Decenber 1997, the Opposition

Di vi sion requested the subm ssion of a statutory
declaration by M. Filsinger. The declaration was filed
on 10 Decenber 1997.

At the end of the oral proceedings held on 12 Decenber
1997, the Opposition D vision announced the decision to
reject the opposition. It held that the grounds for
opposition cited in the Article 100(a) EPC did not

prej udi ce the mai ntenance of the patent having regard
to docunent E1. It further found that the all egation of
public prior use was belatedly filed and di sregarded it
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irrespective of its relevance, exercising the
di scretion conferred upon it by Article 114(2) EPC

In the course of the appeal procedure, the appell ant
referred in addition to the foll owi ng docunents:

E2: Heidel berg, Visit Report, "Plattenwechsel systene",
dated 16 January 1991, pages 1 to 5;

E3: Sheet carrying col our photographs 14, 15 and 16
and expl anatory notes; photograph 15 carrying the
indicium"28 11'90";

E4: Statutory declaration by M. Filsinger of
8 Decenber 1997.

The offer of hearing of M. Filsinger as a w tness was
mai nt ai ned.

Oral proceedings were held before the Board of Appea
on 8 Novenber 2001.

(i) The appellant requested that the decision under
appeal be set aside and the European patent
No. 0 520 594 be revoked.

He further requested a different apportionnent of
costs.

(i1) The respondent (patentee) requested, as a nmain
request, that the appeal be dism ssed. As an
auxiliary request, he requested that the decision
under appeal be set aside and that the patent be
mai nt ai ned on the basis of clains 1 to 3 filed on
5 Cct ober 2001.
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He further requested a different apportionnent of
cost s.

Claim1 of the patent in suit as granted (nmain request
of the respondent) reads as foll ows:

"1. A plate exchange apparatus for a printing press,
conpri si ng:

a plate holding unit (15) supported on frames (1)
such that a distal end thereof is novable between
an operative position where said distal end cones
close to plate | ockup devices (3, 4) disposed in a
gap of a plate cylinder (2) and a storing position
where said distal end is retracted fromsaid
operative position; characterized by

posi tioning nenbers (60) provided at said distal
end of said plate holding unit and brought into
contact with a nmenber on said plate cylinder when
said plate holding unit is located at said
operative position."

Claim1 according to the auxiliary request conprises in
addition to the features of claim1l as granted the
follow ng feature

"..., said nmenmber with which said positioning

nmenbers (60) are in contact being a pair of disk-shaped
bearers (2a) provided at two end portions of said plate
cylinder (2), and said plate holding unit being stopped
at said operative position while said positioning
nmenbers are urged against circunferential surfaces of
sai d bearers.”
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In the witten and oral procedure, the appellant argued
essentially as foll ows:

Docunent E1 di scl osed a pl ate exchange appar at us
according to the preanble of claim1l of the patent in
suit as granted. Furthernore, Figures 9 and 10 of
docunent E1 showed a positioning roll |ocated at the
distal end of the plate exchange apparatus. In the
operating position, which was shown in Figure 9, that
roll canme into contact with a bearer ring 34
("Schmtzring"), the latter was shown in Figure 1 of
docunent E1. Al though the description of docunment E1
was silent about that roll, a person skilled in the art
i nevitably would consider that that roll had the
function of a positioning nenber for the plate holding
unit.

Therefore, the subject-matter of claim1 of the patent
in suit as granted (main request of the respondent) was
not novel .

Furt hernore, docunents E2, E3 and E4 showed that a
printing machine of the type Konori Lithrone 40 Nr.
L440-772 conprising a plate exchange apparatus had been
made available to the public before the priority date
of the patent in suit. Docunent E3, in particular,

phot ograph 15 and t he appended text, the latter having
been added at the tinme the visit report E2 had been
drafted, disclosed a plate exchange appar at us
conprising a positioning roll which, in the operative
position, cane into contact with the bearer ring
("Schm tzring").

Therefore, the subject-matter of claim1 according to
the main request of the respondent, at |east, did not
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I nvol ve an inventive step in view of the disclosure of
docunent El1 and the docunents relating to the all eged
public prior use.

The sane applied to the subject-matter of claim1l
according to the first auxiliary request of the
respondent. A person skilled in the art would provide a
pair of positioning elenents in order to avoid any
curling of the plate holding unit. Moreover, Figure 9
of docunent E1 showed the front view of a positioning
roll located at one end of the plate holding unit and
Figure 10 showed the back view of a positioning rol

| ocated at the opposite end of the plate holding unit.
Thus, docunent E1 already disclosed a plate hol ding
unit conprising a pair of positioning el enents.

The public prior use concerned a printing machine
delivered by the respondent and not by the appellant.
Al t hough the respondent had thus had the rel evant
docunents with regard to the alleged public prior use
at his disposal, he had considered neither requesting
revocation of the patent in suit nor contributing to
the resolution of the matter. This behavi our of the
respondent had caused additional costs, and the request
of a different apportionnment of costs should thus be

al | oned.

In the witten and oral procedure, the respondent
argued essentially as foll ows:

There was no di scl osure of positioning nenbers in
docunent E1. The "el enment" which, according to the
appel | ant, represented a positioning el enent, was only
shown in the drawi ngs. Neither the structure nor the
pur pose of that "elenment" was disclosed. The
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description was conpletely silent about it. Moreover,
in Figures 9 and 10, that "elenent" was illustrated
differently. The features of the characterising portion
of claiml1l of the patent in suit as granted were thus
di scl osed neither inplicitly nor explicitly in docunent
ELl.

The claimof public prior use |acked sufficient
substantiation. As regards the statutory declaration
(docunent E4), it seened highly doubtful that sonebody
shoul d be able to give an account of a certain machine
wi th such detail ed know edge after seven years,
particularly since the visit report (docunment E2) did
not reveal any details. As far as docunent E3 was
concerned, photograph 15 was the only one on which a
date was provided. Mreover, it showed a very limted
section of a machine. It was not even evident whether
this was a nachine according to claim1l of the patent
in suit as granted. Photograph 15 showed not hi ng but
the end of a plate holding unit on which a cylindrica
el enent was arranged. The picture did not revea
whether this was a fixed or a rotating el enent, nor
could the function of the shown section be taken from
t he picture.

The subject-matter of claim1l of the patent in suit as
granted (main request of the respondent) was thus
novel .

I n docunent E1, positioning of the plate holding unit
was not nentioned at all, and nothing in docunent E1
could lead the skilled person to suspect that the
illustrated el ement was intended to serve as a
positioning elenent. The illustrated el enent m ght have
various functions. Furthernore, neither docunent E2 nor
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t he photograph 15 of document E3 indicated positioning
el ements contacting, in the operative position, a
menber of the plate cylinder. Such an assertion was
based on pure hindsight.

The subject-matter of claim1l of the patent in suit as
granted (main request of the respondent) thus involved
an inventive step.

Claim1l according to the auxiliary request of the
respondent concerned a concrete enbodi nent which was
suggested neither by docunent E1 nor by the docunents
pertaining to the alleged prior use. In particular,
none of these docunents suggested neans for stopping
the plate holding unit while positioning elenents were
urged agai nst circunferential surfaces of disk-shaped
bearers.

When filing the opposition on 6 Decenber 1996, the
appel l ant already had at his disposal all docunents
concerning the alleged public prior use. Neverthel ess,
t he docunents had bel atedly been filed, and piece by
piece. This "policy of small steps" constituted an
obvi ous procedural abuse. The all eged public prior use
shoul d therefore be disregarded. Due to the fact that
t he docunents had been filed belatedly, and, in
particular, due to the procedural abuse referred to
above, it was justified to inpose a different
apportionnent of costs on the appellant.

Reasons for the Deci sion

1. Al l eged public prior use

0714.D Y A
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Docunent E2 relates to a report dated 16 January 1991
according to which M. Filsinger and the editor of the
report visited several printing firnms in Japan

equi pped, anong others, with printing nachi nes
conprising automatic plate exchange devices. On

28 Novenber 1990, they visited the firmKato Photo
Printing and inspected a printing nmachi ne "Konori
Lithrone 40 no. L 440-772". The respective statenents
in the statutory declaration of M. Filsinger
(docunment E4) are thus confirnmed by docunent E2. The
phot ogr aph 15 of docunent E3, which shows a portion of
the pl ate exchange device of that nmachine, carries the
indicium"28 11' 90" thus indicating the date of

28 Novenber 1990, which coincides with the date of the
visit to the firmKato Photo Printing.

Accordingly, in the Board's judgenent, in view of the
witten evidence on file, ie the docunents E2 and E4
and t he photograph No. 15 of docunent E3, it has been
proved beyond any reasonabl e doubt that:

(1) M Filsinger visited the firmKato Photo
Printing on 28 Novenber 1990;

(i) a printing machi ne "Konori Lithrone 40
No. L 440-772" was installed in the prem ses of

that firmon 28 Novenber 1990:;

(iii) that printing machine was inspected by

M Fil singer;
(iv) t here was no inposed secrecy;
(v) phot ograph No. 15 of docunent E3 represents a

pi cture taken of a plate holding unit of the

0714.D Y A
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pl at e exchangi ng apparatus of that printing
machi ne on 28 Novenber 1990.

Docunent E2 does not disclose any details of that

machi ne. The contribution of the alleged prior use to
the relevant state of the art is thus strictly limted
to the objective disclosure of photograph No. 15, which
shows a plate holding unit of the plate exchanging
apparatus of the above nentioned printing nmachine
"Konori Lithrone 40 No. L 440-772". Indeed, to the
extent that the text appended to photograph No. 15 and
the statutory declaration (docunent E4) give rise to
the mentioning of elenents or features which are not
recogni sabl e in photograph No. 15, these el enents or
features have to be disregarded for |ack of proof
beyond any reasonabl e doubt, because, as far as the
text appended to photograph No. 15 is concerned, it
does not bear any date, and, as far as the statutory
declaration is concerned, it is very doubtful whether a
person is capable of recalling exactly what he or she
saw several years ago.

The latter is also the reason why the Board did not
consi der hearing M Filsinger as a w tness.

Mai n request

Novel ty

Docunent E1 di scloses a pl ate exchange apparatus for a
printing press, conprising a plate holding unit 83
supported on frames such that a distal end thereof is
novabl e between an operative position (cf. Figures 9
and 11, dashed lines), where that distal end cones
close to plate | ockup devices 5, 30 disposed in a gap
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of a plate cylinder 1, and a storing position

(cf. Figure 11, full line) where that distal end is
retracted fromsaid operative position. According to
Figures 9 and 10 of docunent E1, at that distal end,
the plate holding unit 83 conprises an unnunbered

el ement conprising a circunferential outer surface. In
the two-dinensional illustration of Figure 9, that

el enment contacts a line indicating the outer
circunferential surface of the plate cylinder, when the
plate holding unit is in the operative position.

The description of docunment E1 is silent about that

el enent and its purpose. The draw ngs do not show

whet her, in the operative position, that elenent is
actually brought into contact wwth a nenber on the
plate cylinder. Accordingly, it is neither directly and
unamnbi guousl y derivable fromthe discl osure of docunent
El that that elenent is in contact wwth a nenber on a
pl ate cylinder nor that that el enent has the function
of a positioning el enent.

Phot ograph 15 of docunent E3 shows a portion of a plate
hol ding unit conprising a roll-like elenent |ocated at
an outer end of that unit. Photograph 15 does not show
the plate holding unit together with the plate
cylinder. Accordingly, the photograph does not disclose
a plate holding unit novabl e between an operative and a
retracted position. Neither does it indicate whether or
not that roll-like element, in an operative position,
contacts a nenber of the plate cylinder.

The subject-matter of claim1 according to the main
request is therefore novel with regard to the cited
prior art.
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I nventive step

Cl osest prior art

Docunent E1, which represents the closest prior art,
relates to a plate exchange apparatus according to the
preanble of claiml1l. The apparatus conprises a plate
hol di ng unit which, in the operative position, receives
an old printing plate 89 taken off the plate cylinder,
and delivers a new plate to be wound around the plate
cylinder. The old plate 89 is inserted into a receiving
chanber of the plate holding unit formed by guide
plates 88, cf. colum 10, lines 51 to 57 and Figure 9.
The new plate 105 is noved fromthe plate hol ding unit
towards a | ockup device 5 of the plate cylinder
conprising gripping neans, cf. Figures 3 and 9.

Probl em - Sol uti on

In order to assure a correct functioning of the plate
exchange apparatus as di sclosed in docunent El1, the

pl ate holding unit has to be brought in a position
which allows entering of the old plate into the chanber
of the plate holding unit provided therefor, and
insertion of the new plate into the gap fornmed by the
opened gri ppi hg neans of the |ockup device 5.

The probl em underlying the patent in suit may therefore
be seen in providing a plate exchange apparatus wherein
the plate holding unit can be brought into a position
allowing the old plate to be received and a new pl ate
to be delivered.

The patent in suit suggests a plate exchange apparat us
wherein positioning elenents are provided at the distal
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ends of the plate holding unit, which, in the operative
position, are brought into contact with a nenber of the
pl ate cyli nder.

A person skilled in the art woul d consi der providing
nmeans for positioning the plate holding unit in the
operative position with respect to the plate cylinder
in order to assure the correct functioning of the
apparatus, and, in view of the prior art as disclosed

i n docunent E1 and the photograph 15 of docunent E3, he
woul d consi der the solution suggested by the patent in
suit.

Phot ograph 15 of docunent E3 shows the | ower portion of
the plate holding unit, which is very simlar to the

| ower portion of the plate holding unit shown in
docunent E1. The plate holding unit shown in

phot ograph 15 conprises a roll-like elenent |ocated at
the bottom and at an outer side edge of the plate

hol ding unit. A person skilled in the art would thus
recogni ze that that cylindrical roll-Iike el enment
corresponds to the el enent having an outer
circunferential surface illustrated in Figure 9 of
docunent E1.

Accordi ngly, photograph 15 of docunent E3 indicates, in
nore detail, the structure and the | ocation of that
el enent depicted in Figure 9 of docunent EL.

Wth an arrangenent of the roll-like elenment on the

pl ate holding unit as shown in photograph 15, the

el enment corresponding to it and shown in the apparatus
according to docunent El, in the operative position,
cones close to the di sk-shaped bearer 34, shown in
Figure 1 of docunent E1. The bearer 34 is a nenber of
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the plate cylinder, cf. Figure 1 and description,
colum 7, lines 54 and 55 of document E1. Wthout the
necessity of applying an inventive step, a person
skilled in the art would thus recognize that that roll -
i ke el ement and the disk-shaped bearer constitute
nmeans suitable for positioning the plate hol ding unit
With respect to the plate cylinder, in that that

el ement is brought into contact with the bearer.

Therefore, the subject-matter of claim1 according to
the main request does not involve an inventive step
within the nmeaning of Article 56 EPC.

Auxi | i ary request

Anmendnent s

Caiml represents a conbination of the features of
clainms 1 and 3 of the patent in suit as granted and is
based on clains 1 and 3 of the application as filed.
Therefore, the anmended claim 1l does not contravene
Article 123 (2) and (3) EPC

Novel ty

Since claim1l conprises all the features of claim1 as
granted whi ch has been found to be novel with regard to
the cited prior art, cf. paragraph 2.1 above, the
subject-matter of claim1 according to the auxiliary
request al so neets the requirenent of novelty

(Article 54 EPC).

I nventive step

According to claiml1, in the operative position, the
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positioning nenbers are in contact with a pair of

di sk-shaped bearers provided at two end portions of the
plate cylinder. Furthernore, the plate holding unit is
stopped at the operative position while the positioning
menbers are urged agai nst circunferential surfaces of

t he bearers.

Docunent E1, however, already discloses a plate
cylinder provided with a pair of disk-shaped bearers 34
| ocated at two end portions of the plate cylinder,

cf. colum 7, lines 54 and 55 of the description and
Figure 1. Accordingly, a person skilled in the art
would simlarly provide a pair of positioning nenbers
contacting that pair of bearers thus avoi di ng any
curling of the plate holding unit.

Furthernore, in order to maintain a predeterm ned
position of an elenent in contact w th another nenber,
it belongs to the commbn general know edge of a person
skilled in the art, to provide nmeans for stopping that
el ement and urging it against its counterpart. A person
skilled in the art would use that generally known
principle also in connection with a plate exchange
apparatus as disclosed in docunent E1 without the
necessity of applying an inventive step.

The subject-matter of claim 1l according to the
auxi liary request thus does not involve an inventive
step within the nmeaning of Article 56 EPC.

Consequently, neither the main request nor the
auxiliary request of the respondent are all owabl e.



5.2

0714.D

- 15 - T 0333/98

Requests for different apportionnent of costs

In the present case, the appellant requested the
revocati on of the patent in suit. Thus, the burden of
proof of any non-patentability is with the appell ant.
The respondent is not obliged either to submt any
facts or, as patent proprietor, to request revocation
of his patent.

Therefore, the appellant's request for apportionnent of
costs is refused.

The al legation of prior use was filed by the appell ant
i n response to a communi cation of the Qpposition

Di vi si on announcing its provisional opinion that the
prior art on file on that date did not prejudice the
mai nt enance of the patent in suit. Since the Qpposition
Di vision did not share the appellant's view of the

rel evance of the cited docunent, it is the legal right
of the appellant to undertake steps he finds suitable
in order to inprove his position. Since, |ater on, he
al so was adversely affected by the decision of the
Qpposition Division, this applies also to the appea
procedure.

Furthernore, the allegation of prior use and witten
evidence were filed in the course of opposition
procedure and before the final date of 12 Novenber 1997
set in accordance with Rule 71a EPC by the Qpposition
Division. Admttedly, the statutory declaration E4 was
filed after that final date, however, this was made in
conpliance with a respective request of the Qpposition
Di vi si on di spatched two days before.

Therefore, the Board concludes that there is no abuse
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of the procedure by the appellant.

Consequently, the respondent's request that the
docunents concerning the alleged prior use be rejected
because of their belated filing as well as the
respondent's request for a different apportionnent of
costs are refused.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

3. The requests for apportionnent of costs are refused.
The Regi strar: The Chai r man:

M Dai nese W Moser

0714.D



