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Summary of Facts and Subm ssi ons

Eur opean patent No. 0 272 305 was granted on 2 March
1994 on the basis of European patent application
No. 87 904 425. 3.

1. The granted patent was opposed by the present
appel l ants, who requested that the granted patent be
revoked in its entirety. On the official formused for
drafting the notice of opposition the appellants
i ndicated that they were objecting to the patent under
Article 100(a) EPC (lack of novelty and inventive step)
and Article 100(c) EPC (i nadm ssible extension of
subject-matter). However, only the objections under
Article 100(a) EPC were in any way substanti at ed.

O the prior art docunents relied upon by the

appel lants in the course of the opposition proceedi ngs
in support of their objections to |ack of novelty and
i nventive step only the foll ow ng have pl ayed any
significant role on appeal:

(D3) Takeo Nakagawa et al in Proceedings of 25th
I nt ernati onal Machi ne Tool Design Research
Conf erence, pages 505 to 510, published in 1985.
( D6) JP-U-59 161896
(D10) JP-A-55 45565
L1, Wth its decision posted on 10 February 1998 the
Qpposition Division held that the patent coul d be
mai ntai ned in anended formon the basis of claim1 as

granted and i ndependent claim 12 as submtted at the

1873.D N
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oral proceedi ngs on 26 Septenber 1996.
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Cains 1 and 12 read as foll ows:

"1. Apparatus for producing an integral three-

di mensi onal object (22) from conputer data, the
apparatus conprising a storage station (26) for storing
and supplying sheet-like nmaterial to form said object
(22), a conputer (36) operable to generate data
defining a series of planar shapes corresponding to a
succession of parallel sections taken progressively

t hrough sai d object (22) at spaced intervals, a shaper
(30) for receiving material from said storage station
(26) and responsive to said data from said conputer
(36) to convert said material into a plurality of

| am nations (24) each having shapes corresponding to
sai d planar shapes, a stacker (38) for receiving said

| am nations from said shaper (30) and arranged to stack
said | am nations (24) successively one on top of the
other in an order corresponding to the order of
successi on of said planar sections, |ocating neans (78)
cooperating wth the stacker for ensuring the correct
attitude of each lam nation (24) in said stack and
bondi ng nmeans for bonding said | am nati ons together to
formsaid three-di nensi onal objects (22) characterised
in that said sheet like material is a bimaterial in

whi ch one material is the primary material for the

| am nation and the other material is a bonding materi al
for achieving an integral bond between | am nations when
subj ect to heat and/or pressure, and further
characterised in that said bondi ng nmeans incl udes
pressure and/ or heating neans for effecting an

i nt egrated bond between adjacent |am nations (26) and
control neans responsive to the stacker for actuating
sai d pressure and/or heating neans to integrally bond
each | am nati on upon being stacked to the immedi ately
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adj acent lam nation (26) during an interval before the
next successive lamnation is stacked thereon.”

"12. A nethod for producing an integral three-

di mensi onal obj ect nanely conpl ex three di nensi ona
parts, dies, nolds, prototypes fromconputer data, the
met hod conprising steps of supplying a sheet-1ike
material to form said object, generating data defining
a series of planar spaces corresponding to a succession
of parallel sections taken progressively through said
obj ect; at spaced intervals, shaping said material in
accordance with said data to convert the material into
a plurality of individually contoured | am nati ons of
the sane or gradually varying shape each coated with
sai d bondi ng conponent and havi ng shapes correspondi ng
to said shapes, stacking said |am nations successively
one on top of the other in an order corresponding to
the order of successions of said planar sections,

| ocating each lam nation as it is stacked and bondi ng
said | am nations together to formsaid three-

di mensi onal object characterised in that said sheet-
like material is a bimaterial in which one material is
the primary material for the [am nation and the ot her
material is a bonding material for achieving an

i ntegral bond between |am nations when subject to heat
and/ or pressure and further characterised by the step
of applying heat and/or pressure to integrally bond
each | am nati on upon being stacked to the immedi ately
adj acent lam nation (26) during an interval before the
next successive lamnation is stacked thereon."

Dependent clains 2 to 11 and 13 to 27 relate to
preferred enbodi nents of the apparatus according to
claim1l and the nethod according to claim12
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respectively.

The description of the patent specification was to be
mai ntained in its granted form

At the oral proceedings the appellants put forward for
the first time various objections to the effect that
granted clains 1 and 12 contai ned subject-matter

ext endi ng beyond the content of the application as
originally filed. The Qpposition D vision exercised its
di scretion to disregard these | ate subm ssions
concerni ng ground of opposition under Article 100(c)
EPC.

| V. An appeal against this decision was filed on 30 March
1998 and the fee for appeal paid at the sane tine.

The statenent of grounds was filed on 8 June 1998. The
appel |l ants request that the decision under appel be set
aside and the patent revoked in its entirety.

Wth a letter received on 20 January 1999 the
appel | ants nmade further subm ssions and filed inter
alia a further prior art docunent, viz. (D12)

US- A-4 285 754.

V. Wth a letter dated 31 May 1999 the respondent
(proprietor of the patent) conceded that docunent D12
represented the closest state of the art. He contended
however that the contested decision should stand even
in the light of the content of this docunent and the
appeal be dismssed. In the alternative he requested
the replacenent of claim 12 as agreed by the Opposition
Division by a nodified claim 12 according to an

1873.D N
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auxiliary request. The nodified nethod claim112 had
been brought into closer correspondence w th apparatus
claim 1.

Oral proceedings before the Board were held on 29 June
1999.

The argunents put forward by the appellants can be
sunmmari sed as foll ows:

The Opposition Division had erred in denying the high
prima facie rel evance of the objections raised under
Article 100(c) EPC and in therefore disregarding them
The respondent woul d have been put under no

di sadvantage by admtting the objections since all that
woul d have been required was a conparison of the
granted i ndependent clainms with the origina
application and it could be assuned that the respondent
was wel | acquainted with the docunents he had filed

hi msel f. The Board should therefore proceed to exam ne
these objections as to their substance. The nost
significant ones were that the clains referred to
bondi ng by "heating" whereas the original application
only referred in this context to spot brazing, that in
t he enbodi nent where spot brazing was used this did not
in any case lead to an integral bond between the

| am nations and that there was no disclosure of bonding
by the application of heat and pressure. Myreover, in
view of the fact that claim 12 had been anended the
Board was now obliged to consider the objections raised
against it irrespective of its opinion as to how the
Qpposition D vision handl ed the matter.

The subject-matter of claim1l was not novel wth
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respect to the disclosure of docunent D12. The

appar atus descri bed there worked in essentially the
same way as that taught by the patent to produce an
integral solid object of conplex shape by stacking up

| am nati ons each having a planar shape corresponding to
a respective section through the object. An adhesive
was applied to each |lam nation before it was added to
the stack and it was apparent fromits nane al one that
the part of the apparatus designated as the "shear and
press station" nust include neans for applying pressure
to that lamnation in order to secure its bonding to
the rest of the stack. Furthernore, the reference in
claiml to a "bimaterial" sheet had to be understood in
the context of the patent specification fromwhich it
was clear, see colum 7, lines 26 to 31, that the term
extended to a sheet material which had adhesive applied
to it during its passage through the apparatus, which
was exactly the case in docunent D12. If any

di stinctions between the subject-matter of claim1l and
this prior art did exist then they were of a trivia
nature, so that at the very | east the clained apparatus
| acked i nventive step, especially having regard to the
common general know edge of the person skilled in the
art as exenplified in docunents D3, D6 and D10.

The subject-matter of independent claim 12 was

di sti ngui shed fromthe nethod disclosed in docunent D12
only insofar as the clained nethod required the shaping
operation to be perfornmed on bimaterial which was

al ready coated with a bondi ng conponent, whereas in
docunent D12 the bondi ng conponent was coated onto the
sheet material imedi ately after shaping thereof. This
was an insignificant nodification of the known nethod,
well within the routine design conpetence of the person
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skilled in the art, which could not justify an
I nventive step

In reply the respondent argued essentially as follows:

The Board should not interfere wwth the decision of the
Qpposition Division not to consider the bel ated
subm ssi ons of the appellants concerning the new ground
of opposition under Article 100(c) EPC. In comng to
this decision the Opposition Dvision had clearly
exercised its discretion in a proper way, follow ng the
princi pl es devel oped by the Boards of Appeal inits
extensive case | aw of the subject of the interplay
between Article 114(1) and (2) EPC. In any case, the
obj ections of the appellants did not stand up to cl oser
exam nation since when proper account was taken of the
totality of the disclosure in the original application
a clear basis for the clainms could be found therein.

The appel |l ants had gl ossed over a nunber of

di stinctions between the clained subject-matter and the
di scl osure of docunent D12, the nost fundanental of

whi ch was that this prior art docunent was not directly
concerned with the production of an integral solid body
but merely with the production of planar el enents which
coul d be stacked and bonded to form such a body. Thus

t he bondi ng step was not part of the teachings of
docunent D12 and the person skilled in the art would
therefore proceed to bond the stack of planar el enents
resulting fromthe nethod and apparatus of this
docunent by neans of whol e stack pressure bondi ng as
was proposed for exanple in docunent D3. There was

not hing i n docunment D12 or for that matter in any ot her
state of the art docunent which could suggest to the
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person skilled in the art what was the core idea of the
present invention, nanely bondi ng each | am nation or

pl anar el enment to the growing stack as it is forned so
that wwth the addition of the |ast |am nation the
required integral solid object had been obtai ned, which
requi red no further processing.

The ot her distinctions over the prior art according to
docunment D12 were | ess inportant, but not

insignificant. In particular, the conputer disclosed
there controll ed the sequence of operation of the
apparatus but did not itself generate the data needed
to formthe planar elenents. Secondly, docunent D12 did
not propose the shaping of a bimterial but adopted the
nore conpl ex arrangenent of applying adhesive to the
base sheet material after it had been forned.

Taking all of these distinctions into account it was
apparent that the subject-matter of the independent
clai ms was both novel and inventive.

Reasons for the Deci sion

1873.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC;, it is
t heref ore adm ssi bl e.

bj ections under 100(c) EPC

Inits review of the decision of the Opposition
Division to disregard the bel ated objections under
Article 100(c) EPC against the granted clains 1 and 12
the Board is guided by the principles set out in
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decision T 986/93 (QJ EPO 1996, 215), see in particular
points 2.1 to 2.5 of the reasons. As set out there a
Board of Appeal, having regard to the findings of the
Enl arged Board of Appeal in Opinion G 10/91 (QJ EPO
1993, 420), should only interfere with the

di scretionary decision of an Opposition Division to

di sregard |l ate-filed subm ssion concerning a new ground
of opposition if it is satisfied that there were, prim
facie, clear reasons for believing that this new ground
of opposition was highly rel evant and would in whole or
in part prejudice nmaintenance of the patent.

In the present case the objections under Article 100(c)
EPC raised at a very |late stage in the opposition
proceedi ngs are of a conplex nature involving difficult
questions of fact and law. In particular, they concern
inter alia the extent to which the person skilled in
the art would understand the reference to a specific

di scl osure as being exenplary for a nore broadly
defined neasure and the extent to which it is

perm ssible to conbine the features disclosed in
separate enbodi nents. This situation contrasts clearly
wWith that considered in T 986/93 (supra) where an
essential feature of the originally filed claim1l was
no | onger present in the granted claimallow ng high
prima facie relevance to be established w thout further
ado. Furthernore, the difficulties nentioned above are
conpounded by the very extensive nature of the origina
application, totalling 38 pages of description, 16

Fi gures and 85 clainms. For these reasons the Board is
satisfied that the Opposition Division did not m suse
its discretion when it elected to disregard the rel ated
obj ections under Article 100(c); accordingly the Board
will do |ikew se.
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Furthernore, the Board can see nothing attractive in
the proposition of the appellants that it was in any
case obliged to consider in detail the sane objections
of added subject-matter against claim 12 according to
the main and auxiliary requests since that claimhad
been anended and was therefore subject to full review
In this respect it is noted that the anendnents nmade to
claim 12 have no bearing what soever on the aspects of
the claimwhich the appellants find of fensive, cf.

T 301/87 (QJ EPO 1990, 335).

Novelty and inventive step

The central topic of discussion at the oral proceedi ngs
before the Board was the way in which the person
skilled in the art would understand docunent D12. In
the view of the appellants this docunent, when account
was taken of what was inplicit to its teachings, took
away the novelty of the subject-matter of claim1. The
respondent on the other hand saw several differences
(up to six if nore generally stated features in the
preanbl e and nore specifically stated features in the
characterising clause are counted separately) between
the cl ai ned apparatus and that disclosed in

docunent D12. In the opinion of the Board a fair
readi ng of docunent D12 leads to a result which lies
sonmewher e between the two extrenmes advanced by the
parties.

On the first inportant issue - whether the apparatus of
docunment D12 itself leads to a product which is an
i ntegral three-dinensional object - the Board finds
that the weight of the argunents lies in favour of the
appel l ants. However on the second inportant issue -
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whet her the document explicitly or inplicitly teaches
the person skilled in the art to apply pressure to each
| am nation to bond it to the stack being forned - the
scales tip back towards the respondent.

There is no dispute between the parties that the basic
I dea underlying docunent D12, nanely the production of
a three-di nensional object by building this up from

| am nati ons corresponding to a succession of sections
taken through the object at spaced intervals, is the
same as that utilised in the clainmed invention.

In the introductory description of docunent D12 it is
made clear that this underlying idea is not newin
itself and the stated purpose of the invention
presented in the docunent is to provide an efficient
and economi cal arrangenent for producing the

| am nations ("planar elenents”) for the construction of
the three-di nensi onal objects. To this end a | aser
cutter cuts the required contour of a lamnation into a
strip of material, |eaving some connecting tabs between
the lam nation and the body of the strip. Thereafter
the strip is forwarded to a second cutting station and
a blank is cut fromthe strip which includes the

| am nati on and surrounding parts of the strip. These
surroundi ng parts of the strip have been provi ded
before the first cutting station with registration
holes to facilitate accurate stacking of the bl anks
(and hence | am nations) once they have been separated
fromthe strip. The various cutting operations and
novenent of the strip through the apparatus is
controlled by a conputer. Although docunent D12 is
principally concerned with the formation of the

i ndi vidual lamnations, its disclosure clearly goes
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beyond that. In particular, it is explained in

colum 2, line 67 to colum 3, line 16 how adhesive is
applied to selected areas of the | am nation and
surrounding strip material between the two cutting
stations and in colum 4, lines 51 to 62, it is
expl ai ned how the bl anks cut fromthe strip are stacked
in proper alignment with each other by virtue of rods
passi ng through the registration holes in them In this
second passage it is stated that after renoval of the
surrounding strip material of the blank the contoured

| am nations are all attached to nei ghbouring

| am nations by adhesive, so that a solid rigid
structure is obtained. This structure is shown in

Fi gure 6.

Nevert hel ess, the respondent seeks to draw a

di stinction between the subject-matter of his

i ndependent cl ains and the disclosure of docunent D12
whi ch hinges on the neaning to be given to the terns
"integral" or "integrally bonding"” in those clains. The
respondent argues that his invention gives a product
which is already "integral" at the end of the stacking
of the | am nations and does not therefore require any
further bonding operation, for exanple the in-stack
pressure bondi ng taught by docunent D3. He adopts this
line of argunent despite the fact that the patent
specification contains enbodi nents where a subsequent

I n-stack bondi ng operation is taught as bei ng necessary
to give the final product. Nevertheless at the ora
proceedi ngs before the Board the respondent offered to
bring the description of the patent specification into
alignment with the interpretation of the clains he was
seeking, if the Board were to find in his favour on the
basis of that interpretation. Since this approach
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seened expedient it was the one which was adopted. The
guestion is therefore whether the product of the nethod
and apparatus disclosed in docunent D12 can be
considered as an integral three-dinensional object with
integrally bonded |lamnations in the sense argued by
the respondent. In the opinion of the Board that
question nust be answered in the affirmative.

Docunent D12 states unanbi guously in colum 4, |ines 60
to 62, that in the stack of |lamnations as shown in
Figure 6 the lam nations are attached to each other by
adhesive to give a "solid, rigid structure”. The only
pl ausi bl e under standi ng of that passage is that the
structure created by the stacking of the | am nations
does not require any further bondi ng operation to be
applied to it and that it is already "integral” in the
argued sense. There is nothing in docunent D12 which
coul d suggest to the person skilled in the art that
sone such further bondi ng operation m ght be necessary
nor is there any objective reason for himto believe
this to be the case.

On this first major aspect of the conpari son between
the clainmed subject-matter and the discl osure of
docunent D12 the Board therefore concludes that the
view of the appellants prevails. It is however
different with the second maj or aspect. Although the
docunent indeed refers in Figure 1 to the second
cutting station at which the blank is renoved fromthe
strip as a "shear and press station", the use of the
term "press" cannot unequivocally be interpreted as
meani ng that the station is responsible for pressing
the bl anks including the contoured | am nati ons agai nst
the top of the stack as this is built up. The term
"press” has a broad anbit, as indicated by the passage

1873.D N
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at colum 3, lines 23 and 24, of docunment D12 which
refers to the bl ank havi ng been "punched or pressed"
out of the strip material, thus giving a different
reference point as to why the designation of the

rel evant processing station includes the term"press”.
Furthernore, no other indicationis to be found in
docunment D12 that this processing station includes
nmeans for applying pressure to each lamnation as it is
added to the stack and before the next |am nation

arrives.

Thus without any need at this stage to refer to the

ot her features which the respondent sees as

di stinguishing his invention fromthe prior art the
Board is satisfied on the basis of the above

consi deration that the subject-matter of clains 1 and
12 is novel. It is now therefore necessary to address
the feature of sequential bonding of the | am nations by
the application of pressure fromthe point of view of

i nventive step. Here the Board cannot agree with the
respondent that the provision of neans for applying
pressure to each lamnation to ensure that it is
properly bonding to the underlying |am nation in the
stack i s sonething which goes beyond the routine

consi derations of the person skilled in the art on the
basis of his commobn general know edge as w tnessed by
for exanple docunments D6 and D10, both of which relate
to a nethod of formng solid bodies by sequentially
adhesi vel y bondi ng together a set of |am nations of
varyi ng contour.

Since in the opinion of the Board the main
di stingui shing features relied upon by the respondent
are either non-existent or do not involve an inventive
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step, it is necessary to consider the status of the
ot her features which the respondent sees as separating
his invention fromthe state of the art.

The first of these is the requirenment of claim1l that
the conputer is "operable to generate data defining a
series of planar shapes" whereas according to

docunent D12 the conputer, in the opinion of the
respondent, nerely supplies signals to the |aser cutter
to nove this around the required cutting contour. The
respondent therefore argues that the conputer only
stores data defining a series of planar shapes but does
not "generate" it. At best the Board can see here
little nore than a purely semantic distinction. In any
case it is not in dispute that at the relevant priority
date of the contested patent software for conputer

assi sted designing (CAD) was commercial ly avail abl e

whi ch coul d equi p a general purpose conputer to
generate the required data frominformati on concerning
the solid object to be produced, see for exanple
docunent D3. Thus nothing of inventive significance can
be seen in providing the conputer of docunent D12 with
such software.

The second further feature relied upon by the
respondent is the fact that according to docunent D12
the adhesive is only applied to the sheet-1ike nmateri al
after this has passed the cutting station where the
contoured | am nati ons have been fornmed whereas, they
argue, the clains require this cutting or formng

operation to be perfornmed on a "bimaterial™. It is
however clear fromcolum 7, lines 26 to 31 that the
term"bimaterial" is intended to extend to a sheet-1like

material which is only provided with a thin |ayer of
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adhesive once it has left the storage station. To this
extent therefore it is apparent that the clains do not
excl ude the possibility of the "bimterial" being
formed during the course of the sheet-like materi al

t hrough the apparatus or as the nethod proceeds.
Nevert hel ess the Board can agree with the respondent
that a fair reading of clainms 1 and 12 in the |ight of
the patent specification indicates that the bimateri al
IS in existence before the contoured | am nations are
formed. However, the Board cannot see how an inventive
step can be justified on the basis of this

di stinguishing feature since the nodification in
question is a design option freely available to the
person skilled in the art which has no bearing on the
fundanmental principles of operation of the clained
apparatus and nethod, nor for that matter any clearly
di scerni bl e advant ages.

Havi ng regard to the above the Board therefore cones to
the conclusion that the subject-matter of clains 1 and
12 as upheld by the Opposition Division | acks inventive
step. Caiml of the auxiliary request of the
respondent corresponds to that previously nentioned
claiml1, so for this reason alone the auxiliary request
must fail. In any case, the subject-matter of claim 12
of the auxiliary request, which claimhas been anended
by reference to the apparatus features of claiml1, also
| acks inventive step for the reasons expl ai ned above.

O der

For these reasons it is decided that:

1873.D N
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1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
S. Fabi ani F. Gunbel
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