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Summary of Facts and Submn ssions

1422. D

The appel |l ant (patentee) | odged an appeal against the
deci si on of the opposition division revoking patent
No. O 493 447.

OQpposition was filed against the patent as a whol e
based on Article 100(a) (lack of novelty and inventive
step), (b) and (c) EPC

The Opposition Division held that the subject-matter of
claim1l of a main and first auxiliary request in each
case |l acks novelty and that claim1l of a second

auxi liary request |acks an inventive step. The only
docunent relied upon was US-A-3 044 118 (D6).

Oral proceedings before the Board of Appeal took place
on 17 May 2001.

The appel | ant requests that the decision under appea
be set aside and that the patent be nmintained on the
basis of the follow ng requests submtted during the
oral proceedi ngs:

(a) main request: clains 1 to 5; or

(b) auxiliary request: claim1l in accordance with the
mai n request as single claim

The respondents | and Il (opponents OL and Q2) request
that the appeal be di sm ssed.
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| ndependent clains 1 to 4 of the main request read as
fol | ows:

"1l. A nethod for the use of gas-assistance in an

i njection nmolding systemincluding a nold having an
injection aperture, in the nolding of an article in the
formof a headl anp | ens cover (22) having a
substantially planar panel (30) which has a perineter
frame (32) of thicker cross section, a pair of nounting
flanges (34a) and (34b) attached integrally to opposite
| ateral ends of the panel (30) by respective webs (36a)
and (36b), center portions of the nounting flanges
(34a) and (34b) including notches (38a) and (38b)
configured to couple with actuator arns on a servo
nmechani sm whi ch woul d pivot the headl anp | ens cover
(22) between its open and cl osed positions, the nethod
conprising the steps of:

i njecting an anount of nolten plastic resin
sufficient for the preparation of the plastic article
(22) through the injection aperture and along a resin
fl ow path which extends fromthe injection aperture to
an article-defining cavity in the nold;

i njecting a charge of pressurized gas through said
resin flow path into the nold, nmaintaining the gas
charge under pressure within the nold while the plastic
resin solidifies wwthin the article-defining cavity;
and

relieving the gas pressure within said flow path;
wherein said resin flow path includes a runner portion
(26) which is substantially contiguous to a portion of
the article-defining cavity corresponding to the
substantially planar panel portion (30) and which
extends substantially along the width of said
substantially planar panel portion (30), said runner
portion (26) having a bul bous section and a section
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narrower than the contiguous portion of the article-
defining cavity corresponding to the substantially

pl anar panel portion (30) to facilitate the entry of
the gas into said runner portion (26), to accomobdate a
substantial quantity of pressurized gas to assist in
the nol ding process and to facilitate contai nnent from
the article-defining cavity,

the nolten plastic resin is injected at a pressure
sufficient to nomnally fill out the article-defining
cavity wi thout introducing mcroscopic stresses within
the plastic,

a charge of pressurized gas is injected into the
nol d, said gas charge being of pressure and quantity
sufficient to enter into the contiguous runner portion
(26) of the resin flow path contiguous to the portion
of the article-defining cavity corresponding to the
substantially planar panel portion (30), and not into
the article-defining cavity to assist in the fillout of
the cavity with nolten resin.”

"2. A nethod for the use of gas-assistance in the
nol ding of a plastic article (22) in an injection
nmol di ng systemincluding a nold having an injection
aperture, the nethod conprising the steps of:

i njecting an anmount of nolten plastic resin
sufficient for the preparation of the plastic article
(22) through the injection aperture and along a resin
flow path (24, 26) which extends fromthe injection
aperture to an article-defining cavity in the nold;

i njecting a charge of pressurized gas through said
resin flow path (24, 26) into the nold, maintaining the
gas charge under pressure within the nold while the
plastic resin solidifies within the article defining
cavity; and

relieving the gas pressure within said flow path;
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characterized in that said nethod conprises the
step of

i njecting said charge of pressurized gas into the
nold at a pressure and quantity sufficient to enter the
resin flow path but not into the article-defining
cavity;

i njecting a second charge of pressurized gas into
the nold at a |l ocation (23; 40) renote fromthe resin
flow path (24, 26), said second charge of gas being of
a pressure and quantity sufficient to enter the article
defining cavity but not into the resin flow path (24,
26) ;

mai ntai ning the first and second gas charges under
pressure within the nold while the plastic resin
solidifies within the article-defining cavity thereby
conpleting the formation of the plastic article, and

relieving the gas pressure within the resin flow
path (24, 26) and within the article-defining cavity."

"3. A nethod for the use of gas-assistance in the
nol ding of a plastic article (22) in an injection
nmol di ng systemincluding a nold having an injection
aperture, an article defining cavity and a resin
reservoir (40) in conmunication with the cavity, the
met hod conprising the steps of:

i njecting an anount of nolten plastic resin
sufficient for the preparation of the plastic article
through the injection aperture and along a first resin
flow path (24, 26) which extends fromthe injection
aperture to the article~defining cavity and al ong a
second resin flow path which extends fromthe article-
defining cavity to the resin reservoir (40);

injecting a first charge of pressurized gas into
the nold, said first charge being of pressure and
quantity sufficient to enter into the first resin flow
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path (24, 26), but not into the article-defining
cavity;

i njecting a second charge of pressurized gas into
the resin reservoir (40), said second charge of gas
bei ng of pressure and quantity sufficient to enter the
second resin flow path and thence into the article-
defining cavity but not into the first resin flow path
(24, 26);

mai ntai ning the first and second gas charges under
pressure in the nold during the solidification of the
plastic resin wwthin the article-defining cavity,

t hereby conpleting the formation of the plastic
article; and

relieving the gas pressure within the first resin
flow path (24, 26), and within the article-defining
cavity preparatory to renoving the plastic article (22)
fromthe nold."

"4. A nethod for the use of gas-assistance in the

nol ding of plastic article (22) in an injection nolding
systemincluding a nold having an injection aperture,
an article-defining cavity and a resin reservoir (40)

i n comunication wth the cavity, the nmethod conprising
t he steps of:

i njecting an anmount of nolten plastic resin
sufficient for the preparation of the plastic article
through the injection aperture and along a first resin
flow path (24, 26) which extends fromthe injection
aperture to the article-defining cavity and al ong a
second resin flow path which extends fromthe article-
defining cavity to the resin reservoir (40);

injecting a first charge of pressurized gas into
the nold, said first charge being of pressure and
gquantity sufficient to enter into the first resin flow
path (24, 26), but not into the article-defining
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cavity;

i njecting a second charge of pressurized gas into
the resin reservoir (40) said second charge of gas
bei ng of pressure and quantity sufficient to enter the
second resin flow path but not into the article
defining cavity;

mai ntai ning the first and second gas charges under
pressure in the nold during the solidification of the
plastic resin within the article-defining cavity,
thereby conpleting the formation of the plastic
article; and

relieving the gas pressure within the first and
second resin flow path preparatory to renoving the
plastic article (22) fromthe nold."

The appel | ant argued substantially as foll ows:

It is appropriate to retain clains 3 to 5 as granted as
i ndependent clains 2 to 4 in the nmain request. Cains 3
to 5 as granted are directed to features of the

enbodi nent of Figures 4 to 10, and the anended claim1
Is directed to a feature disclosed in the context of

t he enbodi nent of Figures 2 and 3. Since it is not
possi bl e to render clains based on clains 3 to 5 as
grant ed appendant to claim1l, the clains should be

al | owabl e as i ndependent cl ai ns.

The anmended claim1l is clearly based on the disclosure
of the application as filed. The interpretation of the
word "through" relied upon by the respondents | and |
is a purely semantic interpretation and not a technica
interpretation of the word. The term "conti guous" as
used in claiml includes within its scope the
illustrated arrangenent in which a franme portion is
present between the runner and the planar portion.
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The person skilled in the art is well aware of the
nmeani ng of the term"w thout introducing mcroscopic
stresses within the plastic" and is capabl e of
injecting the plastics material at a pressure
sufficient to nomnally fill out the article-defining
cavity but not so high as to introduce m croscopic
stresses into the plastics material. The patent in suit
thus conplies with the requirenent of Article 100(b)
EPC.

The subject-matter of the anended claim1l is novel and
i nvol ves an inventive step having regard to the
di scl osure of docunent D6.

The respondents | and Il argued substantially as
fol | ows:

The anendnents form ng the basis of the nain request
shoul d not be allowed. In view of the fact that the
amendnents were only filed at the oral proceedings,
they are not allowable in view of Rule 71a EPC. In
addition, the fact that the clains are directed to new
conbi nations and include three new i ndependent cl ai ns,
they are not allowable in view of Rule 57a EPC. The
anendnents are nmade nerely in order to enable the

appel lant to obtain additional protection, not to neet
a ground of opposition.

Claim1 does not satisfy the requirenents of

Article 123(2) EPC. Firstly, the application as filed
does not disclose a nethod conprising "injecting a
charge of pressurized gas through said resin flow path
into the nold". The term "through” neans conpletely

t hrough and therefore neans that the gas passes from
the runner portion into the article-defining cavity.



1422. D

- 8 - T 0313/98

Secondly, in the nmethod of form ng a headl anp | ens
cover as disclosed in the application as filed, the
runner feeds into the rim and not into the planar
portion of the article-defining cavity. The article-
defining cavity as disclosed in the application as
filed thus does not possess "a runner portion (26)
which is substantially contiguous to a portion of the
article-defining cavity corresponding to the
substantially planar panel portion (30)".

Whilst claim1 specifies that the nolten plastic resin
is injected at a pressure sufficient to nomnally fil
out the article-defining cavity w thout introducing

m croscopi c stresses within the plastic, there is no
teachi ng how the specified pressure is determ ned. The
patent in suit thus does not conply with the

requi renent of Article 100(b) EPC.

The cl osest state of the art is disclosed in docunent
D6. This docunment discloses a nethod of injection
nmoul di ng in which a charge of pressurized gas is
injected into a reservoir adjacent the article-defining
cavity, but not into the article-defining cavity
itself. In order to apply the teaching of this docunent
to an article having a substantially planar panel
portion, it does not involve an inventive step to
provide a runner portion having a formas defined in
claiml, that is, a runner which extends substantially
along the wdth of the substantially planar pane
portion and has a bul bous section and a section
narrower than the contiguous portion of the article-
defining cavity corresponding to the substantially

pl anar panel portion. The subject-matter of claiml

t hus does not involve an inventive step.
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Reasons for the Deci sion
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Mai n Request

Al lowability of the anendnents

According to the established jurisprudence of the
boards of appeal, the adm ssibility of anendnents to
the text of a granted patent during opposition and
subsequent appeal proceedings is a matter that is for
the instance in question to decide in its discretion
under Rules 57a and 58(2) EPC. To be adm ssi bl e,
proposed anendnents shoul d be appropriate and necessary
having regard to the nature of the grounds for
opposition and the issues raised thereby (see decisions
T 295/87 (Q) EPO 1990, 470), T 829/93 of 24 May 1996,

T 794/ 94 of 17 Septenber 1998, T 610/95 of 21 July 1999
and T 223/97 of 3 Novenber 1998).

On the basis of criteria laid down in T 295/87,
anmendnents to the text of a granted patent should only
be consi dered appropriate and necessary within the
nmeani ng of Rules 57a and 58(2) EPC and therefore

adm ssible, if they can be fairly said to be occasi oned
by grounds for opposition laid down in Article 100 EPC.

In the present case, the appellant anended the

clains in an attenpt to overcone the finding of the
Qpposition Division that claiml1l as granted and as
amended according to a first auxiliary request was not
new having regard to the disclosure of docunent D6, and
that claim 1l according to a second auxiliary request

| acks an inventive step having regard to the disclosure
of docunment D6. The anmendnents involve the repl acenent
of the clains as granted, which include a single
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i ndependent claimand thirteen dependent clains, with a
set of clains consisting of four independent

clains (clains 1 to 4) and a single dependent
claim(claimb).

Caim1l is anended so as to include features drawn
solely fromthe description, not corresponding to any
of the clains as granted, restricting the claimto the
noul di ng of a headl anp | ens cover, wherein the runner
has a bul bous secti on.

Caim2 is directed to a conbination of clains 1 and 3
as granted, claim3 is directed to a conbi nati on of
clains 1 and 4 as granted, claim4 is directed to a
conbi nation of clains 1 and 5 as granted.

In order to overconme the objections of |ack of novelty
and inventive step, it is sufficient for the appell ant
to anmend the sol e i ndependent claimas granted
(claim1l) either by conmbining the claimwth features
drawn fromthe dependent clains as granted, and thus
arriving at three i ndependent clains, or by introducing
features fromthe description into the sol e i ndependent
claimas granted. It is not, however, necessary to
establish a new set of clains conprising both the three
i ndependent clains arising froma conbination of the
clains as granted and an additional independent

cl ai m not having any counterpart in the granted version
of the clains.

Such an addition of a new claim not having any
counterpart in the granted version of the clains,
cannot be regarded as an attenpt to respond to an

obj ection under Article 100 EPC (see T 295/87, end of
poi nt 3).
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The amendnents form ng the subject of the main request
of the appellant are thus considered to be neither
necessary nor appropriate, so that the anendnents are
not allowable in view of Rule 57a EPC.

Auxi | i ary request

Al lowability of the anendnents

The respondents | and Il argue that the application as
filed does not disclose a nethod conprising "injecting
a charge of pressurized gas through said resin flow
path into the nold". It is suggested that the term

"t hrough" neans conpletely through and, therefore,
nmeans that the gas passes fromthe runner portion into
the article-defining cavity. This cannot be accepted.
The expression nust be interpreted to nean that the gas
Is injected through the resin flow path into the nould,
as opposed to being injecting into the nmould from

anot her location. The interpretation of the term as

pl eaded for by the respondents |I and Il would be in
flat contradiction to the remai nder of the claim which
states that "a charge of pressurized gas is injected
into the nold, said gas charge being of pressure and
quantity sufficient to enter into the contiguous runner
portion (26) of the resin flow path contiguous to the
portion of the article-defining cavity corresponding to
the substantially planar panel portion (30), and not
into the article-defining cavity to assist in the
fillout of the cavity with nolten resin". The
interpretation of the termas pleaded for by the
respondents | and Il is also in contradiction to the
description of the patent in suit, which nmakes it clear
that the gas does not pass beyond the runner and enter
the article-defining cavity.
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The respondents | and Il further argue that, in the

nmet hod of formng a headl anp | ens cover as disclosed in
the application as filed, the runner feeds into the rim
and not into the planar portion of the article-defining
cavity. The article-defining cavity as originally

di scl osed thus does not possess "a runner portion (26)
which is substantially contiguous to a portion of the
article-defining cavity corresponding to the
substantially planar panel portion (30)". The term
"contiguous" nust, however, be construed in the |ight

of the description and drawi ngs and, in particular,
Figures 2 and 3, which make it clear that the term
includes within its scope an arrangenent in which the
runner is not actually adjacent to the planar portion,
but is close to it and extends over the greater part of
the Il ength of the planar portion.

The cl ai mthus does not specify any feature which is
absent fromthe application as filed, and the
amendnments to claim1l1 satisfy the requirenents of
Article 123(2) EPC. In addition, the anendnents to the
sole claiminvolve a limtation of the protection
conferred as conpared with claim1l as granted and thus
al so satisfy the requirenments of Article 123(3) EPC.

Sufficiency of disclosure

According to the description of the patent in suit,
"the charge of plastic resinis injected at a pressure
sufficient to nomnally fill out the article-defining
cavity without any gas entry into the cavity but not so
great as to introduce mcroscopic stresses within the
plastic which will cause warpage upon renoval of the
article fromthe nold cavity or during subsequent
thermal cycling of the article” (colum 6, lines 25 to
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32). It is further stated that the "presence of
pressurized gas in the volune indicated at 28 [i.e.
wWithin the runner (26)] assists in the fill out of the
article-defining cavity with nolten resin to avoid the
need for relatively high plastic injection pressure”
(colum 7, lines 2 to 5). Thus, the use of pressurized
gas enables fill out of the article-defining cavity at
a lower plastics injection pressure, which avoids the
problens of internal stresses in the noulded article
caused by high injection pressures. The person skilled
inthe art is able to arrive at a pressure "sufficient
to nomnally fill out the article-defining cavity

wi t hout any gas entry into the cavity but not so great
as to introduce mcroscopic stresses within the
plastic" by alimted anount of trial and error based
on experience of gas assisted injection noulding of

pl astics articles having a high quality surface finish.

The patent in suit thus discloses the invention in a
manner sufficiently clear and conplete for it to be
carried out by a person skilled in the art.

I nventive step

The closest prior art is the nethod of manufacturing
the headl anp | ens cover having the formdefined in the
single claimby die casting netal, as discussed in the
patent in suit at columm 2, lines 28 to 41.

The problem facing the person skilled in the art is to
reduce the weight of the part so as to enable a | ower
rated notor to be used to pivot the headl anp | ens cover
between its open and cl osed positions.

Docunent D6 is concerned with form ng | arge,
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irregularly shaped articles by injection noul di ng of
plastics. It suggests that problens of shrinkage during
cooling and solidification may be overcone by injecting
a charge of pressurized gas into a reservoir adjacent
the article-defining cavity, but not into the article-
defining cavity itself. Gas pressure is thereby exerted
upon the plastics material in the article-defining
cavity, without the formation of a hollow article.
During cooling and solidification, plastics material is
forced fromthe reservoir into the nould cavity, thus
conpensating for shrinkage.

It may be assuned that the person skilled in the art
m ght wel|l consider that the headl anp | ens cover should
be manufactured by noul ding of plastics in order to
save wei ght as conpared with the die cast netal
conponent. The discl osure of docunent D6 may further
encourage the skilled person to inject a charge of
pressurized gas into a reservoir adjacent the article-
defining cavity, but not into the article-defining
cavity itself, in order to alleviate probl ens of
shrinkage during cooling and solidification of the
headl anp | ens cover, in view of its irregular shape.

There is, however, no suggestion in the cited prior art
that, in order to nould a headl anp | ens cover having
the formdefined in claiml, the resin flow path should
i nclude a runner portion which is substantially
contiguous to a portion of the article-defining cavity
corresponding to the substantially planar panel portion
of the headl anp | ens cover and whi ch extends
substantially along the width of the substantially

pl anar panel portion, the runner portion having a

bul bous section and a section narrower than the

conti guous portion of the article-defining cavity
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corresponding to the substantially planar pane
portion. By virtue of the runner portion having such a
form the entry of the gas into said runner portion is
facilitated and a substantial quantity of pressurized
gas is accommopdated in the runner portion to assist in
the nol di ng process and, at the sane tine, the gas is
contained in the runner portion and prevented from
entering the article-defining cavity.

The subject-matter of the sole claimof the auxiliary
request thus involves an inventive step.

1422. D Y A
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
foll ow ng docunents submtted during the ora
proceedi ngs:
d ai ns: 1 of the nmain request as single claim
Descri ption: pages 2 to 5
Fi gur es: 1 to 3 of the drawi ngs as granted.

The Regi strar: The Chai r man:

M Dai nese W Moser
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