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Summary of Facts and Subm ssi ons

0659. D

Thi s appeal is against the decision of the Exam ning

Di vi sion dated 15 January 1998 to refuse European

pat ent application No. 93 200 920.2 on the grounds of

| ack of clarity of claim19 (Article 84 EPC) and | ack
of unity between the subject-matters of clains 1 and 19
(Article 82 EPC).

The procedure before the first instance can be
sunmmari sed as foll ows.

Inits first conmunication (Cl) the Exam ning Division
rai sed the objection that the subject-matters of
claiml and claim 12 (which claimformed the basis for
the later claim19) were not |inked by a common

i nventive concept. Furthernore a nunber of clarity

obj ections were raised, and it was stated that the
subject-matters of the independent clains appeared to
be derivable fromthe four docunents marked as Y in the
Search Report and two further docunents. As to the | ast
obj ecti on no reasons were given.

In the second comruni cation (C2) the unity objection
was mai ntained. No further coments were nade as to an
I nventive step

The Applicant (Appellant) filed an anended set of
clainms, including a new i ndependent claim 19. Sone
claims - but not claim19 - contained hand-witten
amendment s.
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In a brief third conmunication (C3) the Exam ning
Division required inter alia that "fair copies of the
amendnents should be filed", taking account of Rules
36(1) and 35(10) EPC, "in particular wwith a viewto
avoi ding m stakes in printing any patent which nmay
result fromthe present application”

In reply, the Appellant filed a conpletely type-witten
set of clains.

In the fourth comunication (C4) clarity objections
were raised against claim19. The subject-matters of
claims 1 and 19 were found not to formunity. It was
furthernore said that the docunents cited did not seem
to be prejudicial to the patentability of clains 1 to
18.

In his reply, the Appellant conplained that C3 had
conveyed the inpression that the application fulfilled
the requirenents of the EPC. It was not understood why
mat eri al obj ections against claim19 had not been
raised already in C3 but only in C4. A new claim1,
cont ai ni ng m nor anendnents, was fil ed.

The Exam ning Division then refused the application.

Cains 1 and 19 read (omtting the reference signs):

"1. An apparatus conprising first and second connector
nmeans and first and second swi tching neans, the first
and second connector neans each having a signal input
termnal, a signal output termnal and a control signa
termnal, the first and second sw tching neans each
having first, second and third termnals, the first
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termnal of the first switching neans being directly
coupled to the signal output termnal of the second
connector neans, the second termnal of the first

swi tching nmeans being directly coupled to the signa

I nput termnal of the first connector neans, the first
termnal of the second swi tching neans being directly
coupled to the signal output termnal of the first
connector neans, the second term nal of the second
switching neans being directly coupled to the signa

I nput termnal of the second connector neans, the first
swi t chi ng neans bei ng adapted to couple the second or
the third termnal to the first term nal under the

i nfluence of a first control signal, the second

swi tchi ng neans bei ng adapted to couple the second or
the third termnal to the first termnal under the

i nfl uence of a second control signal, the apparatus
further conprising control signal generator neans
having a first termnal coupled to the directly

i nterconnected control signal terminals of the first
and second connector neans, and an output term nal for
supplying the first and second control signal for the
first and second sw tching neans respectively, the
apparatus further conprising third connector neans
having a signal input termnal, the signal input

term nal of the third connector neans being coupled to
the third termnals of the first and second sw tching
nmeans, the control signal generator neans having a
second second (sic) termnal for receiving a contro
signal, and being adapted to generate a sw tching
control signal for at |east one of the first and the
second switching neans, in response to the contro
signal applied to its second term nal

19. A control signal generator neans for use in the
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apparatus as clainmed in claim12, characterized in that
it conprises a controller and an input-output circuit
conprising a first termnal coupled to the first
termnal of the control signal generator neans, an

I nput coupled to an output of the controller, and an
out put coupled to an input of the controller, first |ow
pass filter nmeans bei ng coupl ed between the input
termnal and the first termnal, and di ode neans being
coupl ed between the first termnal and a first point of
constant potential."

According to the appeal ed decision, the only feature
claims 1 and 19 had in conmon was the "control signa
generat or neans" conprising a "first termnal". A
signal generator equipped with a term nal was not a
speci al technical feature in the sense of Rule 30 EPC

In the grounds of appeal the Appellant presented no
argunments as to the clarity and unity issues. I|nstead,
the foll owi ng was subm tted:

In C1 the Exam ning D vision had coonmtted a procedura
violation by not indicating the closest prior art
docunent but nerely referring in general terns to no

| ess than six docunents and leaving it to the Appell ant
to find out by hinself which was the cl osest one. Such
a behavi our was against Rule 51(3) EPC which required
"any conmuni cation pursuant to Article 96(2) EPC to
contain a reasoned statenent covering, where
appropriate, all the grounds against the grant of the
Eur opean patent”. Moreover, the statenent in the
decision to the effect that only two docunents had been
referred to in Cl1L was incorrect.
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In C3 the Exam ning Division had requested the
applicant to produce fair copies of previously filed
repl acenent pages containing hand-witten anmendnents
"Wth a view to avoiding m stakes in printing any

pat ent which mght result fromthe present

application". In the appeal ed deci si on, however, the
Exam ni ng Di vi sion gave the inpression that the hand-
witten anendnents had been illegible and that for this
reason exam nati on had had to be resuned. (Actua
wordi ng used in the decision: "a fair and | egible set
of clains 1 to 19 was only filed in response to the
third communication... it was therefore only possible
for the Exam ning Division to raise objections against
claim19 at this later stage".) This appeared to be an
ex post defence of the Exam ning Division to support
its behaviour, especially considering that claim19 had
not contai ned any hand-witten anendnents at all. The
Exam ning Division's attitude during the proceedi ngs
was not considered to be based on good faith.

The Appel | ant request ed:

Mai n request:

(a) reinbursenment of the appeal fee, for the reason
that the exam ning division did not act in good
faith and violated Rule 51(3) (a procedural

vi ol ation),

(b) reversal of the decision to reject the
application, and

(c) referring the case back to the exam ning division
and instructing the examning division to continue



VII.

0659. D

- 6 - T 0302/ 98

t he exam nation proceedings in good faith;

Auxi |l i ary request:

(a) reinbursenent of the appeal fee, for the reason
that the exam ning division did not act in good
faith and violated Rule 51(3) (a procedural
vi ol ation),

(b) reversal of the decision to reject the
application, and

(c) referring the case back to the exam ning division
and instructing the examning division to i ssue a
decision to grant a patent on the docunents now on
file but excluding claim19,

(d) oral proceedings in the event that the board of
appeal intended to reject the appeal.

In a comruni cation pursuant to Article 110(2) EPC the
Board gave the follow ng prelimnary opinion

As to the main request, the argunents given in the
appeal ed deci sion in support of the objection under
Article 82 EPC appeared convincing. Therefore the nmain
request was not likely to be granted.

On the other hand, the auxiliary request for remttal
to the Exam ning D vision on the basis of the anended
set of clainms would probably be granted since the

del etion of claim 19 overcane all the objections which
had led to the refusal.
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In respect of the Appellant's subm ssion that the
Exam ni ng Di vision had commtted a procedural violation
by not respecting Rule 51(3) EPC and had not acted in
good faith, the followng was said in the Board's
conmuni cati on

It was true that the issue of inventive step was not
nore than hinted at in ClL. It was furthernore clear
that an applicant was not required to figure out

hi msel f why a clai ned invention m ght not be inventive
in respect of one or nore of six collectively cited
docunents. However, the objection raised first in Cl
was in respect of non-unity. The nature of this

obj ecti on was such that, as long as it had not been
overcone, no further substantive exam nation could be
perfornmed since it still had to be determ ned which

i nvention should be exam ned. This was al so expressed
in the EPO standard cl ause reproduced at paragraph |.1
of Cl. It would therefore have been possible for the
Exam ning Division not to raise any further objections
at all at that stage, in accordance with the CGuidelines
CVlI 3.6. It was hard to see how an exam ni ng di vi sion
could be criticised for giving a prelimnary opinion on
the patentability of the different subject-matters.
Sone applicants might appreciate this as it could
assist themin limting the application. An applicant
who was of the opinion that such hints were not hel pful
was naturally free to ignore them

Furthernore, in C3 only fornmal objections had been

rai sed, based on Rule 36(1) and Rule 35(10) EPC. It was
agreed that these objections appeared |argely
poi ntl ess; the replacenent pages which had been filed
inreply to C2 were believed to have been in a form
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whi ch was normal |y accepted by the EPO Since no
fundanent al objections were nentioned in C3, in
particul ar under Article 82 EPC, it was understandabl e
that the Appellant got the inpression that grant was
envi saged and that he was | ater surprised at the
objections raised in C4. This was unfortunate but
hardly represented a procedural violation.

The Appellant had furthernore conplained that it was
suggested in the decision that the clains filed in
reply to C2 were illegible. The Board agreed that the
clains had not been illegible. This statenent in the
deci si on under appeal was surprising in the

ci rcunst ances.

Considering, with the benefit of hindsight, the whole
procedure before the first instance it appeared that it
woul d have been better if the Exam ning D vision had
rai sed only the non-unity objection and had been
prepared to base an early refusal on it.

Wth letter dated 27 August 1998 the Appellant w thdrew
his request for oral proceedings.

Reasons for the Deci sion

1

2.1

0659. D

The appeal is adm ssible.
The Appellant's nmain request ( see point VI above)
The Board understands the Appellant's nmain request as

meani ng that the Exam ning Division' s decision be
reversed because of a substantial procedural violation
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and to remt the case to the exam ning division to
conti nue the exam nation proceedings. In this context
the Board would like to point out that the Appell ant
had anpl e opportunity to comment on the objections

rai sed by the Exam ning D vision under Articles 84 and
82 EPC, so that the requirenents of Article 113(1) EPC
have been net. Furthernore, there was no request for
oral proceedi ngs which m ght have been overl ooked. Thus
the Exami ning Division commtted no substantia
procedural violation because of which the Board woul d
have to set aside the decision under appeal.

Al t hough the Board may wel | understand that the
Appel | ant was dissatisfied with sone aspects of the
procedure as well as with certain parts of the
decision, it appears sufficient in the circunstances to
refer to the coomments nmade in the Board' s conmmuni cation
(see point VIII above).

No substantial procedural violation having been
comm tted, reinbursenment of the appeal fee has to be
ref used.

Apart fromthis it should be noted that the statenent
setting out the grounds of appeal is concerned with

procedural matters, but contains no grounds as to why
t he deci sion under appeal would be wong in substance.

The deci sion was based on |ack of unity between the
subject-matters of clains 1 and 19 (Article 82 EPC) and
| ack of clarity of claim19 (Article 84 EPC).

Limting itself to the unity issue, the Board finds the
argunents given in the decision (see point |V above)
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convi ncing, as already pointed out inits
communi cation, and thus al so on substantive grounds
sees no reason to set aside the decision under appeal.

Since there are no sufficient grounds for setting aside
t he deci sion under appeal, also remttal to the
Exam ni ng Di vision under the main request has to be
refused. It follows that the main request has to be
refused in toto.

The auxiliary request (see point VI above)

The Appel |l ant requests the reversal of the decision to
reject the application and referring the case back to
t he Exami ning Division and instructing the Exam ning
Division to issue a decision to grant a patent on the
docunents now on file.

As far as this request is based on the substantia
procedural violation alleged to have been commtted by
the Exami ning Division, also the auxiliary request has
to be refused for the sane reasons whi ch have been

gi ven hereinbefore in this respect for the refusal of
the main request. This also applies to the

rei mbursenent of the appeal fee: Such rei nbursenent has
to refused under the auxiliary request for the sane
reasons as it was refused hereinbefore under the main
request.

However, according to the auxiliary request claim19 is
del eted. The deletion restores unity and noreover has
the effect that the part of the decision under appea
which deals with clarity no | onger applies.
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As to the Appellant's request that the Exam ning

Di vision be instructed to grant a patent, it is noted
that the decision under appeal only concerns the
provi sions under Articles 82 and 84 EPC, exam nation
with regard to the other requirenments of the EPC

obvi ously not yet having been carried out.

In these circunstances the Board thinks it appropriate
to preserve for the Appellant the right to exam nation
in tw instances also with regard to said other

requi renents of the EPC. The case is therefore remtted
to the Examning Division with the instruction to

conti nue the prosecution and in particular to continue
t he exam nati on.

The auxiliary request is therefore allowable to the
extent of setting aside the decision under appeal and
remtting the case to the Exam ning D vision for
further prosecution on the basis of clains 1 to 18 and
the ot her patent application docunents now on file.

For these reasons it is decided that:

0659. D

The deci si on under appeal is set aside.

The Appellant's main request is refused.

The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 18 and the

ot her patent application docunents now on file in
accordance with the Appellant's auxiliary request.
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4. The request for reinbursenent of the appeal fee is
ref used.
The Regi strar: The Chai r man:
M Ki ehl P. K J. van den Berg

0659. D



