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Summary of Facts and Subm ssi ons

The present appeal s are agai nst the decision of the
Qpposition Division to maintain European patent

No. 0 377 330 in anended form The appeal s have been
filed by the Patentee and by Qpponent 1. Qpponent 2 is
a party to the proceedings as of right.

1. Opponent 1 had opposed the patent on the grounds that
the invention was not new or did not involve an
i nventive step having regard to - anong others - the
docunent s

OLD1: Dat apro Research Corp. 1976 "I BM Synchronous
Data Link Control (SDLC)", pages manually
nunbered 1 to 6,

O1LD2: Manual "1BM Synchronous Data Link Contro
Ceneral Information, 1974, pages 3-1 to 3-13,
and

O1D3: US- A-4 562 535.

L1l Opponent 2 had opposed the patent on the ground that
the invention did not involve an inventive step. In
particular, the follow ng docunents were cited:
o2D2: DE- A-3 347 357

2Dr: DE- A-3 328 834

o2D08: EP- A-0 208 998.
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The Opposition Division held that the subject-matter of
claim1l according to the then main request was not

i nventive over prior art mainly cited by opponent 2. It
was al so decided that the invention was new with
respect to the prior art cited by opponent 1, in
particular OLD1 and OLD2, but the question of inventive
step in respect of these docunments was not discussed.
The subject-matter of claim1l of the then auxiliary
request was regarded as patentable.

The Patentee and Opponent 1 | odged appeals against this
deci sion. Qpponent 1 filed a new docunent together with
t he grounds of appeal,

OLD4: EP-A-0 192 795.

OlD4 was said to denponstrate the obvi ousness of the
invention as clainmed in the patent in the naintained
ver si on.

On 27 Cctober 1998 the Patentee filed new clains
according to a main request (Caim Set A) and an
auxiliary request (CaimSet B).

Caim1l of the main request read as follows (omtting
the reference signs):

"A material processing systemconprising a plurality of
peri pheral nodul es and a base nodul e, said base nodul e
including a central processor, each of said periphera
nodul es i ncluding a peripheral processor, and

- a serial data link inter-connecting said
processors in a serial manner to forma
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conmuni cation | oop, said central processor

i ncl udi ng neans for providing a system command
signal along said serial link to the first of said
peri pheral nodul e processors,

- each said peripheral processor including neans
responsive to said system command signal for
adding thereto a tag, said tag including data
representative of the address and configuration of
sai d processor and for passing said system command
signal along said serial data link to the next
successi ve nodul e processor, the system command
signal thus passing fromnodule to nodul e around
the I oop accunmulating the tags fromall respective
peri pheral processors, until the [ast of the
peri pheral processors passes said system conmand
signal and tags appended thereto to said base
nmodul e central processor, and

- sai d base nodul e central processor including
storage neans for storing the address and
desi gnation data of each said nodule, and being
operable to store the address and desi gnation data
of each nodule in response to receipt of the
system conmand signal and respective tags."

Claim1 according to the auxiliary request added the
feature that the systemconprises a nulti-drop data bus
whi ch functions to provide direct bidirectiona

comruni cati on between the base nodul e central processor
and each of the peripheral processors.

On 12 Cctober 1999 the Patentee filed a prior art
docunent,
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P1: US-A-3 633 166.

Oral proceedings before the Board were held on
16 Novenber 1999.

The Patentee argued that the invention as defined in
claiml as granted was new and inventive with respect
to all cited prior art. Pl served to explain the
somewhat obscure teaching of OLD1 and OLD2 and

hi ghli ghted the main difference between the invention
and this prior art. The invention according to the

auxi liary request was even nore clearly inventive since
it provided a synergetic effect. As to OLD4, this
docunment had been filed | ate and should not be all owed
into the proceedi ngs.

Opponent 1 argued that the invention according to the
mai n request was not new with respect to OLD1 and OLD2,
two docunents which shoul d be regarded together since
they descri bed the sane system Furthernore, if the

i nvention were new it would still lack an inventive
step in view of a conbination with the further docunent
O1D3.

The addition of a feature in accordance wth the
auxi |l iary request involved no inventive step in view of
the skilled person's general know edge. Furt hernore,
the additional feature was known from OLDA4.

Opponent 2 argued that the invention was obvious in
view of O2D7 or a conbination of O2D7 and O2D2. O2D8

was regarded as |l ess relevant than OLDL or OLD2.

The Patentee requested that the decision under appea
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be set aside, and as main request that the patent be
mai nt ai ned on the basis of ClaimSet A filed on

27 Cctober 1998, and as auxiliary request that the
patent be maintained on the basis of ClaimSet B filed
on 27 Cctober 1998 and that docunent OLD4 not be
admtted into the proceedings or if docunent OLD4 be
admtted into the proceedings that the matter be
remtted to the first instance for further prosecution
with an apportionnent of costs in his favour.

Opponent 1 requested that the decision under appeal be
set aside and that the European patent be revoked.

Opponent 2 requested that the appeal of the Patentee be
di sm ssed.

Reasons for the Deci sion

The Patentee's main request

1

0379.D

The i nventi on

The invention is a "material processing system mainly
characterised by features relating to a serial data

| ink conbining a base nodule with a plurality of

peri pheral nodules. The serial link is in the formof a
| oop. The base sends a command around the | oop to which
the peripherals respond. They do this in the formof a
"tag" which is added to the command signal, and the
command is returned to the base with all the tags
appended. The tags contain information about the
address and configuration of the peripherals. The
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procedure can therefore be used in particular to inform
the base automatically on power-up what peripherals are
on the | oop, their nunber, respective addresses and
capabilities. As said in colum 18 of the patent, this
is asinplification conpared with previous systens
which required a configuration PROMto be install ed.

Novel ty

Qpponent 1 relies mainly on the two docunents OLD1 and
OLD2 whi ch describe the 1 BM"Synchronous Data Link
Control" (SDLC) system This system conprises a data
link, which may be forned as a | oop, connecting a base
nmodul e ("primary station") to peripheral nodul es
("secondary stations”). There is a poll conmand,
referred to as NSP in OLD1 and as ORP in OLD2, to which
t he peripherals respond. As can be seen from page 3-13
of OLD2, the responses (consisting of a request for
online status: ROL) can be regarded as tagged to the GA
(Go Ahead) command issued by the base nodul e

I medi ately after the ORP conmand. Each response
contains the address of the peripheral in question. The
base station then uses the address information to
change the status of each individual peripheral from
the Normal Di sconnect Mbde to the Normal Response Mde.

Opponent 1 has submitted that the invention is not new
With respect to the IBMsystem This the Patentee has
deni ed. According to the Patentee, although information
may perhaps be tagged onto the GA command, this

i nformati on does not conprise data about the
configuration of the peripheral. Furthernore, in the
prior art peripherals would not have to respond to the

pol | conmand.
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2.3 The Board finds that the prior art does in fact not
di scl ose that configuration data are tagged to the
command signal. According to OLD2, page 2, polled
secondary stations respond either wwth a request for
online status (ROL) or for initialisation (RQ). These
predet erm ned responses have nothing to do with the
configuration of the processor in the peripheral. They
can only indicate the current state of the peripheral.

2.4 On the other hand, the Board does not interpret OLD2
and OLD1l in the way that the response to the pol
command is always optional (in spite of the nane of
this command: ORP, Optional Response Poll). According
to OLD1, page 2, a secondary station in the so-called
Nor mal Di sconnect Mbde (NDM responds to polls with a
request to be put on line or to be initialised, and
I gnores other commands. This, in the Board' s view, can
only be understood in the way that the station is
obliged to respond to a poll when it is in the NDM
node. Furthernore, according to the passage bridging
pages 4 and 5, the poll command either invites a
response or requires it, depending on the value of a

certain command bit.

To support his view the Patentee has referred to a
nunber of passages in the docunents, such as OLD2

page 3-3 ("response to the P-bit is optional") and
page 3-5 ("the first down-loop secondary station with
the authority and need to transmt... starts to
transmt"; "the next down-|oop secondary station has
the opportunity to transmt"). These exanples do show
that response to the poll command may be optional. But
they do not seemto prove that the response is optiona
under all circunstances, and in particular when the

0379.D Y A
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secondary stations are in the NDM node.

In this context the Patentee has also cited docunent

P1. P1 shows a | oop configuration and command structure
whi ch appears to be consistent with SDLC and where the
response to the poll command i ndeed appears to be
optional. There is however no explicit reference to
SDLC in P1, and even if there had been one, the
docunent contains no listing of the avail abl e commands,
| et al one one which would contradict the teaching of
OLD1 and O1D2. The crucial question whether SDLC pol |
commands are always optional is therefore not answered

by this docunent.

It follows that OLDl is regarded as disclosing the
feature that tags fromall peripherals are accunul at ed.

Thus this characteristic in claim1l is not new.

The Board furthernore notes that the invention as
claimed is a material processing system OLDl1 and OLD2
descri be the general principles of the link in terns of
primry and secondary stations. These principles - as
usual in this technical domain - wll be "independent
of application and term nal type" (OLDl, page 1). The
only nentioned use of the link is for a teller termna
system for financial institutions (OLDl1, page 1).

Al though it is very likely that such a systemw ||

i nvol ve sonme material processing - sinply printing
records m ght arguably be regarded as a kind of paper
processing - no such feature is actually disclosed.

The invention is thus new since neither OLD1 nor OLD2
di scl oses
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(a) that the tags contain data about the configuration
of the peripheral, and

(b) that the link control is applied to a materi al
processi ng system

I nventive step

Starting out fromthe SDLC systemas it has been
described in OLD1L and OLD2, the main problemto be
solved is the one indicated in the opposed patent,
colum 17, viz. to provide automatic configuration of
equi pnent wi thout the need for a configurati on PROM

The Patentee has not contended that the detection of
this problemhas inventive nerit, and indeed the Board
finds that it has not. Although configuration data is
not an issue in OLD1 and OLD2 it is clear that the
primary station will normally have to know the
capabilities of the secondary stations. As new
secondary stations are added to the link, the primary
station nust be infornmed of their configuration. The
nost straight-forward way to achieve this woul d perhaps
be to et an operator input the data, but an autonmatic
configuration process woul d obviously be preferable.

Thi s probl em has been addressed and sol ved in OLD3.
Thi s docunent relates to a self-configuring processor
system In colums 12 and 13 it is said that the
purpose of this systemis to nmake address decode PROVs
unnecessary by establishing nodul e addresses
automatically on power-up. At this tine every nodul e
stores data about itself, including a list of the
functions it can perform in a central nenory. The
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Board is of the opinion that such a list can be terned
configurati on data.

Because of the nentioned advantages, the skilled person
woul d want to add this feature to the SDLC system The
next question is therefore whether the conbination
woul d have caused technical difficulties which required
i nventive skill to overcone.

At first sight, the conbination appears sinple enough:
it would suffice to add configuration data to the
address data provided by each secondary unit when it is
polled in the NDM node (ie in particular on power-up).

The Patentee, however, points out that there are

consi derabl e di fferences between the |link described in
OlLD3 and the SDLC link. In OLD3 there is in particular
a bus rather than a loop, there is no primary station,
no accunul ation of tags, and all the nodul es contend
for access to the bus.

Wi | e acknow edgi ng these differences, the Board
neverthel ess finds the conbination straight forward.
The configuration problemis not restricted to a
certain link architecture. Therefore the skilled person
woul d not pay attention to irrelevant differences but
woul d go straight to the features which actually serve
to solve his problemand see if and how they coul d be
incorporated in the link he is concerned wth.
According to OLD3 configuration data are transferred to
a central nmenory. It is clearly not decisive how the
data are transported and therefore the skilled person
woul d not be disturbed by the different |ink structure
in OLD3. Nor does it matter whether the central nenory
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is associated with a primary station or not, as long as
the configuration data can be nade avail able to the
system as a whol e.

3.7 Therefore difference (a) at point 2.6 above, ie the
feature that the tags contain data al so about the
configuration of the peripheral, is regarded as obvious
in view of OLD1/ OlD2 taken together with OLD3.

3.8 As to the difference (b), the incorporation of the SDLC
link in a material processing systemwas al so obvi ous.
A "material processing system - a general term- is
understood as any systemwhich is not a pure data
processing system The skilled man woul d not see the
secondary stations in OLDL and OLD2 as nodul es intended
exclusively for data processing, "material processing”
appl i cations being generally known. One such exanple is
incidentally given in OLD3 (colum 2, line 15), viz.
the control of industrial robots.

Furthernore, as already noted at point 2.5 above, the
border |ine between data processing systens and

mat eri al processing systens is not always easy to draw.

4. For these reasons the subject-nmatter of claim1l does
not involve an inventive step.

The Patentee's auxiliary request

5. The system according to the auxiliary request conprises
additionally a nmulti-drop data bus. This bus provides
di rect bidirectional comrunication between the base

0379.D Y A
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nodul e and each of the peripheral processors. The
Pat ent ee has explained that the task of the nulti-drop
bus is to ensure high-speed transm ssion of data.

The Board first notes that the Patentee does not claim
to have invented the nulti-drop bus as such. This kind
of bus was known and thus also its properties, such as
its capacity for high-speed data transfer. It was
furthernore known that serial |oops, such as the one
described in OLD1L and OLD2, are in general relatively
slow. The addition of a nmulti-drop bus to the known

| oop structure could therefore be seen as an obvi ous
solution to a probl em which was bound to manifest
itself sooner or later, nanely the need to transfer
(large amounts of) data at high speed between the
primary station and the secondary stations.

The Patentee has submitted that a synergistic

rel ati onship exists between the serial |oop and the

mul ti-drop bus. The | oop provides the base station with
the addresses of the peripheral nodul es and these
addresses are used also for the bus. Wthout the | oop

t he base nodul e woul d not have this information.

OQpponent 1 denies that there is any kind of synergy.
The | oop provides nodule configuration data and the bus
provi des a hi gh-speed connection. The features are

j uxt aposed. Even if the nodul e addresses used by the
bus have been communi cated to the base station over the
| oop this is nerely an exanpl e of one device of a
system usi ng the output of another device, simlar to
the "machi ne for produci ng sausages" nentioned in the
@Qui del i nes C-1V-annex, 2.1.
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8. The Board takes the view that the existence of a
synergi stic effect has not been convincingly
denonstrated. The word synergy inplies that (known)
nmeans cooperate to achieve a result which is nore than
the sum of the capabilities of each individual neans.
Here this is not the case. It is prior art that the
nodul e addresses are transmtted over the |oop, and it
is also prior art that a nulti-drop bus has to use sone
ki nd of addresses. The juxtaposition of the features
i ndeed | eads to the invention w thout any further
ef fect being obtained: the | oop provides the addresses
and the bus sinply uses themin the normal way. It
shoul d perhaps also be noted that claim 1l contains no
detai |l s about the addressing nethod used. In fact, the
bus addressing is only inplied.

9. It follows that also the Patentee's auxiliary request
is refused. Hs further requests for remttal of the
case to the Opposition Division for assessnment of OLD4
- a docunent the Board has not found necessary to

di scuss in the present decision - and for apportionnent
of costs need therefore not be consi dered.

O der

For these reasons it Is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

0379.D Y A
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The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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