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Summary of facts and subm ssi ons

The appel l ant (patent proprietor) |odged an appeal,
received at the EPO on 20 March 1998, against the

deci sion of the Opposition D vision dispatched on

22 January 1998 concerning the revocation of the

Eur opean patent No. 0 468 000. The appeal fee was paid
si mul t aneously and the statenent setting out the
grounds of appeal was received at the EPO on

15 May 1998.

1. Opposition was filed against the patent as a whol e by

respondents | and Il (opponents | and I1) and based on
Article 100(a) EPC in conjunction with Articles 52(1)
and 56 EPC.

L1, Inits letter dated 23 October 1995, the appell ant
requested dism ssal of the oppositions and mai nt enance
of the patent on the basis of the granted text.

| V. In a comuni cation dated 31 January 1996, the
Qpposition Division inforned the parties that it
appeared not to be possible to maintain the patent as
gr ant ed.

Wi | e i ndependent clains 1 - 5 of the patent in suit
were regarded as neeting the requirenents of the EPC,
t he subject-matter of independent claim6 and its
dependent claim 7 was considered as not involving an
i nventive step.

However, it was pointed out that the subject-matter of

claims 8 - 16 which were al so dependent on claim®6
could be seen to involve an inventive step.
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Therefore the Opposition Division suggested that the
appellant file an anmended claim 6 and rel at ed dependent
claims which could formthe basis for maintenance of
the patent in anended form

Wth letter dated 4 April 1996, the appellant filed new
cl ai rs anended al ong the |ines suggested by the
Qpposition Division. New claim6 was restricted to the
subject-matter of claim8 of the patent specification
and the remai ni ng dependent clains were renunbered with
appropriate alterations of the dependenci es.
Furthernore, the description was adapted to the new

cl ai ns.

The appel |l ant requested that the patent be maintai ned
on the basis of the amended docunents.

In a further letter dated 9 August 1996 the appel |l ant
refuted the observations filed by the respondents with
letters of 27 March 1996 (respondent 1) and 10 May 1996
(respondent I1) in reply to the Opposition Division's
comuni cation and the anended cl ai ns.

Al t hough the appellant exclusively referred to the
amended clains filed with letter of 4 April 1996, in
the | ast sentence of this letter, the request nmade in
t he observations dated 23 Cctober 1995 was reiterated.

In the annex to the summons for oral proceedi ngs dated
12 June 1997 the Opposition Division pointed out that
it was the purpose of the oral proceedings to give the
parties the opportunity to present their argunents
concerning the inventive step of the subject-matter of
the amended clains filed with |etter dated

4 April 1996.
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VIII. Wth facsimle of 2 June 1997 (respondent I1) and
during conversations by tel ephone on 12 Decenber 1997
(appel l ant and respondent 1) the parties infornmed the
Qpposition Division that they would not attend the oral
pr oceedi ngs.

I X. At the oral proceedings held on 4 Decenber 1997 which
was in fact not attended by any of the parties, the
pat ent was revoked on the basis of the docunents
according to the patent specification.

X. Wth the statenment of grounds of appeal the appell ant
filed amended clains 1 - 6 and new colums 1 and 2 of
t he description. The anended docunents correspond to
those filed in the opposition proceedings with letter
of 4 April 1996.

The appel | ant requests

- that the Decision of the Opposition be set aside and
t he opposed patent be maintained on the basis of
anended clains 6 to 15 with clains 1 to 5 as granted;

- that oral proceedings be appointed before a decision
is reached should the Board be m nded to dismss the
appeal ; and

- that the appeal fee be reinbursed for reason of a
substantial procedural violation commtted by the
Qpposi tion Division.

Respondent | requests

- to dismiss the appeal; and
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- auxiliary, to hold oral proceedings.

Respondent |1 did not file any subm ssion in the appeal
pr oceedi ngs.

Xl . I n support of its request for reinbursenent of the
appeal fee the appellant relied essentially on the
foll owi ng subm ssi ons:

It was true that the last subm ssions filed with letter
of 9 August 1996 ended in a clause reiterating the
request filed with letter of 23 Cctober 1995, i.e.

mai nt enance of the patent in granted form However, it
shoul d have been obvious to a reasonable person in the
circunstances that it had been the patentee's intention
to request mai ntenance of the patent in anended form as
requested in its letter of 4 April 1996, in particular
having regard to the fact that all argunents had been
directed to the anended cl ai ns.

Furthernore, even the annex to the sunmmons to attend
oral proceedings noted that their purpose was to give
the parties the opportunity to present their argunents
concerning the inventive step of the subject matter of
patent clains 1 - 5 and anended clains 6 - 15 filed with
letter of 4 April 1996.

In the event that it had not been obvious that it was
the patentee's intention to seek mai ntenance of the
patent on the basis of the amended clains, then there
had been a clear anbiguity in the requests made by the
pat ent ee whi ch shoul d have been resolved prior to the
oral proceedi ngs by warning the patentee of an inpending
| oss of rights.

1787.D Y A
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The di sregard of the patentees obvious intention and the
failure to clarify the patentee's requests before the
revocation of the patent was a violation of the
principle of good faith governing the relations between
t he EPO and the applicant.

Respondent | did not comment on the appellant's
subm ssi ons concerning the request for reinbursenent of
t he appeal fee.

In the comuni cation of 24 March 2000 the Board infornmed
the parties that the appellant's request for

rei nbursenent of the appeal fee appeared to be justified
and that the Board considered the remttal of the case
to the first instance for further prosecution.

Furthernore the parties were requested to informthe
Board whet her the requests for oral proceedings were
mai ntained in the |ight of these concl usions.

The appel l ant waived its request for oral proceedings
with facsimle of 24 May 2000, and respondent | i nforned
the Board with letter of 29 May 2000 that the auxiliary
request for oral proceedings was not mnai ntai ned.

Reasons for the decision

1

1787.D

The appeal is adm ssible.
Procedural violation
Froma formal point of view, the |ast sentence of the

appellant's letter dated 9 August 1996 according to
whi ch the request made in the |ast paragraph of the
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observations dated 23 Cctober 1995 was reiterated could
be understood as a fall back to the appellant's first
requests to dismss the oppositions and to maintain the
patent on the basis of the granted text, and an
abandonment of its request to maintain the patent in
amended formfiled with letter of 4 April 1996.

However, when this sentence is read in context with the
remaining text of the letter dated 9 August 1996 which
exclusively refers to the anended clains filed with
letter of 4 April 1996 (see in particular points 2.6 and
2.7), it would seemnore |ikely that the appell ant

i ntended to request the maintenance of the patent in
anmended formand only erroneously reiterated the request
made in the letter dated 23 Cctober 1995.

Having regard to the sumons to attend oral proceedi ngs
dated 12 June 1997, it appears that even the Cpposition
Di vi sion was of the opinion that the appellant's pending
request was to nmaintain the patent in amended form At

| east the Opposition Division indicated in this sumons
that it was the purpose of the oral proceeding to give
the parties the opportunity to present their argunents
concerning the inventive step of the subject-matter of
patent clains 1 - 5 and anended clains 6 - 15 filed on

4 April 1996.

Wth respect to the considerations above, the
appellant's intention was at |east not clear. Therefore,
t he pendi ng requests should have been clarified by the
Qpposition Division before a decision was taken. Only if
t he appel lant's requests had been clear, the Opposition
Di vision could have been able to decide upon the patent
in the text submtted to it or agreed by the patent
proprietor as required by Article 113(2) EPC.
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The failure to clarify the appellant's request before
t he decision nust therefore be regarded as a violation
of Article 113(2) EPC

The indication in the sumons to attend oral proceedings
that it was the purpose of the oral proceeding to give
the parties the opportunity to present their argunents
concerning the inventive step of the subject-matter of
patent clains 1 - 5 and anended clains 6 - 15 received
on 9 April 1996 let the parties go on believing that the
appel l ant's pendi ng request was to maintain the patent
in amended formand that this request was the basis for
t he oral proceedi ngs. However, in contradiction to that
indication in the sumons, the decision at the oral
proceedi ngs was based on the appellant's former request
to maintain the patent as granted.

Havi ng regard to the sumons, the parties could not
expect that in their absence a decision would be taken
on the basis of the text of the patent specification.
They coul d only expect a decision on the basis of the
anmended docunents filed with letter of 4 April 1996

Since the parties should have been able to rely on the
indication in the sunmons, the m sl eading procedure of
t he Qpposition Division has to be regarded as a
violation of the principle of good faith governing the
rel ati ons between the EPO and its clients.

In the opinion of the Board the above facts show clearly
that a substantial procedural violation has been
commtted. Not only did the Opposition Division fail to
clarify the content of the appellant's request, but it
deci ded on subject-matter which was different fromthat
referred to in the annex to the sumons for oral
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proceedi ngs without informng the parties, who had
announced that they would not attend the oral
pr oceedi ngs.

Under these circunstances reinbursenent of the appeal
fee is justified.

3. Procedural matter
The Opposition Division did not yet exam ne the anended
clainms filed with letter dated 4 April 1996 on their
merits. Therefore, with the further prosecution of the

opposi tion proceedings, both the adm ssibility and
patentability of the new clains should be exam ned.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. Rei mbur senent of the appeal fee is ordered.
The Regi strar: The Chai r man:
M Patin P. Alting van Ceusau
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