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Summary of Facts and Subm ssi ons

This appeal lies fromthe decision of the Exam ning
Division to refuse European patent application

No. 94 201 912.6, relating to a fuel, for |ack of
novelty in the light of three docunents.

1. Wth its statenent of the grounds of appeal, the
Appel lant filed two anmended sets of clains as,
respectively, a main request (conprising seven clains)
and an auxiliary request (conprising two clains).

Claim1l of the main request reads as foll ows:

"1. Method for preparing a fuel from shredded waste
conprising the renmoval of nobst of at |east a nunber of
the fine inert mterials (3) including stone, glass and
earth, characterised in that fuel is prepared from
wast e produced during the processing of scrap netal in
a schredder and in that also at |east the highly
chlorous materials (4) are nostly elimnated fromthis
waste. "

L1l The Appellant submtted in essence

- that the term"shredder waste" in the context of
t he application has not the nmeaning of any waste
t hat has been shredded and is not synonynous with
"shredded waste". On the contrary, it relates to
the waste fraction obtai ned by shreddi ng scrap
nmetal , which conprises ferrous netal scrap, such
as danaged or used cars, donestic electrical
apparatus and non-ferrous netal scrap such as
conputers and ot her el ectronic devices;
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- that the application as originally filed was
witten in the Dutch | anguage;

- that the term"scrap”, which is found on page 1,
line 32 of the English descriptionis a
translation of the word "schroot"” from said Dutch
text of the original application.

The Appel | ant argued

- that the English word "scrap” neans refuse or
waste in general, which is at variance with the
nmeani ng of the Dutch word "schroot” denoting
"scrap netal", as substantiated by copies fromthe
di ctionaries "Van Dael e" (page 2188), "G ote
Neder | andse Larousse Encycl opedi e" (page 360),
"Peek's Standard Nederl| ands- Engel s Techni sch
Wbor denboek” (page 311) and "Kl uwer's Universeel
Techni sch Whor denboek Neder| ands- Engel s"

(page 550).

Thus "schroot” was not correctly translated into
English and the word "scrap” in the application should
therefore be anmended to "scrap netal ";

- that according to the anended clains the main
constituent of the fuel was not shredded nuni ci pal
wast e or shredded garbage, but shredded waste
obtained fromthe shredding of scrap netal wherein
the highly chlorous materials had been nostly
renoved

- t hat docunents US-A-4 445 906 (D2), US-A-4 245 999
(D3) and US-A-4 341 353 (D4), cited in the
decision, did not anticipate the clainmed
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subj ect-matter, since they only related to the
treatment of nmunicipal waste or garbage and not to
the treatnent of scrap netal;

- t hat the docunments comuni cated by a third party
by letter of 19 Novenber 1997 and not taken into
consideration in the decision of 24 Novenber 1997
were not nore relevant than the docunents D2, D3
and D4.

| V. The Appellant requested that the decision of the
Exam ning Division be set aside and (by inplication)
that a patent be granted, either on the basis of the
mai n request or of the auxiliary request.

Reasons for the Decision

1. Claim1l of the Main Request - Anendnents
(Article 70(2) EPC)

Claim1l1l of the main request differs fromclaim1l as
originally filed insofar as it relates to a nethod for
preparing a fuel from shredded waste and not to a fuel
from shredded waste as such and insofar as the fine
inert materials are specified to include stone, glass
and earth and further in that the so-called shredder
waste is specified to be one produced during the
processing of scrap netal in a shredder or hamrer mll.

- From page 1, lines 31 to 33 and page 2, lines 8 to
20 and 27 to 29 of the application in suit as
originally filed it can be derived that the fue
is obtained froma so-call ed shredder waste,
produced during the processing of scrap in a
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shredder or hammrer mll, after at |east part of
the fine inert materials, which include stone,

gl ass and earth, and the highly chlorous materials
have been nostly elim nat ed.

In this respect the word "scrap” originally conprised
in said passage of the English version of the
application as filed, which neans "refuse or waste in
general " has been replaced in claim1 by "scrap netal ".

The original application in Dutch contained the word
"schroot", which neans scrap netal, as substantiated by
the copies of various dictionaries provided by the
Appel lant. This word was thus not correctly transl ated
into English and nothing other than "scrap netal" was
meant in the application as originally filed.

Since Article 70(2) EPC provides that in a case
referred to in Article 14(2) EPC, i.e. in which the

Eur opean patent application is filed in a | anguage of a
contracting state other than English, French or German,
the original text nmust be taken into account in
proceedi ngs before the European Patent O fice, in order
to determ ne whether the subject-matter of the
application extends beyond the content of the
application as filed, the replacenent of the word
"scrap" by "scrap netal" is allowabl e under

Article 123(2) EPC

Rem ttal

The deci sion under appeal was based upon a set of
clainms which is no | onger requested by the Applicant
and dealt exclusively with the novelty of such cl ains.
Therefore, taking into account that there is now a new,
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differently worded, set of clainms which is intended to
overconme the novelty objections based upon the
docunents cited in the decision, the Board considers it
appropriate to exercise its discretion under

Article 111(1) EPCto remt the case to the Exam ning
Division for further prosecution on the basis of the
clainms of the main request.

In the course of the further exam nation, the Exam ning
Division will have also to consider whether all the new
clainms of the main request conply with the requirenents

of Article 123(2) and 84 EPC

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the seven clains of the
mai n request.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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