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Summary of Facts and Submn ssions

1180.D

The appeal |odged on 23 January 1998 lies fromthe
deci sion of the Exam ning D vision posted on

28 Novenber 1997 refusing European patent application
No. 91 920 248.1 (European publication No. 0 592 439),
publ i shed as WO A- 92/ 08693.

The deci si on under appeal was based on clains 1 to 10
submtted on 29 April 1993 according to the then
pendi ng request. The Exam ning D vision found that the
clainms |acked clarity and that the subject-matter
clainmed did not involve an inventive step.

The Examining Division held in particular that clainms 1
and 8 according to the then pending request were not

cl ear due to the exaggerated |ength of those clains and
t he hi gh nunber of provisos included therein with the
consequence that the interpretation of the scope of the
cl ai rs was not possible w thout undue burden. G ven the
obscurity of the scope of the clains the Exam ning

Di vision did not take a decision on novelty. However,
the Exami ning Division objected to the breadth of the
then pending clains 1 to 6 and 8 to 10 since the
Appl i cant had not successfully denonstrated the
presence of the alleged ACAT(acyl -coenzyne A

chol esterol acyltransferase)-inhibiting property for

all cl ai med conpounds, though the onus of proof rested
on him In such cases where the problemunderlying the
application could not be regarded as satisfactorily
solved by the clainmed subject-matter, inventive step
coul d not be acknow edged.

At the Oral proceedings before the Board held on
28 March 2001 the Appellant (Applicant) submtted three



1180.D

- 2 - T 0278/ 98

fresh sets of clains as main and auxiliary requests
supersedi ng any previous request. The main request
conprised eight clains, the first auxiliary request
seven clains and the second auxiliary request three
clainms. The anended claim 1l according to the main
request read as foll ows:

"1. A pharnmaceutical conposition conprising a conpound
of the general Fornmula | and an appropriate anount of a
phar maceutically acceptable carrier

0o O R,
N
R, -O-CN-S-
1 l 1 \\\
R O Ry

Formula I.

wherein R is hydrogen or a straight or branched al kyl

group having from1l to 8 carbon atons,

wherein R, is

(a) phenyl which is unsubstituted or is substituted
with fromone to three substituents selected from
phenyl ,
al kyl having fromone to six carbon atons and
which is straight or branched or
al koxy having fromone to six carbon atons and
which is straight or branched,

(b) a straight or branched hydrocarbon chai n having
froml to 20 carbon atons and which is saturated
or contains fromone to three doubl e bonds;

wherein each of R, and R; is

(a) hydrogen;

(b) the group
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-{CH2} —C“{CHZ)W-RB

]

R,

wherein t is zero or one to four; wis zero or one
to four with the proviso that the sumof t and w
Is not greater than five; R, and R, are

i ndependently sel ected from hydrogen or al kyl
having fromone to six carbon atons, R; i s phenyl,
and when R; i s hydrogen, R, can al so be phenyl

(c) a straight or branched hydrocarbon chain having
from1l to 20 carbon atons and which is saturated
or contains fromone to three doubl e bonds;

(d) an alkyl group having fromone to six carbon atons
wherein the termnal carbon is substituted with
-NR;R; wherein R, and R, have the neani ngs defi ned
her ei nabove;

(e) -(CH,).Qwherein s is a nunber of fromzero to
three and Qis a 5- or 6-nenbered nonocyclic or
fused bicyclic heterocycle containing at | east one
to four nitrogen, oxygen or sulfur atonms in at
| east one ring nunber,

(f) phenyl or phenyl substituted with fromone to
three al kyl radicals having fromone to six carbon
atons and which is straight or branched; or

(g) NRR, taken together form a nonocyclic heterocyclic
group selected from pyrrolidino, piperidino,
nor phol i no, or piperazino, each of which is
unsubstituted or substituted with one substituent
sel ected from phenyl, straight or branched al kyl
having fromone to six carbon atons; and
phar maceutically acceptable salts thereof."

1180.D Y A
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Claim1 according to the first auxiliary request was
directed to the use of the conpounds as defined in
claim1l of the main request for the preparation of a
pharmaceuti cal preparation for treating

hyper chol esterol em a and atherosclerosis in a patient.

Caim1l according to the second auxiliary request read
as foll ows:

"1. An am nosul fonyl - carbamat e which is:
Met hyl [ [ 2, 6- bi s(1- net hyl et hyl ) phenyl am no]
sul f onyl ] car banat e,
Dodecyl [[ 2, 6- bi s( 1- et hyl et hyl ) phenyl am no]
sul fonyl ] car banat e,
2,6-Bis(1, 1-di net hyl et hyl ) - 4- net hoxyphenyl [[ (2, 2-
di phenyl et hyl ) am no] sul f onyl ] car bamat e,
2, 6-Bis(1, 1-di et hyl et hyl ) - 4- met hoxy phenyl[[] 2, 6-
bi s(1- net hyl et hyl ) phenyl ] am no] sul f onyl ] car banat e,
2,6-Bis(1, 1-di net hyl et hyl ) phenyl -
[ [ di phenyl et hyl ) am no] sul f onyl ] car bamat e,
2,6-Bis(1, 1-di net hyl ethyl ) phenyl [[[ 2, 6-bi s(1-
nmet hyl et hyl ) phenyl ] am no] sul f onyl ] car banat e,
2,6-Bis(1, 1-di net hyl et hyl ) phenyl [[ (2, 2-
di phenyl et hyl ) am no] sul f onyl ] car bamat e,
2,6-Bis(1, 1-di net hyl ethyl)phenyl[[bis
(phenyl net hyl ) am no] sul f onyl ] car bamat e,
2, 6- bi s(1-net hyl et hyl ) phenyl [ (di phenyl am no)
sul f onyl ] car banat e,
2, 6- Bi s(1-net hyl et hyl ) phenyl [ (di but yl am no)
sul fonyl ] car banat e,
2, 6-Bi s(1-net hyl et hyl ) phenyl [ [ bi s(phenyl net hyl)
am no] sul f onyl ] car banat e,
2, 6- Bi s(1-net hyl et hyl ) phenyl [ (1H benzi m dazol - 2-
yl am no) sul f onyl ] car bamat e,
2, 6-Bi s(1-net hyl et hyl ) phenyl [[ 2, 2-
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di phenyl et hyl ) am no sul fonyl ] car bamat e,

2,6-Bi s(1-nethyl ethyl)phenyl[[[2, 6-bis(1-

net hyl et hyl ) phenyl ] am no] sul f onyl ] car banat e,

2, 6- Bi s(1-net hyl et hyl ) phenyl [ [ (di phenyl net hyl)
am no] sul f onyl ] car banat e,

2,6-Bis(1, 1-di net hyl et hyl ) - 4- net hyl phenyl

[[ (di phenyl nmet hyl ) am no] sul f onyl ] car bamat e,

2, 6-Bi s(1, 1-di et hyl et hyl ) - 4- net hyl phenyl
[[[bis(2,6-bis(1l-methylethyl)phenyl]amn noj

sul fonyl ] car banat e,

2,6-Bis(1, 1-di net hyl et hyl) - 4-net hyl phenyl [[ (2, 2-
di phenyl et hyl ) am no] sul f onyl ] car bamat e,

2, 6-Bi s(1, 1-di et hyl et hyl ) - 4- net hyl phenyl

[ (di butyl am no)sul fonyl ] car bamat e,

2,6-Bis(1, 1-di net hyl et hyl ) - 4- net hyl phenyl

[ (di pentyl am no) sul fonyl ] car bamat e,

2,6-Bis(1, 1-di net hyl et hyl) - 4-net hyl phenyl [ [ bi s(1-
nmet hyl et hyl ) am no] sul f onyl ] car bamat e,

2,6-Bis(1, 1-di net hyl et hyl ) - 4- net hyl phenyl

[ (di hexyl am no) sul fonyl ] car bamat e,

2, 6-Bi s(1, 1-di et hyl et hyl ) - 4- net hyl phenyl

[ (hexyl am no) sul fonyl ] car banat e,

2,6-Bis(1, 1-di net hyl et hyl ) - 4- net hyl phenyl

[ [ met hyl (2- phenyl et hyl ) am no] sul f onyl ] car bamat e,
2,6-Bis(1, 1-di net hyl et hyl ) - 4- net hyl phenyl [[[ bi s- 3-
(di met hyl am no) propyl ] am no] sul f onyl ] car banat e,
2,6-Bis(1, 1-di net hyl et hyl ) - 4- net hyl phenyl

[ (et hyl octyl am no) sul f onyl ] car banat e,
2,6-Bis(1,1-dinethylethyl)-4-nmethyl[[bis

[ (tetrahydro-2-furanyl)nmethyl]am no] sul fonyl]
car bamat e,

2, 6-Bi s(1, 1-di net hyl et hyl ) - 4- net hyl phenyl

[ (di octyl am no) sul fonyl ] car bamat e,

2,6-Bis(1, 1-di net hyl et hyl ) - 4- net hyl phenyl [ [ [ met hyl
2-(2-pyridinyl)ethyl]am no]sul fonyl ] carbamat e,
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hydrochl ori de salt,

2,6-Bis(1, 1-di net hyl et hyl ) - 4- net hyl phenyl [ [ [ met hyl
2-(2-pyridinyl)ethyl]am no]sul fonyl ] carbamat e,
sodi um sal t,

2, 6-Bi s(1, 1-di et hyl et hyl ) - 4- net hyl phenyl

[ (di decyl am no) sul f onyl ] car bamat e,

2, 6-Bi s(1-net hyl et hyl ) phenyl [ [ bi s(1- et hyl et hyl)
am no] sul f onyl ] car banat e,

2, 6- Bi s(1-net hyl et hyl ) phenyl [ [ (1- et hyl et hyl )
phenyl net hyl ) am no] sul f onyl ] car banat e,

2, 6- Bi s(1-net hyl et hyl ) phenyl [ (hexyl am no)

sul f onyl ] car banat e,

2, 6-Bi s(1-net hyl et hyl ) phenyl [ (di oct yl am no)

sul fonyl ] car banat e,

2, 6- Bi s(1-net hyl et hyl ) phenyl [ [ cycl o- hexyl ( 1-

met hyl et hyl ) am no] sul f onyl ] car bamat e,

2, 6-Bi s(1-net hyl et hyl ) phenyl [ (et hyl oct yl am no)
sul fonyl ] car banat e,

2, 6- Bi s(1- et hyl et hyl ) phenyl [ (di hexyl am no)

sul f onyl ] car bamat e,

Dodecyl [[ (2, 4, 6-tri met hoxyphenyl ) am no] sul fonyl ]
car bamat e,

2, 6-Bi s(1-net hyl et hyl ) phenyl ester(4-

nor phol i nyl sul fonyl ) car bam ¢ aci d,

2, 6-Bi s(1-net hyl et hyl ) phenyl ester(1-

pi peri di nyl sul fonyl)carbam c acid,

2, 6- Bi s(1-net hyl et hyl ) phenyl ester(1-
pyrrolidinyl sul fonyl)carbam c acid,

2, 6-Bi s(1-net hyl et hyl ) phenyl ester, nonohydro-
chl ori de[ (4- met hyl - 1- pi per azi nyl ) sul fonyl ] carbam c
aci d,

2, 6-Bi s(1-net hyl et hyl ) phenyl ester[ (2, 3-di hydro-
1H i ndol - 1-yl ) sul fonyl ] carbam ¢ acid,

2, 6-Bi s(1-net hyl et hyl ) phenyl [ (di but yl am no)
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sul fonyl ] car bamat e nonosodi um sal t,
[1,1:3",1"-Terphenyl]-2"-yl[[[2, 6-bis(1-

nmet hyl et hyl ) phenyl ] am no] sul f onyl ] car banat e, and
2, 6-Bi s(1, 1-di net hyl et hyl ) phenyl [ [ (di phenyl et hyl )
am no] sul f onyl ] met hyl car banmate. "

Claim2 according to the second auxiliary request was
directed to a pharmaceutical conposition conprising an
am nosul fonyl -carbamate of claim1, 2,6-Bis(1-

nmet hyl et hyl ) phenyl [ (phenyl am no) sul f onyl ] car bamat e,

2, 6-Bi s(1-net hyl et hyl ) phenyl [ (di pentyl am no) sul fonyl ]
carbamate or 2,6-Bis(1, 1-di nethylethyl)-4-nethyl phenyl
[ (phenyl am no) sul fonyl ] carbamate, and an appropriate
anount of a pharnmaceutically acceptable carrier.
Claim3 according to that request was directed to the
use of a conpound of claim2 for the preparation of a
phar maceuti cal conposition for treating

hyper chol esterol em a and at her oscl er osi s.

The Appellant submitted that those fresh sets of clains
reflected the preferred scope of the present invention.
The clains had been restricted to those definitions of
formula | which were generally supported by exanpl es
and original experinental data, thereby overcom ng the
obj ections raised in the decision under appeal. He
argued furthernore that any anendnent nmade to the
clains according to the main and the auxiliary requests
was in keeping with the requirenents of Article 123(2)
EPC. Though claim 1 according to the main and the first
auxiliary request omtted the three provisos (i), (ii)
and (iii) which were conprised in the respective clains
of the application as filed, that amendnent did not
extend beyond the content of the application as filed
since provisos could be deleted any tine w thout
contravening the requirenents of Article 123(2) EPC
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The Appel |l ant requested that the decision under appea
be set aside and that the case be remtted to the first
i nstance for further prosecution on the basis of either
the main, or one of the two auxiliary requests, filed
during the oral proceedi ngs before the Board.

At the end of the oral proceedings the decision of the
Board was announced.

Reasons for the Decision

1. The appeal is adm ssible.

Mai n Request

2. Amendnents (Article 123(2) EPC)

2.1 The subject-matter of claim1l directed to a

1180.D

phar maceuti cal conposition is based on claim8 of the
application as filed. Wiile original claim8 includes
three mandatory provisos (i), (ii) and (iii)
restricting the definition of the conpounds conprised
in that pharnaceutical conposition, present claim1 has
been amended by omitting those provisos. In order to
det erm ne whet her that anmendnment offends agai nst
Article 123(2) EPC, it is necessary to exam ne whet her
it introduces technical information which a skilled
person woul d not have directly and unanbi guously
derived fromthe application as filed (see decisions
T 288/92, point 3.1 of the reasons; T 680/93, point 2
of the reasons; neither published in QJ EPO).

The provisos (i), (ii) and (iii) according to origina
claim8, which are also required according to the
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description as filed, specify each mandatory neani ngs
for sone substituents in the conpounds of fornula I
Thus, the proviso (ii) as filed requires that at | east
one of the substituents R, R, and R; in those conpounds
i s phenyl or substituted phenyl and the proviso (iii)
as filed stipulates that both substituents R, and R; in
t hose conpounds are not hydrogen at the sane tine.
However, present claim 1l conprises neither proviso. As
the result of that amendnent nade to claiml, i.e.
omtting the provisos (ii) and (iii), that claimcovers
phar maceuti cal conpositions conprising conmpounds of
formula | wherein none of the substituents R, R, and R;
represents (substituted) phenyl, and conpositions
conpri sing conpounds wherein both substituents R, and R,
are hydrogen at the sane tinme, which is at variance
with the content of the application as fil ed.

Therefore, in the Board' s judgenent, this anendnent of
present claim1l results in generating technica

i nformati on which is not directly and unanbi guously
derivable fromthe application as filed.

Wil e not contesting the above finding at the ora
proceedi ngs before the Board, the Appellant clained the
unrestricted right to omt provisos in present claiml
at any tinme in exam nation proceedi ngs w thout
contraveni ng the provisions of the European Patent
Convention. However, Article 123(2) EPC stipul ates that
any anendnent nade to a European patent application
must not result in subject-nmatter extending beyond the
content of the application as filed. The Board observes
that in the present case those provi sos were nmandatory
in the application as filed with the consequence that
their deletion in present claiml, which is an
amendnent within the neaning of Article 123(2) EPC, is
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subject to that requirenent of the EPC. Thus, the

Appel lant's allegation of an unrestricted right to omt
t hose provisos conflicts in the present case with the
EPC and, hence, cannot convince the Board.

For the reasons given above, the Board concl udes that
claim1l as anended extends the subject-matter clained
beyond the content of the application as filed, thus
contravening the requirenents of Article 123(2) EPC. 1In
these circunstances, the Appellant's main request is
not al | owabl e.

First auxiliary request

Amendnents (Article 123(2) EPQ

Caimlis directed to the use of the conpounds as
defined in claim1 of the main request and, thus, is

al so devoid of the mandatory provisos (i), (ii) and
(iii1) of the application as filed. The consi derations
having regard to the requirenents of Article 123(2) EPC
given in point 2.1 above with respect to the main
request are based on the om ssion of those provisos in
claim1l. Therefore the conclusion drawn on point 2.3
above with regard to the nmain request still applies for
the first auxiliary request, i.e. its subject-matter
ext ends beyond the content of the application as filed.

In these circunstances, the Appellant's first auxiliary
request is also not allowable for contravening the
requi renents of Article 123(2) EPC

Second auxiliary request

1180.D

Amendnents (Article 123(2) EPC)
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The subject-matter of claim1 is based on origina
claim7. The anendnent of the substituent
"dodecyl am no" into "didecylam no" in the conpound 2, 6-
Bi s(1, 1- di net hyl et hyl ) - 4- et hyl phenyl [ (di decyl am no)
sul fonyl ] carbamate of claim1 finds support in exanple
34 on page 38, line 12 of the application as filed.
Caim2 is backed up by clains 7 and 8, and exanpl es
14, 21, 34 and 42 of the application as filed. Cdaim3
has a proper basis in original clains 7, 8 and 9.

For those reasons, the Board concludes that clainse 1 to
3 as anended are in keeping with the requirenents of
Article 123(2) EPC

Rem ttal

Havi ng so deci ded, the Board has not, however, taken a
deci sion on the whole matter, since the Exam ning

Di vi sion has not yet ruled on novelty and since
substanti al anendnents have been nmade to the fresh set
of clains according to the second auxiliary request

whi ch was only presented at the oral proceedi ngs before
the Board. The decision under appeal dealt exclusively
with lack of clarity and |l ack of inventive step in
respect of clains 1 to 6 and 8 to 10 according to the
then pending request and did not object to the then
pending claim7. The amendnents nmade to the fresh set
of clains according to the second auxiliary request,
whi ch consist in particular in restricting the scope of
the clains basically to forner claim?7, have the effect
that the reasons given in the contested decision for
refusing the present application no |onger apply since
t he now pendi ng cl ai ne have never been chal |l enged under
Article 84 EPC for lack of clarity or under Article 56
EPC for lack of inventive step.



- 12 - T 0278/ 98

Thus, the Board considers that the anendnents made by
the Appellant renove all the objections raised in the
deci si on under appeal and are substantial in the sense
that in the present case the exam nation has to be done
on a new basis, with the consequence that the appeal is
wel | founded.

This finding is in line with established jurisprudence
of the Boards of Appeal that an appeal is to be

consi dered well founded if the Appellant no | onger
seeks grant of the patent with a text as refused by the
Exam ning Division and if substantial anendnents are
proposed which clearly neet the objections on which the
decision relies (see decision T 63/86, Q) EPO 1988,
224) .

Under these circunstances, the exam nation not having
been concl uded, the Board considers it appropriate to
exercise its power conferred to it by Article 111(1),

second sentence, second alternative, EPC to remt the
case to the Exam ning Division for further prosecution
on the basis of the second auxiliary request.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the second auxiliary
request filed during the oral proceedings before the
Boar d.

1180.D
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The Regi strar: The Chai r man:

N. Maslin R Freinmuth
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