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Summary of Facts and Submni ssions

Thi s appeal is against the interlocutory decision of
the Opposition Division concerning the nmaintenance of
Eur opean patent No. 378 529 in anended form said
patent related to an optically brightened phot ographic
support and el enent contai ni ng sane.

1. Claiml of the patent in suit as naintained reads:
"1. A photographic support conprising a paper base
materi al having thereon a polyolefin coating containing
a white pignent and a m xture of optical brighteners,

characterized in that said m xture conprises

from40 to 70 wei ght % of conpound (A)

IO O

from10 to 35 wei ght % of conmpound (B)
N N
OO
o o

and from 10 to 35 wei ght % of conpound (C)
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CH3
CH3 - N
OO
[e) (o]

such percentages being based on the total weight of the
m xture."

L1l The notice of opposition, based on | ack of novelty and
i nventive step (Articles 100(a), 54 and 56 EPC) cited,
inter alia, docunents

(1) DE-A-2 165 364,
(2) US-A-3 260 715 and
(3) US-A-3 366 575.

I V. In its decision the Qpposition Division held in essence
the subject-matter of all the Cains as anended to be
novel and also to involve an inventive step, in
particular, in viewof citation (1) and in view of the
test reports submtted by both parties. The Opposition
Division held that the testing nethod of the proprietor
was closer to reality than the nethod of the opponent
whi ch used high pressure testing; the proprietor's
testing nethod showed that no migration took place of
the optical brightener to the front surface of the
pol yol efi n coated paper base material. Wereas the
proprietor was | ooking for avoi dance of optica
bri ght ener exudation said probl emwas not addressed by
docunent (3) which was concerned with brightening
effects.

0824.D Y A
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An appeal was filed against this decision. The
appel l ant (opponent) argued in essence, orally and in
witing, that the subject-matter of the invention

| acked an inventive step in view of docunent (1); in
particul ar the appellant submtted the follow ng
argunment s:

- it was obvious for the skilled person to reduce the
anmount of conpound (B) in the conposition
cont ai ni ng conpounds (A), (B) and (C), since it is
conpound (B) which nostly contributes to exudation
on storage;

- the mgration of the Kayalight O brightener, an
optical brightener according to the state of the
art (see 3.4.1), was hardly less than the mi gration
of the optical brightener according to the
I nventi on;

- in a zero-load test series the optical brightener
conprised in the clainmed photographic support
according to the invention showed no difference in
m gration behaviour wth respect to the Witex-0B
bri ghtener, known for its bad mgration properties;

- the procedure applied by the proprietor was
subj ective, and not apt to evaluate the mgration
behavi our of the respective conposition.

The respondent (proprietor) contested these

subm ssions. It argued that the appellant had neasured
the diffused optical brightener, ie the wong nmateri al
on the reverse-side ie the wong side of the paper.
Exudati on was at stake, and not diffusion, since the
former caused deficiencies in the preparation of the
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phot ogr aphi ¢ support.

During oral proceedings on 26 February 2002 the
appel l ant drew the attention to docunent

(6) P.D. Calvert and N.C. Billingham "Loss of additives
frompolyners: A theoretical nodel"”, Journal of

Applied Polymer Science, volunme 24, 1979, 367-70,

which was cited by the respondent in its letter dated
15 Decenber 2001 (page 7).

The appel | ant requests that the decision under appea
be set aside and the patent be revoked.

The respondent requests that the appeal be di sm ssed.

At the end of the oral proceedings the Chairnman
announced the decision of the Board.

Reasons for the Decision

0824.D

Articles 84 and 123 EPC

Caiml differs in essence fromCaim1 as originally
filed in that the subject-matter of Claimé6, directed
to the respective concentrations of (A),(B) and (O

was i ncorporated into Caiml1. The Board is satisfied
that Caim1l neets the requirenents of Articles 84

and 123 EPC, as no objections were raised in respect to
said Articles, further reasons need not be given.

Novel ty



3.1

3.2

3.3

3.4

3.4.1
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The conbi nation of the three bis(benzoxazoyl)stil benes
(A, (B) and (C) together with their respective anounts
was not anticipated by any of the cited docunents;
Novel ty was not an issue during the appeal procedure
and the Board has no reason to deviate fromthe
findings of the Opposition Division in this respect.
Caiml neets the requirenents of Article 54 (1)(2)

EPC.

I nventive step

Claim1 concerns a phot ographic support conprising a
paper base material having thereon a pol yolefin coating
containing a white pignent and a m xture of optical

bri ghteners (A), (B) and (C) as defined above.

Such conpositions were known from docunent (1) (page 1,
line 3 fromthe bottonm page 2, lines 2 to 4; pages 11
and 12, exanple 4).

Both parties took docunent (1) as the starting point
for evaluating inventive step; the Board can agree.

The technical problemas stated in the patent in suit
was to provide a photographic support conprising a
paper base support having thereon a polyolefin coating
containing, inter alia, a conposition of optica

bri ghteners which are resistant to exudation at the
pol yol efin surface (page 2, lines 40 and 55).

Resi stance to exudati on was not addressed in

docunent (1).

Both parties had submtted test protocols.

According to Table |I of the patent in suit exudation
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was avoi ded when the m xture of optical brighteners
(A, (B) and (C) was used; a light exudation appeared
when only the optical brightener (B) was used. Further,
the respondent’'s test protocol of 23 May 1996 conpared
Host al ux, Kayalight O and OB-1. The results are

sunmari zed in the follow ng table:

Bri ght ener A(W %9 B(wt %9 C(wt % exudati on
Host al ux 53 25 23 none

(i nvention)

Kayal i ght O 45 41 15 wor se
(docunent (1))

0B-1 0 100 0 wor st

The respondent's eval uati on nethod consisted in

exam ning rolls of polyolefin coated supports by visua
i nspection under UV |ight and testing for exudation by
rubbi ng the surface of the polyolefin coating with a
whi te non-fluorescent gl ove and observing the gl ove
under the W light (patent in suit, page 5, line 57 to
page 6, line 2).

The appel |l ant objected to this evaluation nmethod of the
respondent as being subjective. On the contrary, the
appel l ant submtted the results of tests consisting in
pressuri zi ng sheets of the coated photographic support
in a stack covered by a glass plate, |oaded with 10 kg,
and aging themat 50°C in an oven. The difference
between |ight rem ssion on the adjacent reverse side of
t he phot ographi c coated support at 420 nmw th and
without a WY filter gave the AFZ val ue. The appel | ant
found no significant difference between Hostal ux KS, a
conposition used according to the patent in suit
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(see Table at point 3.4.1), and Kayalight O Further,
the appell ant found that none of the optica

bri ghteners Hostal ux KS, Kayalight O and UWvitex-0B

m grated under zero-load conditions, the latter optical
bri ght ener being known for its bad migration tendency
(see the appellant's letter 26 May 1998, page 5,
paragraph 2). In other words, the appellant wanted to
show that a zero-load testing nethod was not
appropriate to distinguish between a suitable and a
non-sui tabl e optical brightener, and thereby to support
its objection to the respondent's test procedure.

No matter how scientific the testing and eval uation

net hod of the appell ant was, the respondent had relied
on a sinple and quick testing nmethod which was suitable
for industrial practice. The Board has no reason to
deviate fromthe Qpposition Division's findings that
the testing nethod of the respondent was sufficient to
deci de whet her or not a coated phot ographi c support
could be used in the manufacture of photographic

el enents. The objective of this test procedure was to
determ ne whet her crystals were forned due to the
exudati on of the optical brightener or not. Such
crystals coul d cause adhesi on problens to a

phot ographi c el enent to be coated on the support | ayer.

According to the aimof the patent, the respondent's
test procedure focused on determ ning the presence of
such crystals which were due to the exudation of
optical brighteners. The appell ant conceded during ora
proceedings that its test nethod could not directly
differentiate between diffusion and exudati on.
Therefore, the Board accepts the respondent's test
procedure. It was sufficient to conply with the
practical needs of the skilled person concerned with
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t he manuf acture of photographic elenents fromthe
respecti ve photographic support. To this end the tests
established sufficiently the results sought by the

pat ent ee.

It is true that Hostalux KS is only one conposition
exenplifying the clainmed whol e range of conpositions
conpri sing compounds (A), (B) and (C) illustrating the
successful performance of the invention. In the absence
of a proof to the contrary, which would have to have
been submtted by the appellant, this is sufficient

evi dence for showi ng that the technical problemis

sol ved over the whol e scope of Claim1l. Under these

ci rcunstances the technical problemas defined in the
patent in suit need not be refornul ated (see above

poi nt 3. 3).

The question remai ns whether or not the cl ai ned
solution of the existing technical probleminvolves an
i nventive step

There was no di spute that conponent (B) was known. The
skill ed person had no incentive to reduce the
concentration of conponent (B) ie Kayalight O disclosed
by docunent (1), since exudation problens were not
mentioned in said docunent.

On inquiry the appellant could not confirm I|et alone
prove that the di sadvantages of conpound B such as | ow
solubility in a polyolefin layer and the tendency to
exudate, nentioned in the letters of the appellant of
22 January 2002 (page 4, item 4, paragraph 2, |ast
line) and of the respondent of 12 Decenber 2001

(page 2, paragraph 2) were known at the priority date
of the patent in suit.
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The know edge of the general problem of optica
brighteners tending to mgrate and to exudate did not
yet focus on the specific problemof one single
conponent, ie conponent (B)

Docunent (1) neither nentions the above defined
techni cal probl em nor suggests a solution to it;
docunent (2) concerns only the manufacture of bis-
benzoxazol yl stil bene conpounds and their use as
optical brighteners and docunent (3) relates to optica
bri ghteni ng agents for polyolefin fibres but not for
phot ogr aphi ¢ supports w thout any indication of an
exudati on probl em

The appel l ant submtted that docunent (6) woul d have
|l ed the skilled person to the clainmed solution, ie to
t he reduction of the anpbunt of conpound (B)

The Board cannot accept this argunent. Docunent (6)

rel ates generally to the loss of additives from

pol ymers (see headi ng) and addresses three factors:
solubility, volatility and diffusion coefficient of the
additive (see page 357, synopsis). The passage which
the appellant referred to in particular reads:

"Once the additive is soluble, the nost inportant
consideration is to reduce its volatility. The use of

l ong flexible substituents is ideal since it increases
solubility, reduces volatility, and has little effect
on diffusion coefficient relative to the unsubstituted
nol ecul e. Thus, the stabilization....is nost
effectively achi evabl e by additives of high solubility
and low volatility."(page 369, lines 14 to 19).

The skilled person would have concl uded therefrom so
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t he appel | ant argued, that the anmount of conpound (B)
having the | owest solubility and the highest volatility
of the three conmpounds (A), (B) and (O should be
reduced to solve the existing technical problem
However, the Board finds the above cited passage

di scl oses rather to provide the respective nolecul e
with a long flexible substituent in order to increase
its solubility and reduce its volatility (page 369,
lines 15 to 19) instead of reducing its anount.

Mor eover, as already indicated, the individual skilled
person woul d not have been aware of the unfavourable
exudation properties of the conponent (B). So there was
no pointer or indication in docunent (6) to |ead the
skill ed person to the cl ai ned sol ution.

3.7 For the above reasons, the Board finds that the
subject-matter of Claim1l1 involves an inventive step
Clains 2 to 7 refer to specific enbodinents of Caiml
and derive their patentability fromd aim1.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

0824.D Y A
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G Rauh P. Krasa
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