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Summary of Facts and Subm ssi ons

0200.D

Mention of the grant of European patent No. 0 293 098
in respect of European patent application No.

88 304 075.0, filed on 5 May 1988, claimng priority
froman earlier application in the USA (55629 of 29 My
1987), was published on 22 February 1995. The patent
was granted on the basis of seventeen clains, the

i ndependent cl ai ns readi ng:

"1. A container for liquids containing essential oils
and/ or fl avours obtai nabl e by:

(a) flame treating a paperboard substrate on both sides;
(b) placing on one side of the thus treated paperboard
substrate a layer of nolten LDPE by extrusion coating;
(c) extruding or coextruding onto the uncoated side of
t he paperboard substrate a sandw ch | ayer of EVOH
surrounded by tie layers, or one tie layer and EVOH, or
EVOH al one, and corona discharge treating or flame
treating the newy placed | ayer

(d) extruding onto the tie |ayer-EVOHtie |ayer
sandwi ch | ayer, or the tie |ayer-EVOH | ayer, or the
EVOH | ayer thus treated a very thin layer of LDPE, and
(e) heat sealing the thus obtained |am nate fromfront
to back (LDPE to LDPE) at conventional tenperatures of
122°C to 260°C (250°F to 500°F)."

"12. A process for formng a container according to
claim1 which conprises the steps of:

(a) flame treating a paperboard substrate on both sides;
(b) placing on one side of the thus treated paperboard
substrate a layer of nolten LDPE by extrusion coating;
(c) extruding or coextruding onto the uncoated side of

t he paperboard substrate a sandw ch | ayer of EVOH
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surrounded by tie layers, or one tie layer and EVOH, or
EVOH al one, and corona discharge treating or flame
treating the newy placed | ayer

(d) extruding onto the tie |ayer-EVOHtie |ayer
sandwi ch | ayer, or the tie |ayer-EVOH | ayer, or the
EVOH | ayer thus treated a very thin |layer of LDPE;, and
(e) heat sealing the thus obtained |amnate fromfront
to back (LDPE to LDPE) at conventional tenperatures of
122 to 260°C (250°F to 500°F)."

Four Notices of Opposition against the granted patent
were filed, in which the revocation of the patent in

its entirety was requested on the grounds of |ack of
novelty (Opponents 01 and 02) and inventive step (al

four Opponents) as well as insufficient disclosure
(Opponent 01) and extension of the subject-matter

beyond that originally filed (Opponents 02 and 03), as
set out in Article 100, paragraphs (a), (b) and (c) EPC

The opposition was, inter alia, supported by the
fol |l ow ng docunents:

D1: JP-A-61-108549
(Dla: English translation filed by Opponent 01)
(D1lb: English translation filed by Opponents 02
and 03)

D2: US-A-4 513 036

D4: P.W Ackermann et al., "Shelf life of citrus
juices. A conparison between different packages",
I nternational Federation of Fruit Juice Producers,
The Hague 1986
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D8: Conference paper "Hi gh performance nmultiply
filnms", 13 Novenber 1986

D11: Conference proceedi ngs Aseptipak '84, "Barrier
Coextrusion coating as a foil replacenent in
paperboard | am nation", 4-8 April 1984

D15: District Court for the Eastern District of
Virginia, R chnond Division, Judge Spencer's O der
and Menorandum Opi ni on dated 5 Novenber 1991 in
G vil Action No. 3:90CV00601

D16: International Paper Conpany's Proposed Exhi bit
List in Cvil Action No. 3:90CV00601

D24: Proceedings of the COEX '85, Fifth Annual
I nt er nati onal Coextrusion Conference and
Exhi bition, Cctober 9-11, 1985, pp. 137-161, "EVCOH
Coextrusi on Coating and Lam nating"

D26: JP- A-52-24928 (English translation)

In a decision issued in witing on 9 February 1998, the
Qpposition Division revoked the patent for |ack of an
inventive step. In particular, it was held that the
clainmed containers differed fromthe containers
exenplified in DL at nost in that they did not contain
an anchor coating |ayer, the paperboard substrate had
been flanme treated on both sides and the EVOH or tie
layer in contact with the very thin layer of LDPE had
been corona or flane treated. The generic teaching of
D1 made it clear that those possible differences did
not contribute to the solution of another neani ngful
techni cal problemthan providing a nmultilayer container
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for fruit juice having sufficient interlayer adhesion
and hence D1 rendered the cl aimed subject-matter

obvi ous.

Furthernore, according to the Qpposition Division, the
nmeani ng of the feature "very thin" regarding the LDPE

| ayer of step (d) of claim1l1 did not clearly exclude a
t hi ckness of 30 nm which val ue was di sclosed in D1, so
that "very thin" did not forma distinguishing feature.
However, even if "very thin" had been regarded as a
further distinguishing feature, the decision would not
have been any different.

The argunent that a public prior disclosure had taken
pl ace was rejected, since it could not be established

t hat such disclosure, for which the burden of proof |ay
wi th the opponent, had effectively occurred.

The auxiliary request filed by the patent proprietor
during the oral proceedings was refused pursuant to
Rul e 71a(2) EPC

As regards the objections regardi ng added subj ect
matter, insufficient disclosure and novelty, no

deci sion was given. Instead, reference was nade to the
provi si onal opinion expressed in the communi cation

acconpanyi ng the summons to oral proceedings.

On 4 March 1998, the Proprietor (Appellant) |odged an
appeal against the above decision and paid the

prescri bed fee on the same day. The Statenent setting
out the G ounds of Appeal was filed on 19 June 1998. It
contai ned a declaration by Dr Pucci and a video film
indicated as Exhibit A as well as a main (the clains as
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granted) and five auxiliary requests (anmended sets of
cl ai ns) .

By letter dated 19 April 2000, the Appellant filed
further argunments and declarations by Dr Bushman, with
two filmspecinens A and B, and a declaration by

Dr Hotchkiss with attachments indicated as Tab 1 to
Tab 12. Reference was al so nade to

D36: Pol ymer News, 1986, Vol. 11, pp.264-271, "EVAL
Resins: Ethylene Vinyl Al cohol (EVOH) Barrier
Resins for Barrier Packaging Applications".

By letter of 2 August 2004, the Appellant filed new
clainms as the main request (the clains as granted) and
fifteen auxiliary requests (anmended sets of clains).
Four further docunments were cited as well.

In reaction to the appeal, Respondent 01 gave his
counterargunents by letter of 23 February 1999,
referring to Articles 54, 56, 83 and 123(2) EPC and
filed two new docunents, a declaration by M L. Lofgren
as well as a nunbering schene for the docunents cited
thus far. By letter of 13 August 2004, Respondent 01
gave further coments, citing a nunber of decisions of
t he Boards of Appeal in relation to insufficient

di scl osure (T 409/91, QJ EPO 1994, 653) and inventive
step (T 273/92 of 18 August 1993, not published in QJ
EPO, and T 327/92 of 22 April 1997, not published in QJ
EPO) . A second declaration by M L. Lofgren was

encl osed, as well as a fresh nunbering schenme for the
citations used in this case.
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Respondent 02 replied by letter dated 4 January 1999,

i nvoking Articles 54, 56 and 123(2) EPC and citing four
new docunents. In a letter dated 16 August 2004,
further argunents regardi ng added subject-matter,
public prior use and inventive step were given and a

declaration of M A. Fl om was encl osed.

Respondent 03 gave his argunents by letters of 3 March
1999 and 16 August 2004, referring to Articles 56
and 123(2) EPC

Respondent 04 replied to the appeal with a letter dated
14 Decenber 1998, based upon Articles 56 and 123(2) EPC.

Oral proceedi ngs before the Board were held on

15 Septenber 2004. During the oral proceedings, after

di scussion of the main request, the Appellant filed a
new first auxiliary request and stated that the fifteen
auxiliary requests already on file should be anended
and renunbered accordingly. The main request consisted
of the clains as granted. In the anended i ndependent
claims 1 and 12 of the first auxiliary request filed
during the oral proceedings, "(0.7 ml [0.018 mm])" was
added after "very thin" in step d.

The Appellant's argunents given in witing and during
the oral proceedings can be sunmarised as foll ows:

(a) The amendnents to the clainms were based on the
original description.

Regarding the term"very thin", in its statenent
of grounds for the appeal the Appellant had stated
that its nmeaning referred to a thickness of not
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greater than 20 mm During the oral proceedings,

t he Appel |l ant argued that although throughout the
patent specification the term"very thin" was

i ndi cated between brackets as being 0.7 ml, it
was clear fromclaim?2, where that val ue was
specified, that claim1l was neant to be broader
than that. "Very thin" referred to a certain range.
The 0.7 m | served nerely as an exanpl e of what
was nmeant. The skilled person would not identify
"very thin" with the specific value of 0.7 ml.
According to the patent specification, the term
"thin" could nean 17 to 26 mm which range
included 0.7 ml| (18 mm), so that the upper limt
of the range for "very thin" could not be above

26 mMm Its lower limt was as thin as possible
with the invention still being effective. This
interpretation was supported by the application as
originally filed.

There was no evidence on file that the skilled
person woul d not be able to carry out the

i nvention, the burden of proof for which lay with
t he Qpponent.

Regardi ng novelty, the Appellant pointed to five
di fferences between the cl ai med subject-matter and
D1, one of which was the very thin LDPE | ayer,

whi ch was thinner than that described in Dl1. Al so,
D1 did not disclose corona discharge or flane
treatnment of the paperboard and the EVCH | ayer.

As to the alleged public prior use invoked by
Qpponent 02, it was contested that it had taken
pl ace and it was pointed out that no evidence
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what soever had been filed to support the
al | egati on.

D1, D2 and D26 all came into consideration as a
starting point for the assessnment of inventive
step. They each differed fromthe clai ned subject-
matter in several aspects.

D2 showed the small est nunber of differences from
the clained subject-matter and al so concerned the
sanme problemas the patent in suit: the mgration
of essential oils and flavours, in particular in
fruit juice, fromthe contents of the container
into and through it. That probl em had been sol ved
by the clainmed container, as denonstrated by the
exanples of Table 1 in the patent in suit, where a
direct conparison with a | am nate according to D2
showed an inprovenent of nore than 50% The
presence or not of Plexar in the |am nate did not
contribute to the solution of the mgration
problem and it should be assuned that a tie | ayer
had no effect in that respect.

D2 disclosed a lamnate with a pol ypropyl ene | ayer
i nstead of an EVOH | ayer without any hint to

repl ace the pol ypropylene by EVOH, so that D2 did
not render the clainmed subject-nmatter obvious.

Dl referred to a different problemfromthe patent
insuit. It also consistently nmentioned the use of
a much thicker LDPE inside |ayer than now cl ai ned.
Therefore, the skilled person would not have
conbined D1 with D2 in order to solve the

m gration problem Moreover, D1 disclosed a |ong
list of several different polyners that could
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possi bly be used and it could only be with

hi ndsi ght that the skilled person woul d choose
EVOH to repl ace pol ypropylene in the | am nate of
D2.

D26, which disclosed the use of two barrier |ayers
in the formof tw different types of EVOH | ayer,
al so contained no reference to the absorption
properties of the |am nate and hence to the

probl emthe patent in suit sought to solve.

Hence, those docunents contained no hint to

repl ace the pol ypropylene layer in the |amnate
di sclosed in D2 by EVOH, in order to resolve the
probl em described in the patent in suit: the |oss
of flavour and the mgration of essential oils.

VI, The Respondents' argunents given in witing and during
the oral proceedings can be sunmarized as foll ows:

(a) Regarding the anmendnents, the expression "very
thin" was unclear by itself. In the patent
specification it was used interchangeably wth
“"thin". The value of 0.7 m| between brackets was
consistently given after "very thin" in the patent
specification. If that expression was nmeant to
refer to a range, the limts of that range were
not clear. The val ue between brackets served
however to stipulate nore precisely what was neant
by "very thin", so that including "very thin" in
the clains without the value of 0.7 m| between
brackets contravened Article 123(2) EPC.

0200.D
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I n addi tion, other amendnents to the clains were
not based on the application as originally filed,
such as the conmbination of a tie |layer in genera
with a flanme or corona treatnent. Such a treatnent
had only been disclosed for Plexar as the tie

| ayer. Respondent 02 al so objected to the del etion
of a nunmber of limtations that had been present
in the original clains.

(b) As regards insufficient disclosure, Respondent 01
had stated in witing that the clains included
containers in which the "very thin" LDPE | ayer was
too thin to provide the benefits which the
Appel I ant asserted. During the oral proceedi ngs
Respondent 0Ol referred to its witten argunents.
None of the other parties wished to express itself
on this issue anynore, but the objection was

mai nt ai ned.

(c) Regarding novelty, depending on the interpretation
of "very thin" or "very thin (0.7 ml)", the
t hi ckness of the LDPE | ayer mght differ fromthe
val ue of 30 mmgiven in the Exanples of DL.
Nevert hel ess, the skilled person would seriously
contenplate to reduce the thickness of the inner

LDPE | ayer to bel ow 30 nm

Respondent 02 maintained its allegation that a
| am nate according to present claim11 had been the
subj ect of public prior use, referring to D15 as

evi dence.

(d) As regards inventive step, any difference between
t he known process features and those of the

0200.D
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cl ai med subject nmatter needed only be taken into
account in so far as it resulted in a different

pr oduct .

D2, which ained at replacing alum niumfoil
referred to the sane problemas the patent in suit
but it did not nention EVOH as a possible barrier

| ayer. However, it was a well-known phenonenon
that new materials woul d be used when they becane
avai l abl e and the desirable barrier properties of
EVOH were known from several of the cited prior
art docunents. Therefore, in order to inprove the
barrier properties of the lam nate, it was obvious
to replace the PP |layer of D2 by an EVOH | ayer, as

now cl ai ned.

D26 al so concerned the mgration of oils, or
flavour, fromthe contents of the contai ner and of
gas into them The |am nate described in D26 was
structurally close to that used for the clained
container; it only |lacked an outer LDPE |ayer and
descri bed an EVA | ayer between the EVCH and i nner
LDPE | ayers. However, not only the nunber of

di fferences was inportant, but also their
relationship with the problemto be solved. The
presence or absence of an outer LDPE | ayer
contributed nothing to the migration problem
concerning the contents of the container. Nor did
a corona discharge or flane treatnent, which
rather referred to inproving the adherence between
layers. If the latter was seen as the problemto
be solved, the skilled person would apply well -
known neasures such as surface treatnent or the

use of tie layers. EVAwith its barrier function
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al so served as a tie layer. Therefore, the clained
subject-matter was al so not inventive starting

fromD26 as the closest prior art.

D1 |i kewi se concerned mgration problens regarding
oxygen, fruit juice and flavours. Starting from
this docunent, the problemto be solved could be
formul ated as finding an alternative container.
The container according to D1 differed fromthe
claimed container in the thickness of the inner
LDPE | ayer. However, the use of thinner |ayers was
mentioned in D1 and was al so known from D2. The
application of surface treatnments when necessary
was not hing special. Therefore, D1 rendered the

cl ai med subject matter obvious as well.

It was clear that on any basis no inventive step
was present.

The Appellant (Proprietor) requested that the decision
under appeal be set aside and that the patent be

mai ntai ned as granted (main request) or, alternatively,
on the basis of the first auxiliary request as
submitted during the oral proceedings or on the basis
of any of the fifteen auxiliary requests submtted with
the letter dated 2 August 2004, with the proviso that

t he i ndependent clains be nodified in the same way as
claims 1 and 12 of the first auxiliary request

subm tted during the oral proceedings.

The Respondents (Opponents) requested that the appeal
be di sm ssed.
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Reasons for the Decision

Adm ssibility of the appeal

1

The appeal is adm ssible.

Mai n request

Amrendnent s

0200.D

During the exam nation procedure the clains as filed
underwent maj or changes. However, a nunber of
unclarities present as fromthe begi nning were not
remedi ed and new serious unclarities (a "very thin"

| ayer of LDPE) were even introduced. Since Article 84
EPC is not a ground for opposition, the exam nation
phase is the only possible tine at which its

requi rements can be seen to. It is the Exam ning
Division's task to make sure that this requirenent is
observed in the public interest to have | egal certainty
regardi ng the scope of the clains. However, this is

Wi thout prejudice to the Applicant's responsibility for
the formul ati on of the subject-matter being clai ned
(Article 113(2) EPC). Therefore, if an Applicant
chooses to use an unclear fornulation, he should expect
that its interpretation, usually on the basis of the
description, may not always be to his advantage.

In the present case, a basis for the anended clains as
t hey have been granted can be found on page 5, third to
fifth paragraph, of the original application. Any
formulation that is broader than in the original clains
(such as the deletion of the words "thin" and "outer"”
in step b)), is supported by this passage, so that



3.2

0200.D

- 14 - T 0217/ 98

Article 123(2) EPCis conplied with in this respect.

The repl acenent of the "Plexar |layer" by the nore

general "tie layer" is supported by several passages in
the original application (page 3, second paragraph;

page 7, first paragraph; page 13, second full paragraph;
original clains 2, 7, 12, 15, 16, 19) fromwhich it
appears that other materials than Pl exar can al so be
used and that "Plexar layer” and "tie |ayer" are used

i nt erchangeabl y.

Article 123(3) EPC, which forbids the amendnent of
clainms of the European patent in such a way as to
extend the protection conferred, applies to anendnents
carried out after grant and is not applicable to
amendnent s made during the exam nati on phase of the
application, so that the objections of Respondent 02 in
t hat respect cannot be foll owed.

In the above-cited passages there is no indication of
the thickness of the LDPE | ayer of step (d), the basis
for which can be found on original page 7, |ast

par agr aph, where it says: "Provided is a very thin
(0.7 ml) product-contact |ayer of LDPE ... Caim1l as
granted does not contain any reference to the val ue of
0.7 mil inrelation to the term"very thin". Therefore,
it has to be decided whether the introduction of the
term"very thin" as such in claiml1, wthout any

i ndi cation of the value of 0.7 ml, contravenes
Article 123(2) EPC. To that end, the neaning of "very
thin" has to be clarified.

An inportant part of the witten as well as the oral
di scussi on was about the neaning of the term"very
thin". Various possible interpretations were offered by



3.3

0200.D

- 15 - T 0217/ 98

the parties, showi ng that the expression was undeni ably

uncl ear.

Fromthe wording of claim1l as granted, no indication
can be obtained as to the exact neaning of "very thin"
in step d). However, claim2 gives specific values for
t he thickness of the layer of nolten LDPE (0.020 mm 0.8
ml), the EVOH layer (0.005 to 0.018 mm 0.2 to 0.7 m )
and the very thin layer of LDPE (0.018 mnm 0.7 ml).
Since claim2 is appended to claim1, it indicates
preferred enbodi nents wthin the broader scope of
claim1l1l. Therefore, the thickness of the "very thin"
LDPE | ayer of claim 1 nust be greater than the val ue of
0.7 ml indicated in claim2. It remains to be seen if
there is support for that anmendnent, thus interpreted,
in the application as originally filed.

Thr oughout the original description, various

i ndi cations of the thickness of |ayers can be found. On
page 1, last sentence (page 2, line 17 of the patent
specification), a liquid-contact LDPE |ayer of 1.5 m|
is indicated as "thick". On page 7, |ast paragraph,

| ast sentence (page 4, line 44 of the patent
specification), a product-contact LDPE |ayer of 0.7 m/|l
is named "very thin". A "very thin" LDPE | ayer of

0.8 ml is nmentioned on page 12, lines 1 to 2 and in

t he second paragraph (page 5, |ines 54/55 and page 6,
line 6 of the patent specification), but that layer is
not situated on the EVOH | ayer(s). Referring to

Figure 6, on page 12, first paragraph, |ast sentence,
(page 6, line 3 of the patent specification), a "very
thin" LDPE | ayer extrusion coated on EVOH | ayer(s) of
0.7 ml at the interior of the lamnate is descri bed.
Therefore, consistently throughout the patent
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specification, the use of the term"very thin" is
linked to a thickness of 0.7 m | for the LDPE | ayer
situated on the EVOH | ayer(s), which is the inner or
product-contact side of the container. O her val ues

t hat have been nentioned refer to the outer LDPE |ayer
which has a different function fromthe inner LDPE

| ayer. Terms like "thin" and "thick" being relative,

t he sane value can be "thin" for one purpose and
"thick" for another, so that it is not appropriate to
draw any concl usions regardi ng the inner LDPE | ayer
based on thicknesses referring to the outer LDPE | ayer.
In view of this, the Board cones to the conclusion that
the term"very thin" is closely Iinked to a thickness
of 0.7 ml.

In view of the above, there is no basis in the original
application for leaving out "(0.7 ml)" when
introducing the term"very thin" into claim1l, which
introduction is based on original page 7, |ast

par agraph. Therefore, the clains as granted do not
conply with Article 123(2) EPC and the main request has
to be refused.

First auxiliary request

Anrendnent s

0200.D

Conmpared with the clains as granted (main request), the
first auxiliary request filed during the oral
proceedi ngs contains the value of 0.7 m | between
brackets after "very thin", which is based upon
original page 7, |ast paragraph. Therefore, the

obj ection due to which the main request was not all owed
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(point 3.1 to 3.4 above) does not apply and the
requirenents of Article 123(2) are fulfilled.

As a consequence of the introduction of "(0.7 ml)"
after "very thin", claim1l has becone as clear as the
original description allows. In line with the standard
practice at the EPO to indicate a precise value that
may however vary somewhat e.g. due to tol erances or
measuring errors, "very thin (0.7 ml)" should be
understood as "about 0.7 ml|". Hence, the Board
considers Article 84 EPC to be conplied with

Sufficiency of disclosure

0200.D

The question whether the clainmed subject-matter is
disclosed in a way sufficient to enable the skilled
person to carry it out (Article 83 EPC) should be
considered in the light of what is claimed. This is in
conformty with Decision T 409/91 supra, which says
(Reasons, point 2) that "in order to fulfil the

requi renent of Article 83 EPC, the application as filed
must contain sufficient information to allow a person
skilled in the art, using his comon general know edge,
to carry out the invention within the whol e area that
is clained."” (enphasis added). In the present case, it
has not been contested that the clainmed container can
be produced. The objection rather refers to the
possibility that the very thin LDPE product-contact
layer is too thin for the benefits which the Appell ant
asserts to be achieved.
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The definition of the container in claim1l does not
contain any specification of benefits to be realised by
it, which are indicated in the description. Therefore,
any advant ages of the clainmed container do not form
part of the definition of the clainmed subject-matter
but rather refer to the effectiveness of the solution
of the problemthat the patent seeks to solve. That
guestion however arises under Article 56 EPC, not under
Article 83 EPC. Since there is no indication that the
skill ed person could not prepare containers according
to claim1, the Board considers the requirenents of
Article 83 EPC to be fulfill ed.

Public prior use

0200.D

In support of its argunment of public prior use,
Respondent 02 relied on two docunents (D15 and D16)
resulting froma "civil action"” that had taken place in
the United States. D15 is an order given by a District
Court, D16 a list of exhibits. Respondent 02 argued
that the Board should follow the court order. However,
each court has to decide the case before it on the
basis of the facts and evidence on file and has to cone
to a conclusion independently. In the case of the
validity of patents, this is particularly expressed in
the principle of the nutual independence of patents
obtai ned for the sanme invention in various countries,
as enbodied in Article 4°° of the Paris Conventi on.
Therefore, for this reason already it is not acceptable
to expect the Board to follow D15 blindly. In addition
the US court order has been given in an entirely
different |egal environment and was based upon cl ai ns
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that are not known to the Board and that may differ
fromthe present clains in nore or |ess essenti al

f eat ur es.

In order to form an autononous judgenent, the Board
needs the facts and evidence that could support the

al l eged public prior use (See Decision T 328/ 87, Q EPO
1992, 701, Reasons point 3.3). However, no such facts
and evi dence have been presented. D16 only lists a
nunber of exhibits that are not available to the Board
and fromwhich it is not even clear what exactly had
been, allegedly, nmade available to the public and when
t hat woul d have been the case. Therefore, the Board
consi ders the argunment of public prior use unfounded.

Docunent s

0200.D

Dlb discloses a | am nate prepared by coextrusion
noul di ng a gas-barrier resin having an oxygen
permeation rate of 50 cc/nf.24hr.atmor bel ow at 23°C
under dry conditions and a substantially odourl ess

pol yolefin resin at 140 to 290°C and | am nating said
gas-barrier resin layer to a substrate, said gas-
barrier resin layer having a thickness of 1 to 30 m
said polyolefin resin layer having a thickness of 10 to
200 mm (claim. In Exanple 2 a lamnate is specified
that, fromthe outside to the inside, is conposed as
foll ows: LDPE (15mm)/ paper/LDPE (15mr)/anchor coating
agent/ EVOH (15nm) / nodi fi ed pol yet hyl ene (15mm / LDPE
(30mm . Although in claim1 and on page 4, first

par agr aph, a possi bl e thickness of the inner LDPE | ayer
of 10 to 200 mis nentioned and corona treatnment is
referred to on page 2, |ast paragraph, the specific
conbi nation of features of the container of present
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claim11 is not disclosed (see point 15 bel ow).
Therefore, Dlb does not prejudice the novelty of the
cl ai med subject-matter

Si nce none of the other docunents on file discloses a
cont ai ner as now being clained either, the clained
subject-matter according to the auxiliary request is

novel .

| nventive step

10.

10.1

10. 2

0200.D

The patent in suit concerns inproved non-foil conposite
structures for packaging juice. It ains at an

i nprovenent of containers for |iquids containing
essential oils and/or flavours, in particular at

i mproving the retention of essential or flavour oils in
citrus and other juices as well as the barrier

resi stance to oxygen which causes the juice to | ose
vitamin C (page 2, lines 3 to 8, 40 to 54; page 3,
lines 23 to 25 and 41 to 43; page 5, lines 2 to 13).

Both Dlb and D2 refer to containers made from such non-
foil conposite structures. D26 describes a |am nate for
form ng paper cups.

Dlb (point 8 above) seeks to solve the probl em of odour
or taste mgration fromthe |l am nate formng the
container into the contents of the container, such as

fruit juice (page 3, first two full paragraphs).

The aimof D2 is to reduce the diffusion of essenti al
oils and flavours contained in fruit juices through the
inner coating into the paperboard | ayer w thout the use
of a nmetal foil (colum 1, lines 6 to 31). To that end
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it discloses a container for |iquids containing
essential oils and/or flavours constructed froma

| am nate conprising an outer paperboard | ayer, a |ayer
of propyl ene polynmer coated on an inner surface of said
paper board | ayer, a propyl ene polyner |ayer having an

i nner surface which has been treated to enhance

adhesi on, and a heat seal able layer of an olefin

pol ymer coated on said treated inner surface of said
propyl ene polyner |ayer (claim1). The pol ypropyl ene
surface can be treated by corona discharge or flame
treatnment (clains 2 and 3). Alternatively, for better
adhesi on an adhesive | ayer such as one nmade of ethyl ene
nmet hacryl ate copol yner, can be present between the

pol ypropyl ene and the olefin |ayer (clains 4 and 5).
The pol yet hyl ene | ayer overlaying the pol ypropyl ene

| ayer is preferably heat-seal able and, nore in
particular, a |ow density polyethylene (colum 3,

lines 42 to 48). Another |ayer of |ow density

pol yet hyl ene may be applied to the other side of the
cardboard paper layer in order to inpart heat-
sealability and gloss (columm 3, lines 56 to 65). A
contai ner prepared froma |amnate conprising fromthe
outside to the inside 7.8 pounds per ream pol yet hyl ene,
0.024 mlk carton stock, 10 pounds per ream of
extrusion coating grade polypropyl ene and 10 pounds per
ream | ow density pol yethylene, is nentioned in colum 4,
line 66 to colum 5, line 4; its barrier properties are
given in Table I (colum 5).

D26 describes a four-layered lamnate filmfor formng
paper cups, conprising a |lam nate of four |ayers

consi sting of paper for form ng paper cups, a |ayer of
hi ghly saponi fied ethyl ene-vinyl acetate copol yner
havi ng an ethyl ene content of 20 to 50 nole% and a
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saponification degree of 90% or nore, a |ayer of
partially saponified ethylene-vinyl acetate copol ynmer
havi ng an ethyl ene content of 40 to 90 nol e% and a
saponification degree of |ess than 90% and a
polyolefin resin film(clain). D26 ains at paper cups
havi ng hi gh vari ous nmechani cal strengths, good barrier
properties and good thermal and nechani cal
characteristics (page 2, fifth full paragraph). In
Exanple 2 a cup is specified formed of a |lam nate of a
corona di scharge treated raw paper, coated with an EVOH
| ayer of 20 nm An LDPE filmwas al so corona discharge
treated and that side was in contract with an EVA | ayer
of 15 mm In Exanple 2 the inner polyethylene resin

| ayer has a thickness of 10 mm

Al t hough the problem described in D1 i s sonmewhat
simlar to the patent in suit, it refers to the

m gration of ingredients fromthe container into its
contents whereas D2, |like the patent in suit, addresses
t he problemof flavour |oss due to mgration fromthe
contents into and through the container. D26 on the

ot her hand does not directly refer to mgration

probl ens regarding fruit juice flavours. Furthernore,
the patent in suit does not contain any conparative
exanpl es regarding D1 or D26 whereas D2 is represented
in the lamnate of Figure 4 (patent in suit, Table 1
and Figure 4), which is an indication that D2 was used
as a starting point to arrive at the clainmed subject-
matter rather than D1. Therefore, the Board considers
D2 to be the closest prior art for assessing the
presence of an inventive step (see al so Case Law of the
Boards of Appeal of the European Patent O fice, 4th
edition, 2001, 1.D. 3.1 and 2).
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The exanples of the patent in suit (Table 1) show that
a lamnate as clainmed (the last one in the table) has
superior properties as regards | oss of essential oil
and of vitamn C as conpared to other lam nates, in
particular that of D2 (one before last) and a reduced

| oss of essential oil conpared to a | am nate containing
a nmetal foil (second in the table). Therefore, it can
be concl uded that the above-defined problem to inprove
containers for |liquids containing essential oils and/or
flavours, in particular the retention of essential or
flavour oils in citrus and other juices as well as the
barrier resistance to oxygen which causes the juice to
| ose vitamn C, has been effectively solved by the

| am nate specified in Table 1, which contains an EVOH

| ayer positioned between two Pl exar |ayers. Since there
is no evidence that the same effect cannot al so be
achieved with other enbodi nents enconpassed by the
clains (e.g. with other material as adhesive |ayers or
with only one adhesive |ayer or w thout any adhesive

| ayer at all), and in the Iight of the statenent by the
Appel | ant that the presence of Plexar does not
contribute to the solution of the mgration problem

t he Board accepts that the above-defined problemis
effectively solved within the whole scope of the clains.

It remains to be decided if the clained solution was
obvious in the light of the docunents on file.

D2 solves the problem of diffusion of essential oils
and flavour through a container w thout using a netal
foil layer by a container nade of a | am nate which, in
a preferred enbodi nent, has the order

LDPE/ car dboar d/ PP/ LDPE (Table 1). The |l am nate form ng
t he present container, in one of its possible
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enbodi nents, has the order LDPE/ cardboard/ EVOH LDPE
(Figure 7). The thickness of the inner LDPE | ayer of D2
is indicated to be 10 pounds/ream (colum 5, lines 3
and 4). This corresponds to the thickness indicated in
original clainms 12 and 16, page 6, last line, and

page 11, second paragraph, last line, as well as in the
patent in suit on page 5, lines 44 to 52, in particular
line 52, where a thickness of "4.5 kg (10 Ibs.)" is

di scl osed for the inner LDPE layer. Clains 8 and 13 and
page 4, line 31, as granted al so nention a thickness of
10 I bs. for the inner LDPE | ayer (the reference to

3.7 kg, which was added during the exam nati on phase,
is obviously wong). Therefore, the only structural

di fference between the patent in suit and D2 is the use
of EVOH instead of PP, so that the question to be
answered is if, in the light of the prior art, it was
obvious for the skilled person to replace the

pol ypropyl ene of D2 by EVOH in order inprove the

| am nate properties as regards | oss of essential oils
and of vitamn C

The barrier properties of EVOH have been known for some
time before the priority date of the patent in suit and
are described in several of the docunents on file.

In Dlb, Exanmple 2, a layer of EVOH is present on the
inside of the |am nate, separated fromthe contents of
t he contai ner by an LDPE | ayer. The gas-barrier
properties of EVOH and sone ot her polyners are

descri bed on page 4, second and third full paragraphs,

inrelation to oxygen.

D4 di scusses the possible interactions between food and
packagi ng material: mgration fromthe packagi ng
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material into the food, perneation through the
packagi ng materi al and absorption fromthe food into

t he packaging material (page 145, Figure 2). It also
mentions the relationship between oxygen perneati on and
t he oxi dative degradation of orange juice conponents,
the loss of vitamn C being an indicator of that

(page 147, point 3.2, first paragraph).

D8 describes high performance multiply plastic filns,
in particular coextruded filnms of EVOH, which materi al
is described as a high barrier material (Chapter 2 of
the part of Dr Suggate). In Table 1 its oxygen barrier
properties are specified and in the second ful

par agr aph below Table 1, its excellent barrier
properties to other gases, aromas, flavours and many
chem cal s including hydrocarbons, ethers, benzene
derivatives and nmany other organic derivatives are
menti oned. The EVOH | ayer can be used in conbination
with LLDPE | ayers to which it is adhered by neans of
tie layers (page 13, point 3).

D11, page 126, third full paragraph, nentions EVOH as a
core layer (non food contact) in container thicknesses
greater than 5 mls. On page 127 the oxygen and water
vapour perneability of EVOH are specified (Table 3).

In D24, EVOH is nentioned as the prem er high gas-
barrier resin in film sheet and bottle coextrusion. It
may be coextruded with LDPE and then | am nated onto
oriented nylon film (page 139, first and third ful

par agr aphs). Coextrusion coating and lamnating with
EVOH adds hi gh gas-barrier to the conbi ned
characteristics given by conventional extrusion coating

and | am nating. Conpared with other polyners, this
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conposite has higher gas-barrier and better flavour
retention (page 140, first full paragraph). In the
concl usion (page 148, point 7) it is stated that the
technol ogy will be devel oped not only for foods, but
al so for other packaging applications.

D36 di scusses the properties of various grades of EVOH
resins, e.g. their gas perneability (page 267,

Table I1). On page 268, under "Fragrance and Qdor
Protection” it is stated that "packagi ng structures
containing EVOH resins as barrier |ayer are highly
effective in retaining fragrances and preserving the
aroma of the package contents." Packagi ng structures
with and without EVOH | ayer are conpared in Table VI
(page 268), as regards their aroma retention of various
conponents. Figure 4 shows a number of structures in
whi ch EVOH i s conbined with various other polyners,
anongst which PP and PE; Table VIl lists a nunber of
appl i cations, anobngst which the packaging of juices is

ment i oned.

Since it was known that oxygen perneation is an

i nportant reason for the loss of vitamn C (D4; patent
in suit, page 5, lines 10 to 11) and al so that EVOH
provi ded an excellent barrier against oxygen (Dlb, D8,
D11, D24, D26, D36) as well as being effective in
retaining flavours and aromas (D8, D24, D36), it was
obvious for the skilled person, when confronted with
the problem of inproving the | am nate properties as
regards | oss of essential oils and vitamn C, to
replace the PP in the lamnate of D2 by EVOH.

The other differences between the clained contai ner and
D2 refer to process features rather than structural
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features, in particular to the flame treatnent of both
si des of the paperboard |ayer and the corona di scharge
or flame treatnent of the EVOH | ayer. However, surface
treatment does not directly contribute to the solution
of the above-defined problem it rather serves the

i nprovenment of adhesiveness between the |amnate |ayers.
Mor eover, the enhancenent of adhesiveness between

| am nate | ayers by neans of surface treatnent or of an
intermediary |layer of a suitable material (e.g. ethyl
nmet hacrylic acid copolynmer) is nentioned in D2

(colum 4, lines 3 to 29) as well as in Dlb (page 2,

| ast paragraph; paragraph bridgi ng pages 6 and 7;
exanples) and in D26 (page 2, |last full paragraph).
Therefore, those features cannot render the clai ned

subj ect-matter inventive.

The sane is valid for the sealing step (e), which does
not contribute to the solution of the above-identified
probl em nor does it present any special features that
were not previously known (e.g. D2, colum 1, line 47
to colum 2, line 6; colum 3, line 41 to colum 4,
line 2; Dlb, page 14: "Evaluation"; D26, page 7, second
| ast paragraph).

For the above reasons, the clained subject-matter is

not inventive.

Al though it is not necessary to give a second reasoning
when the Board arrives at a negative concl usion as
regards inventive step, it is neverthel ess observed
that no other result would have been obtained had the
Board followed the Appellant's |ine of argunment and
started from Dlb as the cl osest docunent.
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In that case, an inportant difference fromthe |am nate
described in Dlb, Exanple 2, would have been the use of
an LDPE layer of 0.7 ml| (18 mm instead of 30 nm Since
no advantage or surprising effect has been denonstrated
due to the use of such a thin inner LDPE | ayer, the
problemto be sol ved woul d have been to provide an
alternative lam nate suitable for use in fruit juice
contai ners. Although the Appellant has argued that a
prej udi ce exi sted against the use of such thin LDPE

| ayers, Dlb itself nmentions the use of layers as thin

as 10 nm wth a preferred range of 15 to 100 nm ( page 6,
first paragraph). D26, too, discloses an inner LDPE

| ayer of 10 nm (Exanple 2). Therefore, this argunent is
not convincing. Regarding the surface treatnment and
sealing steps, the sane is valid as above (point 13),

so that also following this reasoning, no inventive
step can be attributed to the clained subject-matter

ei t her.

Auxiliary requests filed wth letter dated 2 August 2004, with

amendnent s indicated during the oral proceedings

Amrendnent s

16.

16.1
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The first clainms of the first to seventh auxiliary
requests filed with letter dated 2 August 2004, in
which "(0.7 ml [0.018 mm] )" was introduced al ong the
lines of the first auxiliary request filed during the
oral proceedings, are product-by process clains.

The first of the fifteen auxiliary requests of 2 August
2004 differs fromthe first auxiliary request filed
during the oral proceedings in that the words "thin
outer"” have been added before the LDPE | ayer of
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step (b). Since the nmeaning of "thin" has not been
speci fied, that amendnent renders the claimunclear and
hence unal | owabl e already for that reason (Article 84
EPC). Moreover, "thin" does not contribute anything to
t he solution of any of the above-defined probl ens
(points 9 and 15 above) (Article 56 EPC). Hence, that
request is not allowable.

Claim1l of the second auxiliary request of 2 August
2004 differs fromthat of the first auxiliary request
filed during the oral proceedings in that the EVOH

| ayer should now al ways be surrounded by tie | ayers.
There is no experinental evidence that the obligatory
presence of tie |ayers surrounding the EVCOH | ayer woul d
contribute to the solution of the above-defined problem
to be solved. |Indeed, according to the Appellant, the
presence of Plexar layers in the lamnate did not
contribute to the results regarding the I oss of vitamn
C and essential oils and tie |ayers were assuned not to
have any effect regarding vitamn C and essential oi
retention. This is in conformty with the information
given in D26, in which a conbination of the highly
saponified ethylene vinyl acetate copol yner as a gas
barrier layer and a partially saponified ethylene vinyl
acetate copol yner as an adhesive layer is used, and in
which it is stated (page 3, first full paragraph) that
a saponification degree of less than 90% | eads to a
poor gas barrier property. Therefore, the Board
concludes that the tie |layers nerely serve to inprove
adherence between the layers, so that the reasoning
given regarding the features discussed in point 13,
first paragraph, above, also apply in this case
(Article 56 EPC)
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Claim1 of the third auxiliary request of 2 August 2004
differs fromthe previous request in that the words
"thin outer" have been added before the outer LDPE

| ayer of step (b), so that the reasons given under
point 16.1 and point 16.2 apply here as well

(Articles 84 and 56 EPC).

Claim1l of the fourth auxiliary request of 2 August
2004 has been rearranged in a way that casts doubt on
its clarity. It has also been restricted in that the
cont ai ner should now "consist" of the |ayer structure
LDPE/ paper board substrate/tie-EVOHtie or tie-EVCH or
EVOH very thin (0.7 ml [0.018 nm) LDPE. However, such
a restriction does not change the reasons given above
(points 12 and 13) for refusing the first auxiliary
request filed during the oral proceedings. Therefore,
apart fromthe clarity issue, this request |acks an
inventive step (Articles 84 and 56 EPC)

Claim1 of the fifth auxiliary request of 2 August 2004
has the same wording as the fourth auxiliary request
with the words "thin outer” before the outer LDPE | ayer
of step (b), so that the argunments regarding the fourth
and the first auxiliary request of 2 August 2004 are
also valid for this set of clainms (points 16.1 and 16.4
above) (Articles 84 and 56 EPQC)

Claim1 of the sixth auxiliary request of 2 August 2004
differs fromthat of the fourth auxiliary request in
that the EVOH | ayer shoul d now al ways be surrounded by
tie layers. Therefore, the argunents regarding the
second auxiliary request of 2 August 2004 apply as well
(points 16.2 and 16.4 above) (Articles 84 and 56 EPC)
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Claim1 of the seventh auxiliary request of 2 August
2004 has the sanme wording as the sixth auxiliary
request with the words "thin outer"” before the LDPE

| ayer of step (b), so that the sanme argunents apply as
t hose concerning the sixth and the first auxiliary
requests of 2 August 2004 (points 16.6 and 16.1 above)
(Articles 84 and 56 EPC).

The first clains of the eighth to fifteenth auxiliary
requests of 2 August 2004 are process clains which
correspond to the first clains of the previous

auxi liary requests which are product-by-process cl ai ns.
However, in spite of the fact that the clainms now do
not refer to products anynore, considering that the
process features in the product-by-process clains and
in the process clains are the sanme, the argunents given
with regard to the product-by-process clains are stil
val i d.

In particular, the argunments regarding a | ack of
inventive step given for the first auxiliary request,
also apply to the eighth auxiliary request (Article 56
EPC, points 9 to 15 above).

The ninth and el eventh auxiliary requests, |ike the
first auxiliary request of 2 August 2004, contain the
unclear term"thin outer” (Article 84 EPC, point 16.1
above).

The subject-matter of the tenth auxiliary request of

2 August 2004 is not inventive for the sane reasons as
given for the second auxiliary request of 2 August 2004
(Article 56; point 16.2 above).
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The subject-matter of the twelfth and fourteenth
auxiliary requests of 2 August 2004, like the fourth
auxi liary request, is unclear and | acks an inventive
step (Articles 84 and 56 EPC, point 16.4 above).

The thirteenth and fifteenth auxiliary requests of

2 August 2004 differ fromthe twelfth and fourteenth
auxi liary requests of 2 August 2004, respectively, in
that the word "thin" has been added before the LDPE
| ayer first mentioned in the structure. Since the
meani ng of "thin" has not been specified, that
anmendnent renders the claimed subject-matter unclear
(Article 84 EPC). Mreover, it does not contribute
anything to the solution of any of the above-defined
probl ens (point 16.4 above) (Articles 84 and 56 EPC)
Hence, those requests are al so not all owabl e.

18. In view of the above, the Board cones to the concl usion
that none of the requests on file is all owable.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

C. Ei ckhoff R E. Teschenmcher
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