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Summary of Facts and Subm ssi ons

0236.D

Eur opean patent No. 0 559 330 was granted on 16 August
1995 on the basis of European patent application
No. 93 300 823.7.

The granted patent was opposed by the appellants on the
grounds that its subject matter |acks novelty or

i nventive step with respect to the state of the art
(Articles 100(a) and 52 to 57 EPC and that the
invention is not sufficiently disclosed (Articles 83
and 100(b) EPC

Wth its decision posted 23 Decenber 1997 the
Qpposition Division held that the patent could be
mai ntained in the formas granted and rejected the
opposi tion. Anongst others, the foll ow ng docunents
were considered in the opposition proceedi ngs:

Dl: DE-A-2 007 056 & GB-A-1 242 996

D2: US-A-4 159 353

D6: G Spur, Th. Stofele, "Handbuch der
Fertigungstechni k, Band 4/1, Carl Hanser Verl ag,
Minchen, 1987, pages 480-490

The i ndependent clains 1 and 8 of this set of clains
read as follows:

"1l. A ceramc article for use at high tenperature and
in corrosive environnments, conprising a refractory
ceram c substrate on which is deposited a coating
of one or nore precious netals fromthe platinum
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group of alloys thereof, said coating having a

t hi ckness of from 50 to 350 m crons, characterised
in that the external surface of the coating is
non- por ous. "

"8. A process for making a ceramc article for use at
hi gh tenperatures and in corrosive environnents,
conprising applying to a refractory ceramc
substrate by conbustion flane spraying a coating
of one or nore precious netals fromthe platinum
group or alloys thereof in a thickness of from 150
to 350 mcrons, and treating the coating to nake
t he external surface thereof non-porous.”

An appeal against this decision was filed on 24
February 1998 and the appeal fee paid on the sane day.
The notice of appeal was foll owed by a statenment of
grounds submtted on 30 April 1998.

In the appeal proceedi ngs the patentees (respondents)
referred inter alia to the foll ow ng docunent:

D9: "Platinum Metal s Review', January 1960, pages 2 to
9 and "Platinum Metals Review, April 1960,
pages 48 to 55

In their response the opponents referred to

D11: Declaration of M M Poniatowski, conprising
exhibits Ato E submtted on 29 Septenber 1999

Oral proceedings were held before the Board on
1 Decenber 1999.
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The appel | ants (opponents) requested that the decision
of the opposition division be set aside and the patent
be revoked, furthernore apportionnent of costs for

di scussing the matter with their external expert

agai nst the patentees.

The respondents (patentees) requested that the appea
be di sm ssed and the patent be maintained in the form
as granted. They declared at the oral proceedi ngs not
to maintain their previously filed request for
apportionnment of costs.

The appel |l ants argued as foll ows:

Wth respect to the neaning of the term "non-porous
surface of the coating", it is agreed with the
interpretation given in the patentee's letter of

29 Septenber 99, page 5 that the "surface nust

wi thstand attack by nolten glass and protect the
ceramc parts fromthe highly corrosive effect of the
nolten gl ass”. The coatings according to docunent D1
exhibiting a 4 to 5 mls thickness and nmade with

pl ati num or platinum base all oy powder by plasnma flane
sprayi ng and subsequent heat treatnent are said to be
I mpervious and i nperneable to reactions between the
underlying refractory and the nolten glass in contact
with the exposed coating surface. The benefits of the
coati ng achi eved by the process according to docunent
D1 are apparent fromthe exanpl es showi ng that the
exposed coated surface was able to withstand attack by
nolten glass for seven or even ten days w thout form ng
blisters or seeds in the glass nelt and, consequently,
were "non-porous” within the nmeaning of claim1l1l. Hence
the subject matter of claim1l is anticipated by the
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teachi ng given in docunent DL.

The patentees' additional tests are not suitable to
prove their allegation that D1 does not enable a
skilled person to achieve the predicted result. On the
contrary, the screw plunger, described in Docunent D11
and produced according to the process in docunent Dl by
pl asma spraying a Pt coating foll owed by heat treating
the coating at 1200°C, was operated satisfactorily in
nol ten gl ass for nonths.

The sane statenent is true with respect to docunent D2
in which a thin platinumcoating of about 3 mls (about
76 un) obtained by plasma flanme spraying on a ceramc
substrate is made "inpervi ous"” or non-porous by
pressure bondi ng thereupon a plati num sheet of suitable
t hi ckness. Conventional platinum sheet nmateri al
conprises a thickness in the range of 200 pumto 300 pm
or up to 700 pm

Even if novelty with respect to docunent D1 or docunent
D2 were acknow edged, the subject matter of independent
claims 1 and 8 would lack an inventive step. These
clains nerely recite the problemto be solved, i.e. to
mnimze porosity, and the solution to the problemis
to make the surface of the coating non-porous. However,
no hint whatsoever is given in clains 1 and 8 as to how
"non-porosity" could be achieved. Only dependent
claim9 nentions shot-peening, flane glazing or
nmechani cal burni shing as densifying steps which are,
however, well known to those skilled in the art to
represent the typical aftertreatnent for reducing

m croporosity and adherence of the coating. (cf.
docunent D6, page 489, Chapter 2.4.3.1.6
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Nachbehandl ung) .

In addition, the description of the patent is short and
i nconplete. No specific test is given in the patent
about how "non-porosity"” of the external coating
surface should be proved. In view of the conplexity of
the spray technol ogy, the influences of the selected
nmet hod, technical equipnent and variation of paraneters
upon the final product, the specification fails to give
sufficient technical information which could enable a
skilled person to successfully carry out the clained
process. Hence the patent does not neet the

requi renents of Articles 100(b) and 83 EPC either.

The respondents argued as foll ows:

As has been stated correctly by the opposition division
in the inmpugned decision, the term "non-porous" neans
"able to protect the ceramic article fromnolten gl ass”
which is a very aggressive nedium There are two known
techni ques of how to confer such protection to the
substrate: by coating (conparable to a paint on a wall)
or by cladding (conparable to wall paper). Platinum
sheet or foil used for cladding normally exhibits a

t hi ckness of about 500 pm and is not construed as
falling wwthin the scope of claiml1l. On the other hand,
coating a ceram c substrate by thermal spraying of

pl ati num powder produces a spongy structured or
"porous" | ayer which cannot be adequately or fully
densified by a subsequent heat treatnent as proposed in
docunment Dl1. Such a coating is still liable to allow -
to a certain extent - reactions between the ceramc
substrate and the nolten glass, thus formng oxygen
bubbl es and, in consequence thereof, frothing of the
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nolten glass. In conparison therewith, sprayed platinum
coati ngs densified by shot peening which represents one
way to achieve "non-porosity" according to the patent
in suit and sanples of which were presented at the ora
proceedi ngs, did not exhibit any frothing or bubbling
in the glass test. It is not possible to give a
particul ar "recipe" for the shot peening step, since
the process paraneters strongly depend upon the

sel ected al l oy conposition and/or thickness of the

pl ati num coating. The optinmum paraneters for the shot
peeni ng step can be easily evaluated by the
practitioner in routine tests. Hence, there is no | ack
of disclosure of the patent in suit.

Al t hough docunent D1 purports to provide an inperneable
plati num barrier on the ceram c substrate by using the
word "inpervious" in a nunber of places, this process
actually does not produce a "non-porous" coating as
clainmed in the patent. On the one hand, this has been

I npressively denonstrated by the patentees' test
results, and no other repetition of the teaching given
in D1 has proved that the surface of this coating in
fact is "non-porous”. Also the appellants' test results
i n docunent D11 concerning the platinumcoated screw

pl unger cannot prove the contrary, since the coating
was not perforned according to the process given in DIL.
In particular, the selected particle size range, the
tenperature of the post heat treatnent (1200°C) and the
t hi ckness of the coating obtained are outside the
process paraneter specified in docunent Dl1. Moreover,
the test results according to D11 are subnmitted | ate
and do not correspond to the tests announced with the
opponents' grounds of appeal. Therefore, these results
shoul d not be admtted to the proceedi ngs.



-7 - T 0212/98

The assunption of the appellants that the absence of
seeds and blisters nentioned in the exanples of D1
results froma "non-porous" coating is fallacious since
such effects only arise if there were gross defects in
t he surface.

In any event, the teaching of docunment D1 is non-
enabling as regards what it purports to teach, and the
meani ng of "inpervious" in Dl nust be different from
the property "non-porous”" clained in the patent. This
eval uation of the contents of docunent Dl is supported
by docunent D2, where pressure bonding a platinum sheet
of suitable thickness on a plasma sprayed coating is
resorted to in order to nake the platinumcoating

I npervious (see D2, colum 4, lines 13 to 18). Thus, if
a skilled person cannot nmake it work, the process and
the coating produced therewith according to D1 nust be
regarded as being nerely a "desideratuni. Contrary
thereto, the patent says for the first tine how to
produce a "non-porous coating surface". In this
context, decision T 595/90 (headnote point II) is
referred to, where the Board held that "a product that
can be envisaged as such with all the characteristics
determning its identity together with its properties
in use - that is an otherw se obvious entity - may
becone neverthel ess non-obvi ous and cl ai mabl e as such,
if there is no way or applicable nethod in the art to
make it and the clainmed nethods for its preparation
are, therefore, the first to achieve it in an inventive
manner". This situation applies to the present case.
The cl ai ned coating and the process to produce it are,
therefore, novel and involve an inventive step.

0236.D Y A
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Reasons for the Deci sion

1. The appeal conplies with the formal requirenents of
Articles 106 and 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

2. Adm ssibility of the late filed tests

The opposition division, having considered the results
presented in prior art docunents as a whole, concl uded
in point 4.6 of the decision under appeal that sprayed
and densified platinumcoatings produced by the

techni que according to D1 shoul d be regarded as being
"porous”. In response to this finding, the appellants
informed the Board in their statenent of grounds filed
on 2 June 1998 that they had started long termtests,
the results of which would be submtted as soon as
possi bl e. Enclosed with their letter of 28 Septenber
1999, i.e. two nonths before the oral proceedings, the
test results (docunent D11) were filed at the EPO and
concurrently sent to the respondents. Hence, there was
sufficient tinme for the respondents and for the Board
to study and consider the technical content of docunent
D11. The tests, which were not chall enged in substance
by the respondents, had been perforned in an industria
gl ass production line for four nonths in order to nake
sure that any possible interpretation of the vague test
conditions according to the patent in suit to assess
non-porosity is net. Docunent D11, thus filling a gap
in the appellants' previous reasoning, is highly

rel evant to the present case to answer the question of
whet her the disclosure of docunent D1 - which since the
opposi tion proceedi ngs has been consi dered as cl osest
prior art - is feasible or not. The respondents’

0236.D Y A
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reference to the decision G 10/91 has no bearing on the
matter, since docunent D1 has been al ready consi dered
in the opposition proceedings. The appellants' tests,
denonstrated i n docunent D11, ained at proving the
feasibility of this process which had been denied in

t he deci si on under appeal. Consequently, docunent D11
only adds support to a ground which had al ready been
based on docunent D1. Therefore, the Board admtted
docunent D11 into the procedure.

Article 100(b) EPC, enabling disclosure

In support of their argunent that the technica

teachi ng of docunent D1 is not an enabling disclosure
for a skilled person and that the product described in
D1 nerely represents a "desideratum wi thin the neaning
of decision T 595/90, the respondents, by their letter
of 10 Cctober 1997, submtted own test results which
showed frothing of the glass on a platinum coating

whi ch had not been densified by shot-peening.

In contrast thereto, the appellants, essentially
followi ng the teaching given in docunent D1, have
actually produced a platinum coated ceram c substrate
exhi biting a surface which is "non-porous” to nolten
glass within the neaning defined in claim1 and of the
opposed patent as a whol e (see docunent D11). Since the
delivery of the screw plunger for a service trial was
taken as a basis for an action of infringenent against
the appellants, the respondents have inplicitly
conceded that the platinum coated plunger described in
D11 in fact has the "non-porous" property required in
the patent in suit and, therefore, falls within the
scope of claim1 of the patent at issue. Moreover, the
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respondents have not doubted the details of the process
given in D11 which was used to produce the said

pl ati num coated test plunger. Al though this process did
not include a densification of the coating by shot-
peeni ng, the plunger was satisfactorily operated in
contact with nolten glass for nonths, as described by
the appellants in docunent D11. It is true that
according to the test process only 50% (i nstead of 100%
as required in D1) of the platinumparticles had a size
within the range of 20 to 44 pm and that the
tenperature of 1200°C was bel ow the m ni num tenperature
of 1250°C as required by claim1l of docunent Dl. These
devi ati ons have, however, no negative bearing on the
matter because they only prove that the requirenents
given in D1 are even nore stringent than necessary to
achi eve an adherent inpervious platinumcoating which
guarantees long termprotection of the underlying
ceram c substrate fromcorrosion by the nolten gl ass.

It follows fromthe above that a skilled person who
aims at produci ng a non-porous platinumcoated ceramc
article inperneable to reactions with nolten gl ass, has
been able to do so when putting into practice the
techni cal teaching given in docunent Dl1. It nay be true
that the appellants' experinments show that the process
described in D1 does not in all circunstances and in
its broadest aspects successfully lead to a non-porous
product. As has been denonstrated by the anal ysis of
the patent in suit by M Chandl er annexed to the
appellant's letter of 20 Septenber 1999, this statenent
is also true for the patent in suit. Since according to
the established jurisprudence, a technical teaching is
not insufficiently disclosed if, on encountering

occasi onal |ack of success despite strict adherence to

0236.D Y A
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prescribed imts for certain variables, there is
enough i nformati on concerning the effect of those
variables to enable a skilled worker to achi eve success
and if only routine experinents are necessary to
convert failure into success. The Board is convinced
that the patent in suit still fits this standard and,
therefore, neets the requirenents of Article 100(b)

EPC. Since the specifications given in docunent D1 are
not | ess detailed, the application of the sane standard
to its disclosure nust necessarily lead to the
conclusion that it is equally enabling as the one of
the patent in suit.

In view of these considerations, the technical subject
matter disclosed in docunent D1 does not represent a
nmere "desideratunf and - follow ng the approach taken
in decision T 595/90 - therefore is suitable to
anticipate the clai ned subject nmatter.

Novel ty

Caiml of the patent in suit defines an external
surface of the platinumor platinumalloy coating which
I's "non-porous”. The Board concurs with the position of
the opposition division on this point that this termis
not unanbi guously defined in the patent and,

consi dering the patent as a whole, claim1l is construed
as neaning a surface of a Pt-coating which is able to
wi t hstand nolten glass and to protect the underlying
ceram c substrate fromattack by nolten glass. This
interpretation is supported by the exanples of the

di sputed patent in which the platinumcoating was found
to be "protective"” or "fully protective" to the
substrate.
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Li ke the patent in suit, docunment D1 GB-A-1 242 996 is
concerned with a platinumor platinum base all oy
coating on a refractory material so as to protect

agai nst reactions between the refractory and nolten

gl ass or other hot substances in contact with the
coating. In particular, the plasm sprayed plati num
coatings are specified to be inpervious, continuous and
adherent to the refractory (cf. D1, page 1, lines 11 to
23). The coatings having a thickness of 4 to 5 mls
(102 to 127 pum are nade inpervious and inperneable to
reacti ons between the underlying refractory and the
nolten glass by utilizing a spray velocity of at |east
100 feet/second, by selecting a narrowy ranged
particle size of Pt-powder (20 to 44 mcrons) and by
heating the coating on the refractory to a tenperature
of at least 1250°C (cf. page 2, lines 10 to 33;

lines 81 to 92). If desired, the surface of the coating
can be further snoothened by suitable grinding and
polishing (cf. page 2, lines 93 to 99). As set out in
the exanples 1 and 3 given in docunent D1, the nolten
gl ass on the coated heat treated bl ocks (static
contact, 1250°C) did not contain any blisters or seeds
after 7 days (exanple 1) or 1 day (exanple 3; 1450°C).
In exanples 2 and 4, the heat treated coati ng was

pl aced in contact with a mass of flow ng gl ass at
1500°C for 7 days (exanple 2) w thout observing
blisters of seeds in the glass. The exanples given in
docunent D1, therefore, attest to the inpervious or
"non- porous” nature of the platinumcoating in that
reacti ons between the nolten glass and the ceramc
materi al have not been observed. Consequently, the
subject matter of claim1l is anticipated by the

di scl osure of docunent D1.
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As to the patentee's argunments relating to the neaning
of the terns "inpervious or inperneable to reactions”

i n docunent D1 and "non-porous” used in the patent in
suit, it is noted that the patent specification does
not conprise a particular test nethod in order to
verify the general property "non-porous". Thus the
criterion whether or not the platinumcoating acts as a
“reliable barrier" to protect the ceram c substrate
fromreacting with the nolten mass of glass is left as
the deci sive one. The platinum coatings according to
docunent D1 were found to withstand attack by nolten
gl ass for seven days or nore and, therefore, this
property cannot have been achi eved other than by the
process disclosed in docunent Dl1. Hence, contrary to
the patentee's position, the feature "inpervious" or

"“i nperneabl e to reactions" in docunent Dl nust be
equated with the feature "non-porous” given in claiml
of the patent in suit.

Nor can the Board recogni ze any contradiction between

t he teaching of docunent D2 and D1. D2 essentially ains
at increasing the adherence or peel strength of the

pl ati num coating on hard dense refractories rather than
maki ng the Pt-coating inpervious. To this end, an

i nternmedi ate oxide |ayer was applied interjacent to the
ceram c substrate and the platinumcoating. Strong
mechani cal bonding of the platinumto the internediate
oxide layer is achieved by the platinumformng roots
with the pores and crevices of the rough oxide |ayer
and tenaciously adhering thereto. In a specific exanple
given in colum 4, lines 13 to 18 of docunent D2, a
very thin platinumcoating of 3 mls (76 pun) - thus
having a thickness [ower than that in D1 (4 to 5 mls
corresponding to 102 to 127 um - was nmade i npervi ous
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by cladding it with a sheet of platinumof suitable

t hi ckness. Al though the final thickness of the double
(= sprayed and clad) Pt-coating is not known from
docunent D2, a "suitable platinumsheet thickness" of
about 250 um woul d be adequate as all eged by the
appel lants at the oral proceedings. This is
corroborated by docunent D9 page 49, left hand col um
to right hand col um, second paragraph and page 55,

| eft hand columm, lines 16 to 25. Hence, such a double
Pt coating would still be within the scope of claim1l
of the disputed patent.

In view of these considerations, the subject matter of
claim1l is not novel and claim1l, therefore, not
al | owabl e.

6. Apportionnment of costs

According to Article 104(1) EPC a deviation fromthe
rule that each party of the proceedings shall neet its
own costs is only possible for reasons of equity. Mre
specifically, a party which behaves or acts in the
proceedi ngs in breach of its equitable obligations or
in an irresponsible or even malicious manner, may have
to bear the costs it caused thereby to other parties.

The appel |l ants' discussion with their expert were,

W t hout any doubt, not the consequence of any unfair
conduct on the party of the respondents. Rather, they
were a neans of the appellants' choice within their
endeavour to defend their position and to chall enge
that of their adversary. Thus, there is no ground for
awar di ng the respective or any other costs to the
appel | ant s.

0236.D Y A
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

3. The request for apportionnent of costs is rejected.
The Regi strar: The Chai r man:

N. Maslin W D Wil
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