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Summary of Facts and Subm ssi ons

1481.D

Thi s appeal is against the decision of the exam ning
division to refuse the application after a single
comuni cation on the grounds that claim7 | acked
clarity and clains 1 to 7 |acked an inventive step. The
foll ow ng docunents were cited in the deci sion:

D1: Abstract of JP-63 172 582, Patent Abstracts of
Japan, Vol. 12 No. 440, (E-684)

D2: Abstract of JP-63 172 583, Patent Abstracts of
Japan, Vol. 12 No. 440, (E-684)

D3: Abstract of JP-63 146 580, Patent Abstracts of
Japan, Vol. 12 No. 407, (E-675)

D4: GB-A-2 231 462.

In the notice of appeal the appellant (applicant)
stated that the decision was appealed in its entirety
and that refusal of the application after only one
exam nation report was premature. In the subsequently
filed statenent of grounds of appeal the appell ant
requested that the decision be set aside and the
application referred back to the exam ning division for
further exam nation. New sets of clainms of a main and
auxiliary request were fil ed.

The Board infornmed the appellant of its intention to

i ssue a sumons to oral proceedings; in response, the
appel l ant requested that the Board reach a decision by
reference to the docunents alone or, if ora
proceedi ngs were consi dered essential, they be



VI .

1481.D

Lo T 0201/ 98

postponed. It was argued that the appellant had been
subjected to one unjustified adverse deci sion by
refusal after a single comunication and calling ora
proceedi ngs woul d subject himto a doubl e penalization.

The Board thereupon continued the proceedings in
writing. A communication was issued, in which the
rapporteur took the prelimnary position that the
appellant's right to coment had not been infringed by
the exam ning division's decision and that the clains
of the main request |acked an inventive step having
regard to the cited prior art. In response to this
communi cation the appellant stated that the request for
oral proceedings was wthdrawn in the event that the
Board was mnded to accept either the main or auxiliary
request or to remt one of these requests to the
exam ni ng di vision, but was maintained in the event
that the Board cane to an adverse view on both
requests.

The main request consists of clains 1 to 6 filed on

21 January 1998 and pages 1 to 12 of description filed
on 17 June 1997, together with sheets 1 and 2 of the
drawi ngs as originally filed. The auxiliary request is
based on the same description and draw ngs, and on a
further set of clains 1 to 6 also filed on 21 January
1998.

Claim1 of the main request reads as foll ows:
"A frequency dropout conpensating nethod for both first

and second broadcast standards in an optical disk
system conprising the steps of:
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determ ni ng whet her an applied FMsignal is a signal of
the first or second standard;

detecting a frequency dropout wth a frequency dropout
detector (40) conprising integrating nmeans (41) to
integrate said applied FM signal and thereby detect the
frequency dropout;

characterised in that the integrating neans (41) has a
current supply (42) which is variable in accordance
with the broadcast standard determ ned in the

determ ning step, the current supply being varied by an
integrating current controlling nmeans (42) which is
conposed of respective current sources (421, 422) for
said first and second standards and a sel ecti ng neans
(423) for applying a selected one of said current
sources to said integrating neans (41); and further
conprising the step of

conpensating the frequency dropout with a dropout
conpensator (60) by supplying a substitute signal."

Claim2 of this request is directed to a frequency
dr opout conpensating circuit having the features which
carry out the nethod of claiml.

VII. Claim1 of the auxiliary request reads as foll ows:
"A frequency dropout conpensating nethod for both first
and second broadcast standards in an optical disk

system conprising the steps of:

determ ni ng whether an applied FMsignal is a signal of
the first or second standard;

1481.D N
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detecting a frequency dropout with a frequency dropout
detector (40) conprising integrating neans (41) having
at least first to fourth transistors (QL to ) and at
|l east first to fourth resistors (RL to R4) to integrate
said applied FM signal and thereby detect the frequency
dr opout ;

characterised in that the integrating neans (41) has a
current supply (42) which is variable in accordance

wi th the broadcast standard determ ned in the
determ ni ng step,

the current supply being varied by an integrating
current controlling neans (42), which conprises a fifth
transi stor (@) whose base is connected with the base
of a seventh transistor (Q7), whose collector is
connected with a power supply voltage term nal (Vcc)
through a fifth resistor (R5), and whose emtter is
grounded through a sixth resistor (R6), a sixth

transi stor (Q) whose base is connected with the
collector of the fifth transistor (@), whose collector
is tied to the power supply voltage termnal (Vcc), and
whose emitter is connected with the base of the fifth
transistor (), the seventh transistor (Q7) whose base
i's grounded through a seventh resistor (R7), whose
collector is connected with the emtter of the fourth
transistor (), and whose emitter is grounded through
a eighth resistor (R8), an eighth PMOS transistor ((8B)
whose source is common with the substrate and connected
with the power supply voltage termnal (Vcc) and whose
gate is tied to its drain, a ninth transistor (Q)
whose base is connected with the base of the seventh
transi stor (Q7), whose collector is connected with the
drain of the eighth PMOS transistor (@), and whose
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emtter is grounded through a ninth resistor (R9), a
tenth PMOS transi stor (QLO) whose source is common with
the substrate and connected with the power supply

vol tage term nal (Vcc) and whose gate is connected with
the gate of the eighth PMOS transistor (@), an

el eventh transistor (QL1) whose base is grounded
through an el eventh resistor (R11), whose collector is
connected with the drain of the tenth PMOS transi stor
(QLO0), and whose emtter is grounded through a tenth
resistor (R10), a twelfth transistor (QL2) whose base
is connected with the collector of the eleventh
transistor (QlL1), whose collector is tied to the power
supply voltage termnal (Vcc), and whose emitter is
connected with the base of the el eventh transistor
(QLl), athirteenth transistor (QL3) whose base is
connected with the emtter of the twelfth transistor
(QL2), whose collector is connected with the collector
of the seventh transistor (Q7), and whose enmitter is
grounded through a resistor (R12), and a fourteenth
transi stor (Ql4) whose base is connected with a first
and second standard control signal input term na
through a resistor (R13), whose collector is connected
with the base of the twelfth transistor (Ql2), and
whose emtter is grounded; and further conprising the
step of

conpensating the frequency dropout with a dropout
conpensator (60) by supplying a substitute signal."

The appel l ant argued firstly that the exam ning

di vision acted prematurely in refusing the application
and secondly that the clains of both requests were
novel and inventive having regard to the cited prior
art.
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The exam ning division had not conplied with the

Qui del i nes for Exam nation before the EPO Part C,
Chapter VI, Section 4.3, of the Cuidelines stated that

I f the exam ner considered that there was little
prospect of progress towards grant, the exam ner shoul d
not refuse imediately but should warn the applicant,
e.g. by a tel ephone conversation or a short further
witten action; this was not done. The Guidelines
noreover stated that refusal after one comunication
woul d be "an exceptional case", but it had not been
shown either that the present case was exceptional or
that the applicant had nade no real effort to deal with
the objections. Al of the points raised in the

exam nation report had been addressed fully. Those

I ssues relating to the clarity of clainms 1, 2 and 6
wer e addressed by maki ng anendnents to those cl ai ns,
the only remaining objection to clarity relating to
claim7 which was introduced with the response to the
exam nation report. The inventive step objection was
fully addressed by argunent. Thus, the appellant took
the view that the exam ning division had not followed
the procedure set out in the GQuidelines in refusing the
application after a single conmunication.

The subject-matter of the independent clains of the
mai n request noreover involved an inventive step.
Docunents D3 and D4 showed video di sk players for use
with first and second broadcast standards but nade no
reference to the use of frequency drop-out detecting
means using current sources. Although such neans were
known per se from Dl and D2 there was no suggestion in
t hese docunents of using a single neans for both
broadcast standards by varying the current supply in
accordance with the detected standard. The skilled
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person, incorporating drop-out detecting nmeans as known
fromDl or D2 in an optical disk systemin accordance
with D3 or D4 woul d provide two separate drop-out
conpensators, one for each standard, and woul d
therefore not arrive at the clainmed invention.

The clains of the auxiliary request included details of
the construction of the integrating current controlling
means and were novel and inventive.

Reasons for the Deci sion

1.2

1481.D

Procedural Violation

The appel | ant argues that the exam ning division acted
prematurely in refusing the application after only a
singl e communi cation and failed to conmply wth the

Qui delines. A substantial procedural violation within
t he meaning of Rule 67 EPC has not explicitly been

al l eged, nor has rei nbursenent of the appeal fee been
request ed.

The CGuidelines at Part C, Chapter VI, Section 4.3

di scuss re-exam nation after anendnent in response to a
first conmmuni cation. They state that if the exam ner
considers that there is little prospect of progress
towards grant, the exam ner should not refuse

i mredi ately but should warn the applicant, e.g. by a

t el ephone conversation or a short further witten
action. They noreover include the follow ng statenent:

“I'f this re-exam nation, however, shows that the
appl i cant has not nade any real effort to deal with



1.3

1.4

1481.D

.8 - T 0201/ 98

t hese objections, the exam ner shoul d consi der
recomrendi ng to the other nenbers of the exam ning

di vision that the application be refused i medi ately.
However, this would be an exceptional case."

Consequently, imedi ate refusal is taken by the
appellant to inply that the exam ning division
considers that no real effort has been nmade to dea
with the objections raised.

As noted in decision T 640/91 (QJ EPO 1994, 918) a
Board of Appeal should only overrule the way in which a
first instance departnment has exercised its discretion
in a decision in a particular case if the Board cones
to the conclusion that the first instance departnent
did so according to the wong principles, or wthout
taking into account the right principles, or in an

unr easonabl e way. Such di scretion should be exercised
in favour of inviting further observations if there is
a reasonabl e prospect that such an invitation could

|l ead to the grant of the patent application. As noted
in decision T 162/82 (QJ EPO 1987, 533) "... the

GQui del i nes shoul d be considered only as genera

I nstructions, intended to cover normal occurrences. The
exam ning division therefore has a certain discretion
to depart fromthe general directives in a particul ar
case. It nust, however, in its actions remain within

t he bounds defined by the EPC. "

It is, in the Board' s view, unfortunate that the

GQui del ines are worded in such a way as on the one hand
to lead the applicant or his representative to expect a
war ni ng before rejection after a single comunication
and on the other hand to inpute a noral culpability for
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rejection. The Board accepts that in the present case
the appellant's response to the single conmunication
was a bona fide attenpt to deal with the exam ning

di vision's objections. However it is the established
jurisprudence of the Boards of Appeal that an exam ning
di vi sion does not exceed its discretionary power,

di scussed at point 1.3 above, by an i medi ate refusal,
provi ded that the decision conplies with Article 113(1)
EPC, i.e. is based on grounds on which the appell ant
has had an opportunity to present comments, see T 84/82
(QJ EPO 1983, 451) and T 300/89 (QJ EPO 1991, 480).

In the present case, the Board considers that for the
reasons given bel ow the decision is based on grounds on
whi ch the appell ant has had an opportunity to present
coments, Article 113(1) EPC

The clains rejected by the exam ning division differed
in | anguage fromthose originally filed. The origina
claiml1l was directed to a frequency drop-out
conpensating nmethod whilst claim2 was directed to a
frequency drop-out conpensating circuit. CGaiml filed
in response to the exam ning division' s conmunication
was still directed to a nethod but included as a
clarification a feature previously in claim2, a drop-
out conpensator which supplied a substitute signal; the
claimadditionally specified that the integration of
the applied FM signal fornmed part of a drop-out

det ect or.

These nodifications serve in essence to clarify claim1
but are only of mnor limtative effect. The exam ni ng
division's objections on inventive step in the
comruni cati on, although sonewhat vague, do formthe
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basis of the objection of [ack of inventive step raised
in the decision. It therefore appears to the Board that
the decision neets Article 113(1) EPCin that it is
based on argunents which are derivable fromthe

conmuni cati on

Al t hough the appellant argues that claim7 is a new
claim it is in fact one of the alternatives contai ned
in original claim6 and objected to in the

comruni cation. The objection of lack of clarity against
claim7 in the decision therefore also neets the

requi renment of Article 113(1) EPC

I nventive step (main request)

The application relates to an optical disk player for
audi o or video signals which makes provision for the
conpensation of drop-out, i.e. a tenporary fall in

out put | evel caused by m nor defects in the disk, or by
dust or the like. The nethod adopted is acknow edged as
known per se and is referred to as frequency drop-out
conpensation; it conpensates for a deviation of the
frequency of an input FM signal caused by partial |oss
of data. Such a systemis acknowl edged as known from
docunents D1 and D2, and in essence involves using an
integrator formed by a constant current power supply
and a capacitor to provide a voltage which varies in
accordance with detected frequency.

Since the frequency characteristics of television
systens differ, such frequency drop-out conpensation
cannot be used for nulti-standard apparatus. The
application sets out to solve this problem and does so
by providing a different current source for each
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standard, the specific exanples given being NTSC and
PAL. It is not contested by the appellant that nmulti-
standard apparatus is well known in the tel evision
field, but it is argued that the skilled person would
have no reason to nodify known apparatus, e.g. that of
D3 or D4, to provide a single frequency drop-out
conpensating circuit with two separate constant current
sources. The obvi ous manner of overcom ng this problem
it is argued, is to provide two separate circuits, one
for each standard. The question considered by the Board
is therefore how the skilled person would adapt the

dr opout detector known fromDl or D2 to nulti-standard
operation as exenplified by D3 and D4.

G ven that the reduction of manufacturing costs is a
wel | - known aim of industry, the Board considers that
the skilled person would have good reason to seek to
avoid duplication of circuitry. There are only two
paraneters which could be controlled in the D1 or D2
circuits in order to control the frequency response:
the size of the integrating capacitor and the supplied
current. Controlling the size of the integrating
capacitor requires the presence of two capacitors,

i nplying two separate discrete conponents, whereas
current can be controlled in an integrated circuit with
little difficulty. It therefore appears to the Board
that the skilled person, starting out froma nulti-
standard optical disk systemin accordance with D3 or
D4 and providing frequency dropout detection in
accordance with D1 or D2, would w thout the exercise of
invention provide a circuit as clained in claim1 or
claim2 of the main request. Since the standards

di sclosed in D3 and D4 are the NTSC and PAL standards,
both clains 3 and 4 also | ack an inventive step. Cains
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5 and 6 nerely relate to an optical disk system
i ncluding the features of preceding clains and are
therefore open to the sane objections as these cl ains.

The clains of the main request are accordingly not
al | owabl e.

Auxi liary request

Thi s request has not been considered by the exam ning
division. It differs considerably fromthe main request
in that claim1, although directed to a nethod,
specifies in detail the construction of the frequency
dr opout conpensating circuit; a circuit is clained
separately in claim 2.

Since clainms of this scope have not been considered by
the exam ning division the Board considers that in
order to preserve two instances the case should be
remtted to the examning division for examnation to
continue on the basis of the auxiliary request.

For these reasons it is decided that:

1481.D

The mai n request is refused.

The deci si on under appeal is set aside.

The case is remtted to the exam ning division for
exam nation to conti nue on the basis of the clains of
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the auxiliary request.

The Regi strar: The Chai r man:

S. Fabi ani P. K J. van den Berg
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