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Summary of Facts and Subm ssi ons

2975.D

Eur opean patent application No. 92 305 051.2 was
refused by the decision of the exam ning division dated
9 Cctober 1997. The ground for the refusal was that the
subject-matter of claiml1l filed with the letter of

1 August 1996, received by the EPO on 1 August 1996,

| acked an inventive step in view of the prior art
docunent

D1: Solid State Technol ogy, vol. 33, no. 4, pages 139
to 144 (1990).

According to the decision, however, an independent
claimfornul ated with one or both of the features of
clains 5 and 6 woul d appear to be inventive. The
appli cant had also been invited in the officia
comruni cati on dated 30 January 1996 to file such a
clai m but had instead chosen to pursue the subject
matter as originally clained.

The appel |l ant (applicant) | odged an appeal on

28 Novenber 1997, payed the appeal fee on 27 Novenber
1997, and filed newclains 1 to 9 on 3 February 1998
and stated in the acconpanying letter that "W have
been advised that the revision of the clains is in
alignnment with the clains suggested by the Exam ner and
that such revision will answer all of the objections
rai sed. "

In response to conmuni cations by the Board, the
appellant filed newclains 1 to 5 together with anended
pages la and 2 of the description on 6 Septenber 1999,
and filed a new claim2 on 17 Novenber 1999. The
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appel | ant requested that the decision under appeal be
set aside and a patent be granted on the basis of the

fol |l owi ng docunents:

d ai ns: No. 1 and 3 to 5 with the |etter dated
and filed on 6 Septenber 1999
No. 2 with the letter dated and filed on
17 Novenber 1999

Descri ption: pages 1 and 5 of the application as
filed
pages 2a, 3, and 4 with the letter dated
and filed on 3 Cctober 1995
pages la and 2 with the letter dated and
filed on 6 Septenber 1999

Dr awi ngs: Sheet 1/1 with the |letter dated and
filed on 1 August 1996

Claim1 of the above request reads as follows:

"A net hod of sem conductor integrated circuit
fabrication conpri sing:

depositing a dielectric (119) upon a substrate (111) in
a plasma reactor (11) froma gas m xture conprising a
precursor gas (19) and oxygen (23), said mxture
flowwng in said reactor (11) and bei ng capabl e of
depositing said dielectric (119) conformally, AND
CHARACTERI ZED BY mai ntaining the total pressure of said
gas mxture to less than the total pressure required
for conformal deposition and by nmintaining the

oxygen/ precursor gas flowratio at 1/3 or less than the
flowratio required for conformal deposition, thereby
anisotropically formng a dielectric (119), and in
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whi ch

said substrate (e.g., 17) has an edge and is supported
by a susceptor (15) which has an edge extendi ng beyond
the said edge of said substrate.”

Reasons for the Deci sion

1

2975.D

Adm ssibility

The appeal conplies with Articles 106 to 108 and
Rul e 64 EPC, and is therefore adm ssible.

In particular, the Board is satisfied that the
statenent in the letter dated and filed on 3 February
1998, referred to in section Il above, contains
sufficient matter to be regarded as a statenent of
grounds of the appeal in accordance with Article 108,
third sentence EPC. Thus, it is clear that the
appel l ant no | onger wi shes a patent to be granted based
on the claimrefused in the decision under appeal, but
requests the grant of a patent based on clains
contai ni ng subject matter which was consi dered by the
exam ning division to be inventive. Thus, the appellant
has requested that the exam nation of the application
shoul d be continued on the basis of a new text of the
clains which is intended to neet the objections of the
exam ning division (cf. T 69/96, unpublished, Reasons,
point 1.2).

Amendnents (Article 123(2) EPQ

Claim1 contains the subject matter of clains 1, 3, and
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6 of the application as filed. Dependent clains 2 to 5
are based on clains 2, 4, 10, and 11 of the application
as filed, respectively.

Al though clains 2 and 6 of the application as filed
both directly refer to claim1, it is evident from
page 5, lines 7 to 13 of the application as filed that
no new subject-matter is introduced by the conbination
of the features of these clains as in claim1l of the
appel l ant's request.

The application therefore neets the requirenents of
Article 123(2) EPC

Clarity (Article 84 EPQC

There were no objections raised under Article 84 EPC
against claim1 in the decision under appeal. The

obj ection against clains 7 and 8 in the decision under
appeal that these clains are not supported by the
description (Article 84 EPC) have been overcone by the
del etion of these clains. The Board is also satisfied
that the present clains neet the requirenents of
Article 84 EPC

Novelty and inventive step (Articles 54 and 56 EPC)

According to point 2.0 of the decision under appeal,
the feature of claim6 of the set of clains formng the
basis of the contested decision ("in which said
substrate has an edge and is supported by a susceptor
whi ch has an edge extendi ng beyond the said edge of
sai d substrate") was not disclosed in the prior art and
an i ndependent claimincorporating this feature could
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have been considered to be inventive.

Wth respect to claiml1 formng the basis of the
deci si on under appeal, present claim1l in addition has
not only the feature of former claim6 nentioned above,
but also that of claim2 of the set of the clains. In
ot her words, present claim1 contains subject matter
whi ch was regarded by the exam ning division as

i nvol ving an inventive step having regard to the cited
prior art. As the above-nentioned feature in question
is neither disclosed in docunment D1 nor in any of the
ot her docunents cited in the search report, and the

obj ections under Article 84 EPC in the decision under
appeal having been net by the present set of clains,
the Board has no reason to question or reexamne on its
own notion the examning division's finding that the
present set of clainms would neet the requirenents of
Article 52(1) EPC (cf. G 10/93, Q) EPO 1995, 172,
Reasons, item 4).
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it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the

order to grant a patent on the basis of the follow ng

document s:

d ai ns:

Descri ption:

Dr awi ngs:

The Regi strar:

D. Spigarelli

2975.D

No. 1 and 3 to 5 with the letter dated
and filed on 6 Septenber 1999

No. 2 with the letter dated and filed on
17 Novenber 1999

pages 1 and 5 of the application as
filed

pages 2a, 3, and 4 with the letter dated
and filed on 3 Cctober 1995

pages la and 2 with the letter dated and
filed on 6 Septenber 1999

Sheet 1/1 with the letter dated and

filed on 1 August 1996

The Chai r man

R K. Shukl a



