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Summary of Facts and Submn ssions
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The appel | ant (opponent 01) | odged an appeal agai nst
t he decision of the opposition division rejecting the
oppositions agai nst patent No. 0 540 305.

Opposi tions had been filed against the patent as a
whol e based on Article 100(a) EPC (lack of inventive
step).

Oral proceedi ngs, attended by the respondent (patentee)
and the appellant, were held before the Board of Appea
on 17 January 2002. Wth a letter dated 8 August 2001,
the party as of right (opponent O2) indicated that they
woul d not attend the oral proceedings.

(1) The appel | ant requested that the decision under
appeal be set aside and that the patent be
revoked in its entirety.

(1) The respondent requested as a main request that
t he appeal be dism ssed, or as first and second
auxiliary requests, that the decision under
appeal be set aside and the patent be naintai ned
in anmended formon the basis of sets of clains
filed on 13 Decenber 2001 as first and second
auxiliary requests.

(itii) The party as of right refrained fromsubmtting
requests.

The foll ow ng docunents have been referred to in the
appeal procedure:

D1 US- A-4 548 400
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FD2

FD3

ND3

D11

D12

The
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US-A-2 914 895

DE- U-69 49 616

US- A-4 558 519

G undl agen fur MeRR- und Regel t echni ker

DE- A-39 18 392

DE- A-39 29 034

clainms of the patent as granted include two

I ndependent cl ains reading as foll ows:

”1_

A net hod of adjusting inserting apparatus (10)
capabl e of inserting a plurality of docunents into
envel opes (12) of varying size, conprising:

a. locating an envelope with an open flap (30) at
a locating guide (60) on a tenplate (52) having a
plurality of scales (66, 68,70) thereon for

determ ning whether or not the inserting apparatus
can accomodate the size of the envel ope placed on
the tenplate and for adjusting a plurality of

adj ust abl e nechani cal elenents of the inserting
apparatus in order to process the envel ope pl aced
on the tenpl ate;

b. determ ning adjustnent settings for said
plurality of adjustable nechanical elenents by
readi ng each of said adjustnent settings from said
plurality of scales with the envel ope kept at said
| ocating guide on said tenplate; and
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c. adjusting said nechanical elenents in
accordance with the adjustnent settings read on
said scales."

"7. A tenplate (52) device for determ ning adjustnment
settings for a plurality of adjustable nechanica
el ements relating to the processing of an envel ope
in an inserting apparatus conpri sing:

a. a backing support (54);

b. a transparent sheet (56) secured al ong one
edge (58) to said backing support, said
transparent sheet including a |ocating guide (60),
and at | east three scales (66,68,70) relating to
adj ustnment settings for a plurality of adjustable
mechani cal el enents of the inserting apparatus
wherein all of said adjustnent settings for an
envel ope are determ ned when an envel ope is

regi stered at said |ocating guide between said
backi ng support and said transparent sheet.”

In the witten and oral procedure, the appellant argued
essentially as follows in connection with the main
request of the respondent:

The cl osest prior art is that acknow edged as prior art
in docunent D1 at colum 1, line 27 to colum 2,

line 57. This is considered to be nore rel evant than
the di scl osure of docunent FD2 insofar as it is stated
that it is necessary for the operator to neasure the
materials and transpose the neasurenents to the

machi ne. Mreover, the disadvantages of the systemare
recogni sed, that is the occurrence of m stakes on the
part of the operator when transferring neasurenents to
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t he gui des.

The problemto be solved was only known fromthe date
of publication of docunent D1, that is, in 1985. The
deci sion of the Qpposition Division is thus incorrect
insofar as it is stated that "the problemwas known for
nore than 30 years"

The use of scales to nmeasure lengths is generally well
known. Reference is nade in this connection to

docunent D8. Measuring sinultaneously in two di nensions
I's known from docunent Dl1. It therefore does not

i nvol ve an inventive step to apply such techniques to
the prior art nethod of adjusting inserting apparatus
and thereby arrive at the subject-matter of claim1.

Docunents FD3, D11 and D12 denonstrate that it is
generally well known in various technical fields to use
two di nensi onal tenpl ates.

As regards claim7, drawn to a tenplate per se, it is
not significant that the scales are carried on a
transparent sheet. This only becones necessary for the
third scale of the preferred enbodi nent which otherw se
coul d not be seen. Docunent ND3, whilst relating to a
different technical field, shows that conparatively
conplicated tenplates are known. Therefore, the
subject-matter of claim7 also does not involve an

i nventive step

The party as of right refrained from nmaki ng
submi ssi ons.

In the witten and oral procedure, the respondent
argued essentially as follows in connection with his
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mai n request:

The closest prior art is represented by docunent FD2.
As described in the passage of docunent D1 cited by the
appel l ant, the adjustnent of inserting apparatus is a
conpl ex operation which can give rise to operator

error.

The object of the invention is thus to reduce the scope
for operator error.

This problemis solved by the subject-matter of claiml
whi ch sets out a sinple and quick way of adjusting
I nserting appar at us.

Docunment D1 di scl oses an apparatus involving a
conpl i cated, expensive |inkage system which is subject
to failure and which requires two separate neasurenents
to be carried out on the envel ope.

The apparatus of docunent ND3 is not a tenplate and is
not used to perform a neasurenent.

The prior art does not disclose a nethod invol ving
measur enent of an object in order to obtain appropriate
machi ne setti ngs.

Therefore, the subject-matter of claim1l involves an
i nventive step. The subject-matter of claim?7 involves
an inventive step for the sane reasons.

The docunents D8 and D11 cited by the appellant were
late filed and should not be admtted into the
procedure.
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Reasons for the Deci sion
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Late fil ed docunents

Docunents D8, D11 and D12 were filed in the opposition
proceedi ngs within one nonth of the oral proceedi ngs
before the Opposition Division and were not admtted
into the opposition proceedi ngs.

Docunent D8 was nentioned in the appeal procedure by
the appellant for the first tinme at the ora

proceedi ngs. The respondent thus did not have an
opportunity to properly assess the docunent. Since the
rel evance of the docunent is not imredi ately apparent,
it is not admtted into the proceedings.

On the other hand, docunents D11 and D12 were nentioned
in the statenment of grounds filed by the appellant on
16 March 1999 and are therefore admtted into the
present proceedi ngs.

Mai n Request

Novel ty

The use of a tenplate in a nethod of adjusting

i nserting apparatus capable of inserting a plurality of
docunents into envel opes of varying size is not
mentioned in the cited prior art. The cited art al so
does not disclose a tenplate device conprising a
backi ng support and a transparent sheet secured al ong
one edge to the backing support. The subject-matter of
claims 1 and 7 is thus new. In addition, novelty of the
cl aims has not been disputed in the present

pr oceedi ngs.
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I nventive step

The cl osest prior art is represented by docunent FD2.
Thi s docunent discloses a nethod of adjusting inserting
apparatus capable of inserting a plurality of docunents
i nto envel opes of varying size, conprising adjusting a
plurality of adjustable nmechanical elenments of the

i nserting apparatus in order to process the envel ope,
whi ch invol ves determ ni ng adj ustnent settings for the
plurality of adjustable nechanical elenents and

adj usting the nechanical elenents in accordance with
the adjustnment settings. There is no disclosure in this
docunent of how the operator is to determ ne the

adj ustnment settings for the plurality of adjustable
mechani cal el enents. According to docunent D1, in order
to set up the Pitney Bowes Mddel 3320 inserter, the
"operator was required to physically neasure nmaterial s"
(colum 2, lines 38 and 39). This would al so be the
case for the inserter of docunent FD2 and the
correspondi ng Model 3300 inserter. Such a procedure is
open to operator error.

The object of the invention is to facilitate the
setting of the adjustnent settings.

According to the invention as defined in claim1l of the
patent in suit, this is achieved by neans of the use of
a tenplate on which an envel ope with an open flap is

| ocated at a |l ocating guide on the tenplate, which has
a plurality of scales thereon for determ ni ng whet her
or not the inserting apparatus can accomobdate the size
of the envel ope placed on the tenplate and determ ning
adj ustnment settings for the plurality of adjustable
nmechani cal el enents by readi ng each of the adjustnent
settings fromthe plurality of scales with the envel ope
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kept at the locating guide on the tenpl ate.

3.3 As stated at paragraph 2 above, the use of a tenplate
in a nethod of adjusting inserting apparatus capabl e of
inserting a plurality of docunments into envel opes of
varying size is not nentioned in the cited prior art.
There is furthernore no incentive for the person
skilled in the art to use a tenplate in a nmethod of
adj usting inserting apparatus.

3.4 Docunent Dl teaches an alternative solution to the
above problem according to which, a gauging panel is
provi ded on the inserting apparatus which, in addition
to a slot for the enclosure, possesses a slot in which
the envelope is inserted wdthwi se and a slot in which
the envelope is inserted | engthw se. For each slot,
rotation of a correspondi ng knob causes a pointer to
contact an edge of the envel ope and al so causes the
appropriate adjustnents to be made to the plurality of
adj ust abl e nmechani cal el enents. This is not, however,
the solution formng the subject of the patent in suit.
It may be regarded as reducing still further the
necessity for skill on the part of the operator, but
resulting in a nore conplex inserting apparatus.

3.5 The prior art shows a nunber of different applications
for tenplates of various types. Those specifically
mentioned in the present procedure include a device for
sel ection of a desired portion of an inmage (docunent
FD3), a carpenter's square (docunent D11) and a device
for nmeasuring nodels for use in dentistry (docunent
D12). None of these technical fields can be regarded as
being those in which a solution to the problem stated
above woul d be sought.

0429.D Y A
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Mor eover, none of the known tenplates are used to
determ ne machi ne settings on the basis of neasurenents
carried out by neans of the tenplate on an object which
is to be treated or handl ed by the machi ne. Thus, the
tenpl ate of docunment FD3 is used to select a portion of
an i mage having desired proportions. The carpenter's
square of docunent D11 is used to neasure the

di nensi ons of a piece of wood which is being worked on
by the carpenter. The tenplate of docunent D12 is used
to determ ne the di nensions of a nodel of the teeth and
jaws of a patient. Wilst the device of docunent ND3 is
referred to as a tenplate, it is not a tenplate in the
sense of a device for use in neasuring dinensions. It
is, in fact, an adjustable device for use as a pattern
i n dressnmaki ng, the adjustnents to the device being
made on the basis of neasurenents carried out
individually in the conventional manner on the body.

In these circunstances, the question of whether the
above problemwas first recognised as nuch as thirty
years before the priority date of the patent in suit,

or nmerely six years before, is a secondary

consi deration which is not considered to be relevant in
view of the technical facts of the case.

The subject-matter of claim1l thus involves an
I nventive step

Claim7 is directed to a tenplate device for

determ ning adjustnent settings for a plurality of
adj ust abl e nechanical elenents relating to the
processi ng of an envelope in an inserting apparatus
conprising a backing support and a transparent sheet
secured al ong one edge to the backing support, the
envel ope being introduced between the backi ng support
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and the transparent sheet when the neasurenent is
carried out. None of the cited docunents discloses or
renders obvi ous tenpl ates having such a construction.

3.8 The subject-matter of claim7 thus also involves an
I nventive step

3.9 Clains 2 to 6 and 8 are directly or indirectly
appendant to either claim1 or claim7 and relate to
preferred enbodi nents of the nethod or device
respectively. The subject-matter of the dependent
clainms thus al so involves an inventive step.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Moser
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