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Summary of Facts and Subm ssi ons

1296.D

This appeal lies fromthe Exam ning D vision's decision
refusing the European patent application

No. 94 303 133.6 (publication No. 0 681 053), which
related to carboxyl group-nodified cellulose or acryl
fibre and process of producing sane, on the grounds
that the subject-matter of the then pending daim1l was
not new and the subject-matter of Claim6 | acked an
inventive step in view of docunents

(1) EP-A-0 262 405, and

(2) Textile Research Journal, 1989 (59), 525 to 529 .

The Appellant (Applicant) had filed an anended set of
11 clains of which Clains 1 to 6 were filed with a
letter of 27 January 2000 and clainms 7 to 11 with a
letter of 12 April 1996. Clains 1 and 6 read as
fol |l ows:

"1. A nodified fiber conprising an acrylonitrile-
series substrate fiber and a graft conononer graft-
copol ynmerized to said substrate fiber in an anount of
3-60% by wei ght based on the wei ght of said substrate
fiber, said graft conobnoner being at |east one nenber
selected fromthe group consisting of nethacrylic acid
and hydroxyal kyl nethacryl ate.”

"6. A process for the production of a nodified fiber
as defined in Caim1l conprising graft-copolynerizing a
graft conononer to an acrylonitrile-series substrate
fiber in an aqueous nedi um cont ai ni ng hydrogen per oxi de
and a source of ferrous ion, said graft conmononer being
at | east one nenber selected fromnethacrylic acid and
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hydr oxyal kyl met hacryl ates.”

Clainms 2 to 5 depending on Claim1l specified the fiber,
t he vinyl conmononer, the ampbunt of the acrylonitrile
content of the copolynmer and the hydroxyal kyl

met hacryl ate, respectively.

Clainms 7 to 11 depending on Claim6 specified the
ferrous ion source, the ferrous salt, the anounts of
ferrous salt and hydrogen peroxi de, the anount of the
graft conmononer and of the aqueous nedium and the
graft copol ynerization conditions, respectively.

In the statenment of the grounds of appeal, the
Appel I ant argued in essence that docunent (1) did not
di sclose a nodified acrylonitrile fibre having a graft
conononer grafted thereto; according to it, the
difference lay in the type of bonding between the

pol ynmer and the fibre; in the case of the nodified
fibre according to docunent (1), this bonding was of a
physi cal nature and, in the case of the nodified fibre
according to the application in suit, of a chem cal

nat ure.

The Appellant also filed evidence in order to prove the
di fference between the conposite obtained according to
the process of docunent (1) and the conposite of the
application in suit.

Inits letter of 12 January 2000 the Appell ant
requested the Board either

(a) toremt the application to the Exam ning Division
with an order to grant a European patent on the
basi s of the European specification as it
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currently stood (main request); or alternatively

(b) to decide that the current clainms neet the
requirenments of Articles 52 to 56 EPC, and to
remt the case to the Exam ning Division for the
substantive exam nation to continue (auxiliary
request).

The Appel |l ant al so requested oral proceedings in case
the Board was not inclined to allow the above requests.

Further, the Appellant requested rei nbursenent of the
appeal fee but in the event one of its other requests
shoul d be all owed w thout oral proceedings, asked the
Board to decide on this request also w thout such

pr oceedi ngs.

Reasons for the Decision

1296.D

Mai n request

Article 123(2) EPC

Clainms 1 and 6 differ in essence fromCains 1 and 6
as originally filed in that cellulose fibres are no
| onger nentioned as possible substrate fibres.

The Board is satisfied that these anendnents - whereby
an alternative clearly defined in the application as
filed was deleted - do not contravene Article 123(2)
EPC whi ch was not an issue during the exam nation
procedure.
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Novel ty

Modified fibre according to aiml

Claim1l1l of the application in suit is directed to a
nodi fied fibre conprising an acrylonitrile fibre
substrate, and a graft conononer graft-copol ynerized
to said substrate fibre (hereafter referred to as the
"conposite of Claim1"). In assessing novelty, the
question was whether the nodified acrylonitrile fibre
of docunment (1) had a graft nononer grafted thereto or
not .

In order to prove the difference between the subject-
matter disclosed in docunent (1) and that in the
application in suit, the Appellant submtted
experinmental data. It inmmersed an acrylonitrile fibre
i n an aqueous sol ution containing hydrogen peroxide
and a source of ferrous ion, thus follow ng the
procedure disclosed in the application in suit; the
surface of the fibre was inpregnated with a

met hacryl i c nmononer sol ution which polynerized; it

al so reproduced exanple 5 of document (1), which
conprised a polyester fibre, on which the Exam ni ng
Division relied in its decision. In further
experinments, the polyester fibre of docunent (1) was
repl aced by a polyacrylonitrile fibre. On the one
hand, the surface of the polyester fibre was

i npregnated with an acrylic nononmer sol ution which

pol yneri zed, on the other hand, the surface of the

pol yacrylonitrile fibre with acrylic acid respectively
with a mxture of acrylic acid and nmethacrylic acid in
aratio of 1:1. The prior art conposite conprising the
pol yester fibre and the polyacrylonitrile fibre as
well as the conposite of Claim1l conprising the
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pol yacrylonitrile fibre were submtted to a wash
treatnment; in the case of the prior art sanples, the
pol yacrylic polyner was renoved by the washing step
fromthe polyester or polyacrylonitrile fibre
substrate; in the case of the invention sanple, the
pol ynet hacrylic pol ymer was not washed out.

In particular, the difference of weight |oss on

washi ng, which was considerable in the case of the
prior art product (page 4 of the annex to the

Appel lant's letter of 15 Decenber 1997, point 2.2,
experinment 4, table) and extrenmely lowin the case of
the invention product (page 5 of said annex, point
2.5, conparative experinent) proves that according to
t he process of docunent (1), no grafting of the graft
conononer on a fibre but only a physical bondi ng of
the polyner to the fibre took place.

Therefore, the Board concludes that the subject-matter
of Caiml and of dependent clains 2 to 5 is not
antici pated by docunment (1); further, the Board is
satisfied that docunment (2) does not disclose the
subject-matter of Clainms 1 to 5. It follows that the
subject-matter of Clains 1 to 5 is new.

Process according to Claim6

The subject-matter of Caim6 is directed to a graft-
pol yneri zing process utilising an aqueous nedi um
cont ai ni ng hydrogen peroxide and a source of ferrous
i on.

Docunent (1) does not disclose a source of ferrous ion
and, therefore, does not anticipate the subject-matter
of Claimé6 and of dependent clains 7 to 11
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Docunent (2) does not relate to graft-polynerizing to
an acrylonitrile series substrate and, therefore, does
not di sclose the subject-matter of Clains 6 to 11
either. It follows that the subject-nmatter of Clains 6
to 11 is new.

| nventive step

Modified fibre according to aiml

The application was concerned with a carboxyl group-
nodi fied acryl fibre and a process of producing sane.

Wat er absorptive conposites conprising an acrylic

pol ymer on a fibrous substrate and a process for
prepari ng same were known from docunent (1), which is
the appropriate starting point for eval uating

i nventive step.

Docunent (1) discloses a process for preparing a water
absorptive conposite material in which a highly water
absorptive polynmer is held on a prefabricated
substrate, conprising applying an aqgueous sol ution of
an acrylic acid type nononer to a prefabricated
fibrous substrate, polynerizing the acrylic acid type
nononer to obtain a precursor of the conposite which
is further subjected to crosslinking (page 2, lines 6
to 11).

According to the application in suit, the technical
problemto be solved was to inpart hydrophilicity to
acrylonitrile fibres.

According to exanples 1 to 6 (exanples 4 to 9 as
originally filed) of the application in suit, a
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certain graft degree was obtained. The conparative
data submtted with a letter of 15 Decenber 1997 prove
that graft copol ynerized acrylonitrile fibres
according to the invention w thstood repeated washi ng.

Now, with respect to the data on file, the problem
underlying the application in suit with respect to
docunent (1) was to inprove the hydrophilicity
property of the water absorptive polymer in such a way
that this property was maintained even after repeated
washi ng.

In view of the data submtted in the Appellant's
letter of 15 Decenber 1997, the Board is satisfied
that the problemunderlying the present invention was
solved by the nodified fibre suggested in Caiml.

The question remains whether the nodified fibre
according to Caim1 involves an inventive step.

The conposite of Caim1l is distinguished fromthe
conposite of docunment (1) in that, in the latter, the
bondi ng of the acrylic acid polyner to the substrate
was of a physical nature whereas it was of a chem cal
nature in the application in suit. The Board accepts
that, according to the conparative data on file
(points 2.2 to 2.5 of the letter of 15 Decenber 1997),
grafting between the polyner and the substrate took

pl ace.

The effect of this grafting process was to allow the
possibility of repeated use of the water absorptive

conposite.

The different use illustrates the difference in the
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properties of the respective products: whereas

di sposabl e di apers and sanitary napkins are nmade of
t he conposite disclosed in docunent (1) (page 2,
line 17), i.e. the objective is a single use, the
conposite of Claim1 effectively absorbs netal ions
and basi c and unpl easant odour substances such as
ammoni a and am nes (colum 4, lines 2 to 4), and is to
be used in the manufacture of textiles (point 3.4,

| ast sentence, annex to the Appellant's letter of
15 Decenber 1997), i.e. the objective is a repeated
use of the clainmed nodified fibre retaining its
properties after repeated washi ng.

The solution of Caim1l of the application in suit is
not foreshadowed in docunment (1) which contains no

i nformation how to nodify the disclosed conposite

mat erial and the process for its manufacture to arrive
at a product suitable for repeated use.

Nor does docunent (2) contain any indication to the
skill ed person how to solve the present technical
probl em Wereas docunent (2) is directed to graft
copol yrmeri zati on of methyl nethacrylate onto jute
fibres applying Fenton's reagent (Fe?- HQ)- which
was said to be efficacious in grafting vinyl nononers
onto cellul ose, starch and wool fibres (right colum,
paragraph 2, lines 1 to 5), all of which substrates
are chemcally different fromacrylonitrile - it did
not address the problemof inparting hydrophilicity.
The Board, therefore, concludes that a skilled person
woul d not have turned to document (2) when | ooking for
a solution to the above defined technical problem

It follows that the subject-matter of Claim1l involves
an inventive step over docunents (1) and (2), either
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al one or in conbination with each other.

Claim6 relates to the manufacture of the product of
Claim1. It is based on the sane technical concept -
which is inventive with respect to citations (1) and
(2) - as are the dependent Clains 2 to 5 and 7 to 11
relating to specific enbodi nents of the subject-matter
of Clainms 1 and 6, respectively.

Apart fromcitations (1) and (2), the docunents cited

in the Search report have not yet been considered by

t he Exam ning Division. Nor have they been considered

by the Board, which is only concerned with the review
of decisions under appeal and not with the exam nation
of matters outside the framework of the appeal

pr oceedi ngs.

Therefore, the application in suit is, at present, not
ready to proceed to grant.

For this reason, the main request is, therefore, not
al | owabl e.

Auxi | iary request

According to the reasoning under point 1, Cains 1 to
6 filed with letter of 27 January 2000 and Clains 7 to
11 filed with letter of 12 April 1996 neet the

requi renents of Article 52(1), 54 and 56 EPC as far as
docunents (1) and (2) are concerned; the auxiliary
request, to remt the case to the Exam ning Division
for the substantive exam nation to continue, is,
therefore, allowabl e.

Rei mbur senent of the appeal fee
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The Appel |l ant requested rei nbursenent of the appeal
fee in the event that his request for interlocutory
revi sion under Article 109 EPC was not granted. The
Exam ni ng Divi sion decided that the appeal ed deci sion
should not to be rectified.

In this case, the Board of Appeal canme to a different
concl usion than the Exam ning Division which, at the
date of refusal of the application, did not have at
its disposal the conparative data filed with the
letter of 15 Decenber 1997 which all owed the Board of
Appeal to interpret docunent (1) in a different way.
That the Board did not concur either with the

Exam ning Division's evaluation of docunent (1) or,
consequently, with its assessnent of patentability of
t he then pending clains does not anobunt to a
procedural violation and cannot lead to a

rei nbursenent of the appeal fee (see T 153/84).

Therefore, the Board of Appeal decides that the appeal
fee is not to be reinbursed.

Under these circunstances it was not necessary to
sunmon the Appellant to attend oral proceedi ngs.
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Examning Division with
the order for further prosecution of the application
on the basis of
C ai ns: 1to6 filed wwth the letter of 27 January

2000,
7 to 11 filed with the letter of 12 April
1996.

The Regi strar: The Chai r man:

S. Hue P. Krasa

1296.D



