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Summary of Facts and Subm ssi ons
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Thi s appeal is against the decision of the opposition
di vi sion of 22 Decenber 1997 to revoke European patent
No. 45 83 80 ("the Patent”) entitled "Fish feed" and
based on European patent application No. 91 201 092. 3.
OQppositions to the Patent were filed by two parties -
opponent 1 (respondent 1) which sought revocation on
the grounds of |ack of novelty and inventive step
(Articles 54, 56 and 100(a) EPC) and al so on the ground
of insufficient disclosure (Articles 83 and 100(b)
EPC), and opponent 2 (respondent 2) which sought
revocation on the grounds of |ack of novelty and
inventive step (Articles 54, 56 and 100(a) EPC)

The clains of the patent as granted read as foll ows:

"1l. Fish feed which contains proteins, |ipids and

car bohydrates in conbination with one or nore
addi ti onal conponents; such as fillers, adhesives,
preservatives, vitamns [sic] and m nerals m xed
together to nake a dry, soft or wet feed, characterised
in that the feed contains n-3 polyunsaturated, fatty
acids or digestible derivatives of fatty acids in
anmounts from8,5 - 2,0% by wei ght, and amounts of
biologically available iron varying fromb5 -150 ng, and
whereby the high amounts of iron will require | ower
anounts of n-3 fatty acids or fatty acids derivatives
in the feed and vice versa.

2. Fish feed according to claim1l1, characterised in
that it contains less than 100 ng iron and nore than
3,5% by wei ght of n-3 polyunsaturated fatty acids or
fatty acid derivatives."



0460. D

Lo T 0135/ 98

O the nunmerous docunents cited during the opposition
and subsequent appeal proceedings, the follow ng are
referred to in the present decision.

(1) EP-A-0 322 114;

(2) L. M Desjardins et al, "lIron catal yzed oxi dation
of trout diets and its effect on the growmh and
physi ol ogi cal response of rainbow trout”; Fish
Physi ol ogy and Bi ochem stry 3 (4), pages 173-182
(1987);

(4 T. C Yuet al, "Effect of dietary lipids on fatty
acid conposition of body lipid in rainbow trout
(Salmo gairdneri)"; Lipids 12 (6), pages 495-

499, (June 1977);

(9) K A Rorvik, Report entitled "Testing of Four
Types of Test Feed for Sal non", filed on behalf of
opponent 1 together with the opposition statenent
on 9 May 1994;

(16) F. W Bernhart and R M Tomarelli, "A Salt
M xture Supplying the National Research Counci
Estimates of the Mneral Requirenents of the Rat",
J. Nutrition, 89: '66, 495-500.

At the end of oral proceedings held on 28 Cctober 1997,
t he opposition division decided that the main request
and auxiliary request before it, although conplying
with Articles 84 and 123(2) EPC and bei ng novel, | acked
an inventive step. As regards the objection of

i nsufficient disclosure, the opposition division
considered this was in effect related to the issue of
inventive step on which it found the patent deficient.
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The main request before the opposition division read as
fol | ows:

"1l. Fish feed which contains proteins, |ipids and

car bohydrates in conbination with one or nore
addi ti onal conponents; such as fillers, adhesives,
preservatives, vitamns and m nerals m xed together to
make a dry, soft or wet feed, characterised in that the
feed contains above 3.5% by wei ght of EPA and/or DHA
based on the weight of the feed and up to 8.5% by

wei ght of n-3 polyunsaturated fatty acids, or

di gesti bl e derivatives of said fatty acids based on the
wei ght of the feed and in that the feed contains
amounts of biologically available iron varying from at

| east 5 ng/ kg and bel ow 120 ng/ kg, and whereby the high
anmounts of iron will require | ower anounts of n-3

pol yunsaturated fatty acids or fatty acids derivatives
in the feed and vice versa, but excluding a fish feed
having the foll ow ng conposition in percent by weight:

protein 33.33%
herring oil 22. 00%
dextrin 26. 00%
cel l ul ose 11.17%
and prem X 7.5&,

wherein said protein contains 75% casein and 25%
gelatin and wherein said prem x provides in said feed
4.00% Bernhart-Tomarelli salt mx, 2.00%of a vitamn

m x, 0.20% net hi onine, 0.10% tryptophan, 0.2%vitamn E
concentrate and 1.00% chol i ne chl ori de.

2. Fish feed according to claim1l, characterised in
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that it contains less than 100 ng iron."

The auxiliary request differed fromthe main request
only in that the upper Iimt of the amounts of

bi ol ogically available iron in claim1l was "bel ow 100
ng/ kg" instead of "below 120 ng/kg" and claim2 was
del et ed.

V. The opposition division considered that the disclainmner
at the end of claim1l (see paragraph |V above)
conferred novelty on the clainmed subject-matter over
the state of the art according to (4). It saw the
problemto be solved by the patent as the production of
a fish feed which provided increased strength and
i nproved health. It considered citation (1) to be the
cl osest prior art since this docunent related to a fish
feed for solving the simlar problemof providing a
feed capable of preventing and treating certain
di seases in farned fish. In the opposition division's
view, the solution of the problemby limting the
content of biologically available iron to bel ow 120
ng/ kg in the known fish feed of (1) was obvious to a
person skilled in the art who knew, fromcitation (2),
that | ower iron concentrations in fish feed up to 86
ng/ kg were beneficial to the health and wei ght of fish.
The opposition division also observed in its decision
that neither the experinmental data in the patent
specification nor that provided during the opposition
proceedi ngs denonstrated that the clained invention
produced an unexpected benefit.

The opposition division also found the only auxiliary
request before it unacceptable for the sanme reasons.

VI . The patent proprietor (appellant) filed a notice of

0460. D Y A
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appeal and paid the appeal fee on 3 February 1998 and
filed a statenent of grounds of appeal on 21 Apri

1998. The respondents filed argunments supporting their
requests for the appeal to be dismssed with letters of
21 August 1998 (respondent 2) and 15 Cctober 1998
(respondent 1). The parties filed further subm ssions
inor with letters of 31 May 2002 (appel | ant),

9 Cctober 2002 (respondent 2) and 18 Cctober 2002
(respondent 1).

In a letter dated 22 January 1999, enclosing a
supporting declaration, respondent 2 (Ewos AB)

expl ained that its assets in the interest of which its
opposi tion had been brought had been transferred to a
rel ated conmpany (Ewos Limted) which thereafter becane
respondent 2 in place of the original
opponent / r espondent .

Oral proceedi ngs were appointed for 8 February 2002 by
a sunmons sent to the parties on 16 Novenber 2001. By a
| etter dated 13 Decenber 2001, the appellant sought a
post ponenent of the oral proceedings until the end of
June 2002 or later in order to allow the preparation
and filing of further evidence in the form of

i ndependent | y- conduct ed experinments to be carried out
in the period January to May 2002. The appel | ant
acknow edged the request to be unusual but said the
evidence was "vital to a fair assessnent of
patentability".

The Board, in a communication dated 14 January 2002,
acceded to the appellant's request in part by allow ng
a post ponenent, but also, in order to give the other
parties tinme to consider the further evidence, nmade
directions for the appellant's further evidence to be
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filed by 31 May 2002, for the respondents to file any
comments thereon and/or any further evidence of their
own in reply by 31 Cctober 2002 and for the oral
proceedi ngs to be re-scheduled for a date after

31 Cctober 2002. Further, the Board observed that the
adm ssibility of any late-filed evidence or other
material remained to be decided and woul d have to be
considered at the oral proceedings; and that the
appellant's justification for its conduct, objections
thereto by the respondents and any applications under
Article 104 EPC should be outlined in witing in
advance.

In a letter dated 31 May 2002, the appellant expl ained
t hat, not having been able to obtain the necessary
materials in tinme, it had not conducted the experinents
referred to in its request for postponenent of the oral
proceedi ngs but other experinents which all owed
previously submtted data to be reinterpreted. In

submi ssions filed with their letters of 9 October 2002
and 18 October 2002, respondents 2 and 1 respectively
objected to the admissibility of the appellant’'s new
experinmental evidence.

The appellant also filed with its letter of 31 May 2002
a new main and seven auxiliary requests, the main and
first auxiliary requests being the sane as the
correspondi ng requests consi dered by the opposition

di vision at the oral proceedings before it (see

par agraph 1V above). Under cover of its subsequent
letter of 6 Novenber 2002, the appellant filed anmended
versions of all these requests.

Oral proceedings were held on 20 Novenber 2002 at the
end of which the Board announced its decision that the
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appeal is dismssed. During the oral proceedings, the
appel l ant presented a new main and auxiliary requests
whi ch replaced all its previous requests filed with its
letter of 31 May 2002. The auxiliary request was
subsequently w thdrawn. The new main request is
accordingly the sole remaining request and consists of
two clains reading as foll ows:

"1l. Fish feed which contains proteins, |ipids and
car bohydrates in conbination with one or nore
addi ti onal conponents, such as fillers, adhesives,
preservatives, vitamns and m nerals m xed
together to nmake a dry, soft or wet feed,
characterised in that the feed contains from 8. 5-
2.0% by wei ght of n-3 polyunsaturated fatty acids
and above 3.5% by wei ght of EPA and/or DHA, or
di gesti bl e derivatives of said fatty acids, and in
that the feed contains anmpbunts of biologically
avail able iron varying fromat |least 5 ng/kg and
bel ow 120 ng/ kg, and whereby the high anobunts of
iron will require | ower anpbunts of said n-3
pol yunsaturated fatty acids or fatty acid
derivatives in the feed or vice versa, for use in
obtai ning a prophylactic effect on di seases or
i nproved health and growth for fish fed with said
f eed.

2. Fish feed according to Claim1l, characterised in
that it contains |less than 100 ng/kg iron."

The argunents of the appellant as regards this main
request and rel ated i ssues can be sunmari sed as
fol | ows:
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As to the late-filed evidence filed with the
letter of 31 May 2002, the appellant gave no
specific reasons for its |ateness but argued, in
that letter, that the additional experinental

evi dence and reinterpretation of earlier
experinmental results showed that the health of
farmed salnon is positively and significantly
affected by a synergistic effect between EPA/ DHA
and iron in fish diets.

As to why the evidence actually filed in May 2002
was not the evidence indicated in its letter of

13 Decenber 2001, the appellant explained that the
experinments it intended to performwould have been
very expensive; that both the appell ant conpany
and anot her conpany partly owned by the appel |l ant
whi ch actually works the invention had to share
the costs and this entail ed extensive discussions;
matters were further hindered by a major

reorgani sation within the appellant conpany; and
that, despite placing orders for the necessary
feed and fish pens in good tine, these could not
be obtained by the end of January 2002 whi ch neant
t he experinents could not be conducted in tinme for
the evidence to be filed by 31 May 2002 (the date
set by the Board's directions - see paragraph IX
above).

As to its new request, the appellant submtted
that the current clains corresponded to the clains
in the proceedi ngs before the opposition division,
except that the disclainer had been deleted from
claiml and the clains had been redirected towards
the use of the defined fish feed in obtaining a
prophyl actic effect on di seases and i nproved
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health and growth for fish fed with said feed. The
clainms had the correct format of a so-called first
medi cal (veterinary) indication as provided for in
Article 54(5) EPC. The | anguage of these revised
clainms was fully supported by the application as
originally filed.

(D) Concerning novelty and inventive step the
appel l ant essentially argued that citation (4) was
of no significance because it was only concerned
with the effects observed by a partial replacenent
of herring oil by lard in fish feed. Fromthis
state of the art, the only conclusion that could
be drawn was that such partial replacenent did not
adversely affect fish growth and did not increase
the saturation of the fish body |ipid. However,
citation (4) was wholly silent as to the effects
and benefits of reducing the iron contents of
feeds containing large quantities of marine |ipids
and hence hi gh concentration of n-3
pol yunsaturated fatty acids (n-3 PUFA). The three
isocaloric diets disclosed in (4), including Diet
No. 1, were prepared for the sole purpose of
conparing the effect of dietary lipids on fatty
acid conposition of body lipid in rainbow trout.
There was absolutely no disclosure or hint in
citation (4) that any of these diets was either
effective in the prophylaxis of diseases or in
i mproving health and growmth of fish fed with said
diets. Even if the skilled reader would be | ed by
citation (4) to nake up a feed with a high content
of n-3 PUFA fish oils, nore specifically EPA
(5,8,11, 14, 17- ei cosapent aenoi ¢ aci d) and/or DHA
(4,7,10, 13, 16, 19-docosahexaenoi cacid), and an
iron content of the feed bel ow 120 ng/ kg, there

0460. D Y A
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was still nothing in (4) to notivate the skilled
person to use this feed for any of the

prophyl actic or therapeutic purposes specified in
claiml1. Since citation (1) was entirely silent
about the benefits of lowiron levels in the feed,
t he skilled person had no incentive to conbine the
teachings of citations (1) and (4).

(E) There was considerabl e di sagreenent at first
i nstance as to whether or not the appellant's
experinmental evidence denonstrated that the high
n-3-PUFA, low iron feeds defined in claiml
i nproved the health and well-being of farmed fish.
Al t hough the appellant accepted that its
experinments were not ideal for the purpose of
conparing the clainmed invention with the cited
state of the art, the opposition division fail ed,
in the appellant's opinion, to give proper weight
to the clear trends established by these
experinments as a whole. If, however, the avail able
experinmental data were assessed scientifically,
then it was undoubtedly proved on the strong
bal ance of probabilities that a | ow iron content
interacted with a high n-3-PUFA content to help
prevent and control diseases and inprove health
and growth in fish fed with the diets specified in
current claiml.

XIV. The argunents of the respondents as regards the
appel lant's sol e remai ning request and rel ated i ssues
can be summari sed as foll ows:

(A) The appellant's new evidence was filed very | ate,

whet her considered in the context of the
opposi tion and appeal proceedi ngs together or even

0460. D Y A
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just in the context of the appeal. The appell ant
had clearly been working its clainmed invention and
t hus evi dence of the benefits of the invention
coul d and shoul d have been obtai ned nuch earlier.

The experinental evidence actually filed with the
appellant's letter of 31 May 2002 was not the
evidence it had stated, inits letter of

13 Decenber 2001, it intended to file and for
which it sought an adj ournnent of the oral
proceedi ngs. The appel |l ant was under a duty, when
it becane apparent that those experinents could
not be conducted, to notify the Board accordingly.
To use the postponenent granted by the Board to
conduct a different set of experinments was an
abuse of the proceedings. That both the appell ant
and its related conpany woul d both need to be

i nvol ved in experinents does not excuse the
failure to make preparations earlier, and if the
necessary feed and pens were not avail able to neet
the tinme-scale indicated in the 13 Decenber 2001
letter, they had in fact not been ordered in good
tinme.

The clains in the appellant's current request were
directed to a nmethod of nedical treatnent

practi sed on the ani mal body and as such, were
contrary to Article 52(4) EPC. This nust be so
because the appellant asserted in claim1l that the
feed in question was "for obtaining a prophylactic
effect on diseases and inproved health for fish
fed with said feed". Since feeding the fish was
the only practical step involved in obtaining the
stated health benefits, it followed that feeding
the fish nust constitute a nedical treatnent.
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Decision T 780/89 (QJ EPO 1993, 440) confirnmed
that a nmethod of administration (i.e. feeding) of
a defined chem cal having an inmuno-stinul ating
effect to a neat producing ani mal was a nedi cal
treatment within the nmeaning of Article 52(4) EPC
even where the nethod was clained only for non-

t herapeutic purposes (i.e. an inprovenent in the
gquantity or quality of the resultant neat), if the
i nprovenent resulted fromthe inproved heal th of
the aninmal as a result of the method. A nethod of
feeding fish using a feed which was expected to
provi de a prophylactic effect on diseases and to

i nprove health and growmh for fish fed with such
feed fell within this category.

The format adopted in the appellant's request
could do nothing to confer novelty on the anended
clainms. They were dressed up as first nedical

i ndication clains asserting that the clained feed
was for use in obtaining a prophylactic effect on
di seases and i nproved health and growt h. However,
such ains were already specifically described in
detail in the context of the fish feed disclosed
in (4) and were, noreover, inplicit in any fish
feed. It followed that any prior art fish feed
havi ng the necessary conposition would al so have
been intended for inproving health and growth and
woul d have been prophyl actic agai nst di sease.

Qovi ously poorly nourished fish would inevitably
be prone to disease and the object of any fish
feed was to provide proper nourishnent. It was
thus clear that the rewording of the clains

provi ded no basis for the acknow edgnent of
novelty or inventive step over the prior art
teachi ng al ready di scussed during the proceedings
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before the opposition division.

(E) Even if an attenpt was nade to interpret the
obscure wordi ng of the claim"whereby the high
anmounts of iron will require | ower anounts of n-3
PUFA" in the light of the description, the skilled
reader was given no instructions as to how to
sel ect the adequate respective anmounts of iron and
n- 3 PUFA.

Mor eover, the patent promi sed a fish feed that was
effective in the prophylaxis of diseases and in

obtai ning i nproved health and increased grow h.

However, apart fromthe fact that the nature of the

di seases to be prevented by feeding fish with the feed
was not specified in present claiml, the experinental
evi dence relied upon by the appellant and the
respondents - especially the results presented in (9) -
denonstrated clearly that this prom se was not
fulfilled by the feed defined in the current clains. It
was therefore not possible for a person skilled in the
art to work the invention in the manner prom sed by the
appellant in the patent specification, contrary to the
requi renments of sufficiency of disclosure laid down in
Article 83 EPC

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of its main request filed during the oral

pr oceedi ngs.

The respondents both requested that the appeal be
di sm ssed.
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Reasons for the Decision

1

The appeal is adm ssible.

Late-fil ed evi dence

0460. D

It is well-established by the jurisprudence of the
Boards of Appeal that, in considering the admssibility
of late-filed evidence, account is to be taken of inter
alia whether it could have been filed earlier and if so
the reason why not, and of its relevance and in
particul ar whether it has a greater relevance to the

i ssues than the material already on file (see
general ly, "Case Law of the Boards of Appeal of the

Eur opean Patent O fice", 4th edition, 2001, pages 324
to 333). Thus in principle any new evidence filed on
appeal is exceptional per se and its admssibility is a
matter for the exercise of the Board' s discretion. In
addition to these general principles, the Board nust

al so ensure that late filing does not take another
party by surprise and that, if late evidence is to be
admtted, the other party or parties have sufficient
time to consider it and, as appropriate, reply with

evi dence of their own.

It is beyond doubt that the evidence filed by the
appellant with its letter of 31 May 2002 was | ate

whet her "late" is taken as neaning after the end of the
opposition period, after the end of the opposition
proceedi ngs, or after the grounds of appeal were filed
in the appeal proceedings. Although the Board in its
conmmuni cation of 14 January 2002 specifically drew the
parties' attention to the question of the adm ssibility
of late-filed evidence and directed inter alia that the
appellant's justification for the |ateness of its
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evi dence be submitted in witing in advance of the oral
proceedi ngs, the appellant gave no reason for the late
subm ssion of the evidence it eventually produced other
t han an expl anation for the non-production of the
evidence it intended to but did not produce. As the
respondents argued, the evidence actually filed as late
as May 2002 is evidence the appellant could have
produced earlier, not just because anple tinme had

el apsed since the comencenent of the proceedi ngs on
the patent, but al so because on its own adm ssion the
appellant (albeit in conjunction with its rel ated
conpany) is engaged in the active exploitation of the
cl ai med invention and thus had the opportunity to

gat her and examine data as to its effectiveness for a
very considerable tinme. In fairness to the appell ant,
it did when filing its |ate evidence submt argunents
as to its possible rel evance but rel evance and
justification for |ateness are separate criteria and
satisfying the fornmer does not satisfy the latter. In
the Board's judgnent, the | ateness of evidence cannot
be excused if no attenpt is made to show why the actua
evi dence in question was not produced at an earlier

dat e.

The real reason for the late filing of the evidence
was, as is clear beyond doubt, that the appell ant
intended to file different evidence but then found it
coul d not obtain the necessary feed and pens in tine,
and thus apparently had to satisfy itself with
alternative evidence which could be produced in tine.
However, this does not alter the fact that the evidence
actually filed could have been prepared and filed nuch
earlier and is therefore insufficient to justify the

| at eness. The Board woul d add that the various reasons
given by the appellant for the non-production of the
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i nt ended evi dence (cost, the involvenent of two
conpani es, a corporate reorgani sation, non-delivery of
equi pnent in tinme) are not reasons the Board coul d have
accepted for |lateness of the intended evidence itself
had that been filed. They were quite sinply matters of
t he appellant's own maki ng or which only the appel |l ant
could deal with and they cannot be allowed to excuse
causing surprise or inconvenience to other parties.

In the present case, the issue of |ateness was
exacerbated by the fact that the evidence filed on

31 May 2002 was not the evidence the appellant sought
an adjournnent to prepare and file. Inits letter of

13 Decenber 2001, the appellant indicated it wanted to
conduct independent experinents which required the

pur chase of special equipnent and several nonths to
conduct. As the Board observed in its comunication of
14 January 2002, it was renmarkabl e that the appell ant
shoul d | eave the preparation over several nonths of
evidence it described as "vital"™ until the end of the
appeal proceedings. That, having secured an adj our nnent
of the oral proceedings to conduct such experinents and
havi ng di scovered as soon thereafter as the end of
January 2002 that these experinments could not be
conducted within the extension of tinme it had obtai ned,
it did not informthe Board (and thereby the
respondents) until the very end of that extension of
time that evidence of a quite different character would
be produced, was understandably criticised by the
respondents. The Board largely agrees with them Wile
t here may have been no deliberate intention to m sl ead,
the effect was beyond doubt to take the respondents by
surprise when such surprise could have been prevented.
The respondents could, in the light of the advance

i nformati on given by the appellant, have been preparing
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to counter the new evidence they expected to receive
and m ght have incurred unnecessary cost in doing so.

The Board agrees with the respondents that the
appellant, in the position in which it found itself by
(on its own information) the end of January 2002, was
under a duty to informthe Board of its change of plan.
Put at its sinplest, it was unfair for the appellant to
remain silent for four nonths, knowi ng that it would be
filing evidence the other parties and the Board did not
expect and knowing it would not be able to conply with
a direction of the Board given in response to its own
adj ournment request. It nust be renenbered that any
post ponenent of oral proceedings granted in favour of
an appellant acts as an extension of the suspensive
effect of an appeal and thus, in the case of an
appeal i ng patentee, of the tinme during which respondent
opponents risk an allegation of infringenment if they
wor k an invention which has already been found
unpat ent abl e by the opposition division. In the

ci rcunst ances, the appellant's behaviour was an abuse
of procedure.

Accordingly, the Board holds that the evidence filed
with the appellant's letter of 31 May 2002 is not
adm ssi bl e.

Clarity, a requirenent of Article 84 EPC, is not per se
a ground of opposition (see Article 100 EPC). However,

t he opposition division and the Board have the
jurisdiction, and indeed the obligation, to consider
clarity of a claimresulting froman anmendnment (cf.
Case Law of the Boards of Appeal, 4th edition 2001,



3.2

0460. D

- 18 - T 0135/98

VIl.C. 10. 2, pages 488-489).

The clarity issue referred to in paragraph 3.2 bel ow
resulted directly fromsuch an anendnent. The previous
mai n request contained the wording "the feed contains
from 8.5% by wei ght of n-3-polyunsaturated fatty acids
to above 3.5% by wei ght of EPA and/or DHA", to which

t he Board obj ected because the range thereby created
had an upper limt expressed in generic ternms of "n-3-
pol yunsaturated fatty acids" and a lower limt
expressed in different specific terns of "EPA and/or
DHA". The request was as a result anended, in the main
and ultimtely only request before the Board, to read
"the feed contains from8.5% 2. 0% by wei ght of n-3-

pol yunsaturated fatty aci ds and above 3.5% by wei ght of
EPA and/ or DHA".

The main request finally before the Board, although as
regards clarity an inprovenent on the previous main
request it replaced, none the less still contains at

| east one lack of clarity, nanely the feature "the feed
contains from8.5% 2. 0% by wei ght of n-3-

pol yunsaturated fatty aci ds and above 3.5% by wei ght of
EPA and/or DHA". Since "EPA' and "DHA" are two nost
prom nent exanpl es of "n-3-polyunsaturated fatty
acids", claim1l1l of the main request presents, if only
as a matter of |anguage, the logical inpossibility of a
fish feed containing at one and the sanme tine as little
as 2% by wei ght of "n-3-polyunsaturated fatty acids”
(the generic termincluding "EPA" and "DHA") but at the
sanme time a mnimum of 3.5% by wei ght of "EPA and/or
DHA" (the specific tern). Since the appeal fails for

ot her reasons (see point 6 below), the Board only
observes here that, if the main request had ot herw se
conplied with the requirenents of the EPC, this
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guestion of clarity could have been fatal to the
request .

ency of disclosure

The respondents made a detail ed attack at the hearing
on the main request on the ground of insufficiency of
description (see paragraph Xl V/(E) above). Wile the
Board has sone synpathy with the respondents’
argunents, it is unnecessary to make a final decision
on this issue since the appeal mnmust fail on other
grounds (see point 6 below). In those circunstances,
the Board confines itself to observing that when, as in
this case, a significant lack of clarity appears in a
claim (see point 3.2 above), there may, as here, often
be at | east an arguable insufficiency of disclosure as
wel | .

Citation (4) discloses a fish feed (Diet No. 1) having
the foll ow ng percentage conposition (see Tables | -
page 495 - and Table Il - page 496):

33.33% protein:
i ngredients: 75% casein + 25%gel atin

37.17% car bohydrates:
i ngredients: 26%dextrin, 11.17% cell ul ose
22.00% lipids (herring oil):
EPA/ DHA percentage of lipids in Diet No. 1 (see
Table I1): 8.7%EPA + 9.4% DHA = 18. 1%
22% | ipids per kg feed x 0.181 3. 98% EPA/ DHA
total n-3 PUFA percentage of lipids in Diet No. 1
(see Table I1): 24.4%
22% | ipids per kg feed x 0.244 = 5. 368% PUFA
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7.50% Prem x
(2.0%vitamn mx, 0.20% nethionine, 0.20%
trypt ophane, 0.10%vitam n E concentrate, 1.00%
chol i ne chl ori de;
4.0% M neral mx = 40 g/ kg feed Bernhart-Tomarell
salt contains according to (16)- seep age 496,
| eft hand colum, Table 1: 5.58 ng Ferric citrate
(16. 7% Fe)/g = 0.93 ng Fe/g; 40 x 0.93 = 37 nu/kg
Fe (iron

As admitted by the appellant itself, the fish feed
(Diet No. 1) disclosed in citation (4) has a
conposition in accordance with the feed of current
claiml1l. This neans that a fish feed with the
particul ar conmposition specified in present claiml is
already disclosed in the state of the art. (The
function of the disclainmer at the end of claiml1l in the
appellant's main and auxiliary requests before the
opposition division was to restore novelty of claim1l
over the state of the art according to (4)- see

par agr aph |1V above).

Claiml as it now stands is directed to the known fish
feed disclosed in (4) "for use in obtaining a

prophyl actic effect on diseases and inproved health and
gromh for fish fed with said feed". The Board does not
share the respondents' view that the clainms in the
appellant's request are directed to a nedical treatnent
practi sed on the animal body as such and accordingly to
a nmethod referred to in Article 52(4) EPC. The

appel lant submtted that claim1l is drawn up in the
format of a first medical/veterinary use as provided
for in Article 54(5) EPC.

Article 54(5) EPC expressly provides for an exception
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to the general rules for novelty (Articles 54(1) to (5)
EPC) in respect of the first nmedical or veterinary use
of a substance or conposition, by allowng a claimto

t he substance or conposition for the use in a nethod
referred to in Article 52 EPC, paragraph 4, provided
that its use for any nethod referred to in that

par agraph is not conprised in the state of the art.

Therefore, in order to assess the novelty of current
claim1l1 over the prior art of citation (4) it has to be
est abl i shed

(i) whether or not the claimis directed to a fish
feed for the exclusive use in one or nore
nmet hod(s) referred to in Article 52(4) EPC and,
only if this first question is answered in the
affirmative,

(ii1) whether or not the use of the fish feed (Diet
No. 1) for a nethod referred to in Article 52(4)
EPC has al ready been disclosed in citation (4).

As to (i): It appears clear to the skilled reader from
t he patent specification that the main purpose of the
clainmed invention is to provide a feed m xture for
optimally satisfying the nutritional requirenments of
farmed fish. As a prelimnary point in deciding
guestion (i) it should be noted therefore that neither
any of the pathologic conditions (diseases) to be
prevented (prophylactic effect on diseases) nor any
details of the particular inprovenent in terns of

heal th and growth to be achieved by feeding fish with
Diet No. 1 are specified in claim1. In the absence of
any such stipulation it necessarily follows that the
particul ar intended use ("for use in obtaining a
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prophyl actic effect on di seases and inproved health and
gromh for fish fed with said feed") of the known fish
feed (Diet No. 1) defined in claim1 can, like that of
any prior art fish feed having an appropriate
conposition, only be either properly to nourish the
fish to prevent pathologic conditions (diseases) or to
avoi d any negative inpact on health and growth, which
in either case would be caused by insufficient or
defective nutrition or starvation. It is thus clear

t hat any prophylactic effect on an unspecified disease
and any unspecified i nprovenent in health and growth
nmust be regarded as the natural function or direct
consequence of properly feeding the fish with the known
fish feed defined in claim1. In summary, the Board,
therefore, reaches the conclusion that the particul ar

i ntended use of the known fish feed (Diet No. 1)
specified in claiml is the optiml satisfaction of the
nutritional requirements of farmed fish and that this
use is thus not intended for any nethod referred to in
Article 52(4) EPC. Since question (i) has to be
answered in the negative, it is unnecessary to consider
question (ii). It follows that claim1 | acks novelty
over the state of the art according to (4).

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

0460. D Y A
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A. Townend J. Riolo
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