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Summary of Facts and Submn ssions

0309.D

Eur opean patent application No. 83 850 130.1, filed on
14 June 1993, claimng US priorities of 21 July 1992
(US 917772) and 5 April 1993 (US 43038) and published
under No. 0 581 749, was refused by a decision of the
Exami ning Division issued on 2 Septenber 1997. The
deci si on was based on a set of Clains 1 to 15 filed on
5 March 1997, daim1l reading as foll ows:

"An aqueous nol d rel ease conposition for use in coating
conpression and injection nolding core surfaces
conprising by wei ght about:

3% net hyl triethoxy silane,

1. 8% deca net hyl cycl openta sil oxane,

1.6% octa nethyl cyclotetra sil oxane,

0.6 dodeca nethyl cyclo hexa sil oxane,
1.5% m xture of synthetic ethoxylated am nes

and nonyl or octyl phenol derivative surfactants,
3. 0% et hanol and

88. 5% wat er. "

The set of clainms also conprised (a) further

I ndependent clains directed to an aqueous nol d rel ease
conposition formnmul ated according to the sane pattern,
(b) dependent clains related to preferred enbodi nents
of one or the other of these aqueous nold rel ease
conpositions, and (c) process clains concerning nethods
of formng a sem -permanent nold rel ease surface on a
nol d core.

Al t hough the ground for the refusal of the application
was | ack of inventive step, the Exam ning Division also
expressed its views on other requirenents as follows:
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(i)

(iii)
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The clains on file conplied not only with the
requi renents of Article 123(2) EPC, but also
with the requirenent of unity of invention,

si nce the independent conposition and net hod
clainms were all linked through the common
concept of adding a m ni nrum anount of | ower

al kyl al cohol in addition to that formed during
hydr ol ysi s.

Novelty over Dl1: JP-A-5433642, which had been
considered in the form of correspondi ng patent
abstract of Japan, volunme 3, No. 63 (C47),

30 May 1979, was acknow edged on the basis of
(a) particular anounts of |ower alkyl al cohol
whi ch were hi gher than those obtai ned during
hydrol ysis of the al koxy silane, (b) different
surfactants or m xtures thereof, and (c) the
sel ection of particular silanes.

In the absence of any conparative experinental
data the technical problemunderlying the
application could only be defined as the

provi sion of alternative aqueous nold rel ease
conpositions. These, however, represented
nothing nore than the result of a routine

| aboratory practice, since (a) neither the
silanes, which had to be regarded as arbitrary
sel ections within comercially avail able
products, (b) nor the replacenent of the known
fluorine surfactant by a m xture of other
comercially avail able surfactants, (c) nor the
nmere addition of alcohols could be considered as
i nventive features.

On 31 Cctober 1997 the Appellant (Applicant) filed a
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Noti ce of Appeal against the above decision, the
prescribed fee being paid on the sane day.

The Statenment of G ounds of Appeal filed on 30 Decenber
1997 was acconpani ed by nunerous experinental data

whi ch had been incorporated in a new description and in
addi tional drawi ng sheets. These data were deened to
denonstrate an inprovenent over the prior art nold

rel ease conpositions and, thereby, support an inventive
st ep.

Fol | owi ng a communi cation i ssued on 30 Cct ober 2000
annexed to the sumons to oral proceedings, in which
numer ous poi nts were addressed by the Board, the

Appel  ant submtted a conplete translation into English
of D1 on 11 Decenber 2000 and filed an anmended set of
claims on 2 January 2001.

During oral proceedings held on 9 January 2001 the
prelimnary discussion of the wording of these clains
|l ed the Appellant to withdraw that request and to file
the follow ng set of five clains:

"1. An aqueous nold rel ease conposition for use in
coati ng conpression and injection nolding core surfaces
conprising a mxture by wei ght of

0.5 to 12% a silane selected fromthe group
consi sting of nethyl triethoxy silane,
nmet hyl trinmethoxy silane, vinyl
triethoxy silane, vinyl trinethoxy
si |l ane, Ganmma- ur ei dopropyl tri al koxy
silane, where the al koxy group has one
to three carbon atons, Ganma-
gl yci doxypropyl trinmethoxy octyltriethoxy
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si |l ane, Gamma- am nopropyl tri et hoxy

sil ane, Gamma-i socyanat opropyl tri et hoxy
tetraet hoxysi |l ane, Ganma-

met hacryl oxypropyl trinethoxysil ane,
Bet a- (3, 4- epoxycycl ohexyl)

et hyl tri nmet hoxy silane, Gamma-

nmer capt opr opyl tri met hoxy sil ane, and
vinyl-tris (2-methoxyethoxy) silane,

[EEN

to 8% a multi functional polydi nethyl sil oxane
emul sified polynmer which is a m xture of
deca net hyl cycl openta sil oxane, octa
met hyl cyclotetra sil oxane and dodeca
nmet hyl cycl ohexa sil oxane

0.1to 2.5% substituted nonyl and/or octyl pheno
derivative surfactant,

0.05 to 4.0% fluoroal kyl non-ionic surfactant,

0.1to 2.5% synt heti c et hoxyl ated am ne surfactant,

0.1 to 12.5% silanol term nated pol ydi nethyl sil oxane
havi ng a nol ecul ar wei ght from 400 to

310, 000,

0.5to 8% | oner al kyl al cohol, wherein the al kyl
has 1-3 carbon atons,

70 to 97% wat er, and

0.5to 1% a weak acid to maintain the pH between
4.5 t0 5.5

2. The aqueous nol d rel ease conposition according to

0309.D Y A
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claim1 wherein the nol ecul ar weight of the silano

term nat ed pol ydi net hyl sil oxane i s about 1000.

3. The aqueous nold rel ease conposition according to

claim1 wherein the conposition conprises by wei ght

about :

3.4% methyl triethoxy silane,

1.8% deca net hyl cycl openta sil oxane,

1.6% octo nethyl cyclotetra sil oxane,

0. 6% dodeca net hyl cyclo hexa sil oxane,

1.5% non-ionic fluorinated al kyl ester surfactant,

0. 3% synthetic ethoxyl ated am ne surfactant,

0.5%  substituted nonyl and octyl phenol derivative
sur f act ant,

3. 0% silanol term nated pol ydi net hyl sil oxane havi ng
a nol ecul ar wei ght between 400 and 310, 000,

2.6% et hanol

1.0% acetic acid, and

33.7% distilled water.

4. A nethod of form ng a sem -pernmanent nold rel ease

surface on a nold core conprising cleaning the core

surfaces, heating both sides of the core surfaces to
about 160°C (320°F) and spraying the nold core with the
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aqueous conposition according to claim 1.

5. A net hod according to claim4, wherein the aqueous
conposition contains at | east 90% water."

To support the patentability of both the nold rel ease
conposition and the nethod of form ng a sem - per manent
nol d rel ease surface on a nold core the Appellant (a)
relied on the experinental data previously submtted to
justify a definition of the technical problemin
positive terns and (b) argued that the now required
conbi nati on of features was not obvious in the |ight of
t he teaching of D1.

The Appel | ant requested that the decision under appea
be set aside and a patent be granted on the basis of
Clains 1 to 5 as filed during oral proceedings.

Reasons for the Deci sion

1

0309.D

The appeal is adm ssible.

The wording of the clains conplies wth the
requi renments of Article 123(2) EPC

Claim1 can be regarded as the conbi nation of the

i ntroductory clause as originally formulated with (i)
the general "conposition Il" disclosed on page 3,

line 16 to page 4, line 15, (ii) the definition of the
mul tifunctional polydinmethyl siloxane enulsified

pol ymer according to original Caim1l4, and (iii) the
additional alternative "substituted nonyl and octyl
phenol derivative surfactant” nentioned in "conposition
1" (cf. page 5, lines 13 to 25).
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Dependent Clains 2 and 3 correspond to origina
Clains 8 and 10.

The nethod O ai m4 conbines the general process
features according to original Caim1l6 with the
aqueous conposition according to present CCaimlto
which it is now rel ated.

The feature of "at |east 90% water" in dependent
Caim5 results fromoriginal daim1, wherein the
aqueous nol d rel ease conposition was defined as
conprising a mxture of |ess than 10% by wei ght of
silane, siloxane and surfactant conpatible therewth.

These clains also conply with the various requirenents
of Article 84 EPC

First, the conposition according to Claim1l corresponds
to the definition of conposition Il also referred to as
"My conposition” in the paragraph "Sumary of the

I nvention" bridging pages 2 and 3. Simlarly, the
feature "and/or" in the definition of the substituted
phenol derivative surfactant ensures that the
alternatives "and" as well as "or", both disclosed
under the heading "conposition Il" (cf. page 4, line 6
resp. page 5, line 19), are now enconpassed in Caiml.
Bot h anendnents aimthus at a better correspondence

bet ween cl ai ns and description (requirenent of

support).

Secondly, the general term"nultifunctiona

pol ydi met hyl sil oxane enul sified polynmer” is now
defined as being the m xture of three specific

or ganosi | oxane conpounds (requirenent of clarity).
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Thirdly, the use of the dependent formin both the
conposition clains and the nethod clai ns avoi ds
unnecessary repetitions (requirenent of conciseness).

It is also evident that no objection arises having
regard to the requirenent of unity of invention, since
the presence of a single independent conposition claim
and a single nethod claimto which it is related brings
to light the single general concept underlying the
present application, nanely (i) the presence of three
organosi |l i con conpounds, e.g. a silane, a

mul ti functional polydi nethyl siloxane and a silano

term nated pol ydi net hyl siloxane, (ii) the use of three
surfactants, e.g. a substituted nonyl and/or octyl
phenol derivative, a non-ionic fluoroal kyl conpound and
a synthetic ethoxylated anmine, and (iii) the addition
of a | ower alkyl alcohol.

Docunent D1, now considered in the formof the conplete
transl ation submtted on 11 Decenber 2000 (cf. point 1V
above), describes a conposition for a rel ease agent
conprising a thermal curing type silicone resin

emul sion (A) and a fluorine-based surfactant (B)

(cf. daim.

According to a typical enbodinent, the thermal curing
type silicone resin emulsion (A is a conposition
conprising (1) 100 parts by weight of a silanol

pol ydi substituted siloxane, (2) 0.1 to 10 parts by

wei ght of an organoal koxysi | ane or

or ganoal koxysi | oxane, and (3) 0.1 to 10 parts by wei ght
of an organonetal lic conpound as the curing catal yst
(cf. page 3, paragraphs 3 to 6; page 4, paragraph 9).
The conpounds (1) and (2) exenplified (cf. page 4,
paragraph 2 and 3) fall under the definition of the
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correspondi ng i ngredients of the clainmed conposition.

By coating the above conposition (A) + (B) on a rel ease
base material and carrying out thermal curing, it is
possible to inpart a bl ocking prevention effect of the
base material itself and a superior rel ease property

Wi th respect to an adhesive material (cf. page 6,

par agr aph 5).

As expl ai ned by the Appellant during oral proceedings,
these prior art conpositions do not disclose the

conbi nati on of conpositional features required in the
application in suit.

First, there is no nmention of a rmultifunctiona
pol ynmet hyl sil oxane enul sified polyner as defined in
Claiml1l.

Secondly, although the fluorine-based surfactant (B) is
broadly defined in that it enconpasses non-ionic,

ani onic, cationic and anphoteric conmpounds whi ch nmay
even conprise ethoxy groups and nitrogen atons (cf.
page 5, paragraph 2), this cannot be equated with the
conmbi nation of (a) a substituted nonyl and/or octyl
phenol derivative surfactant, (b) a fluoroal kyl non-
ionic surfactant, and (c) a synthetic ethoxyl ated am ne
surfactant, as required in Caima1l.

A third difference concerns the | ower al kyl al cohol.
There is no addition at all in D1 of any al cohol, at
nost the formation of m nor anounts thereof due to
hydrol ysis of the silanes.

In view of these essential differences the requirenent
of novelty nust be regarded as net.
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The application in suit concerns a nold rel ease
conposition and a nethod of coating a nold core.

Such a conposition as well as a nethod of coating a

rel ease base material are disclosed in DL which the
Board, |ike the Exam ning D vision and the Appell ant,
regards as the closest state of the art. Enphasis is
laid in particular on the superior rel ease property
(cf. page 6, paragraph 5). However, as explained in the
i ntroduction of the application in suit (cf. page 2,
first full paragraph), in spite of that prom sing
statenment these prior art nold rel ease conpositions
suffer in fact froma nunber of shortcom ngs; in
particular, they tend to be toxic and the nolds have to
be recoated frequently.

In the light of these shortcom ngs the technica
probl em underlying the application in suit may thus be
seen in the provision of a environnentally friendly
nol d rel ease conposition that will permt nore

rel eases, in practice nore than twenty rel eases, of

nol ded el astoner for transfer, conpression and

I njection nolding.

According to the application in suit this problemis
sol ved by a nold rel ease conposition conprising three
organosi |l i con conpounds, three surfactants and a | ower
al kyl al cohol, as specified in Caiml.

The experinental data on file, e.g. Exanples | X and X
of the application as originally filed and the test
report submitted as an annex to the Statenent of
Grounds of Appeal, provide evidence that the two
aspects of the above defined problemare effectively
sol ved. On the one hand, comrercial conpositions wthin
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the ternms of CQaim1l1l afford a nunber of releases far
superior to prior art conpositions which, like in D1,
are cured with an organonetal | i ¢ conpound; on the other
hand, the addition of a |ower al kyl alcohol is

conpati ble with the above environnmental requirenents.

It remains to be deci ded whether this solution is
obvious to a person skilled in the art having regard to
the state of the art.

The factors envisaged in D1 to optimze the film

form ng properties and the rel ease properties conprise
rather the addition of a specific polymner ingredient,
the solid content of the silicone resin and the
concentration of the resin in the coating solution than
nodi fications of the conponents of the conposition (cf.
page 6, paragraphs 2 and 3). Regarding the definition
of the silicone resin enmulsion, the only alternative
possibilities nentioned concern the substituents al ong
t he organopol ysi | oxane chain, e.g. ethyl or pheno
radical (cf. page 3, paragraph 4) or even vinyl radica
(cf. paragraph bridging pages 3 and 4); in the latter
case the silicone resin enulsion (A) has to be slightly
adjusted in that it conprises (1') a vinyl substituted
or ganopol ysi | oxane, (2') an organopol ysil oxane havi ng
at least three Si-H couplings within the sane nol ecul e,
and (3') a platinum conpound as the curing catal yst.

Thus, what ever the organopol ysil oxane chosen,
condensation type or addition type, there is no reason
to depart from an essential aspect of the teaching of
that citation, which involves the use of a specific
curing catalyst. Since furthernore that citati on does
not suggest the conbination of silicone conpounds and
surfactants required in the application in suit, |et
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al one the addition of a |ower alkyl alcohol, it is
evident that it cannot by itself render obvious the
cl ai med subject-nmatter

8.2 The Board has al so exam ned the other docunents of the
search report and has conme to the concl usion that they
woul d not | ead, whether in isolation or in conbination
with D1, a skilled person to consider a conbination of
conposition features as now required.

8.3 For these reasons it can be concluded that the subject-
matter of Claim1l does not arise in an obvious manner
fromthe prior art and that, consequently, it involves
an i nventive step.

8.4 The sane applies to dependent conposition Cainms 2 and
3, which concern preferred enbodi nents of the
conposition according to Claiml, as well as to nethod
Clains 4 and 5, which are directed to the advantageous
use of that conposition.

9. Al t hough the clains satisfy the various requirenents of
the EPC, a patent cannot be granted according to the
Appel I ant' s request because of the major anmendnents
required in the description follow ng the new wordi ng

of the clains. The case has thus to be remtted to the
Exam ni ng Division for adaptation of the description.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

0309.D Y A
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2. The case is remtted to the Examning Division with the
order to grant a patent on the basis of Clains 1 to 5
filed during the oral proceedings, after any necessary
consequential anmendnment of the description.

The Regi strar: The Chai r man:

E. Gorgnmaier C. CGérardin
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