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The appeals lie fromthe interlocutory decision of the
opposi tion division, dispatched on 20 Novenber 1997,

mai nt ai ni ng the European patent No. EP-B-0 420 586, in
amended formaccording to the first auxiliary request.

The notice of appeal of opponent 2 (appellant 1) was
received on 15 January 1998, the appeal fee being paid
on the sanme day, and the statenent of grounds of appeal
was received on 10 March 1998.

The notice of appeal of opponent 1 (appellant 2) was
received on 22 January 1998 and the appeal fee was paid
on the same day. The statenent of grounds of appeal was
received on 29 January 1998.

The notice of appeal of the patentee (appellant 3) was
recei ved on 30 January 1998, the appeal fee being paid
on the sanme day, and the statenent of grounds of appeal
was received on 25 March 1998.

Oral proceedings were held on 25 April 2003.

The patentee requested that the decision under appeal
be set aside and the patent be naintained in anmended
formon the basis of the follow ng docunents:

C ai ns: Clains 1 to 9 as filed during the oral
proceedi ngs on 25 April 2003;

Descri ption: Pages 2 to 6 and insert pages 2, 3 and
3a as filed during the oral proceedings
on 25 April 2003;
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Dr awi ngs: Sheets 11 to 33 of the patent
speci fication.

VII. Bot h opponent 1 and opponent 2 requested that the
deci si on under appeal be set aside and the patent be
revoked.

VIII. Reference was made in particular to the follow ng
docunent s:

D5: EP-A-0 238 289

D7: EP-B-0 122 138

| X. Caim1l reads as foll ows:

"1l. A gane machine conprising a plurality of
characters arranged to be stopped along a winning |ine
(A, B, O, said characters including at |east one
substitutabl e character which can be used as a
different character wherein the substitution of a said
substitutabl e character can make a conbi nati on of
characters stopped along a said winning line a w nning
conbi nation having a win value different to the win

val ue of the equival ent wi nning conbi nati on not
containing a said substitutable character

characterised in that a said conbination of characters
stopped along a said winning line (A B, C is conpared
with a winning table in order to determ ne the presence
of awn, in that said winning table conprises ranked
val ue wi nni ng conbi nati ons of characters which

conbi nati ons do not include a substitutable character
when used as a different character to nake a w nni ng
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conbination (Fig 5; Fig 13) and in that the or each
sai d substitutable character is a rank-up or a rank-
down character such that substitution of a said rank-up
character to make a conbi nati on of characters a w nning
conmbi nation ranks the conbi nation hi gher than the

equi val ent wi nni ng conbi nati on not containing the said
rank-up character thereby increasing the value of the
win to that of a higher ranked wi nning conbinati on and
t hat substitution of a said rank-down character to nake
a conbi nation of characters a w nning conbi nati on ranks
t he conbination | ower than the equival ent conbination
not containing the said rank-down character thereby and
decreasing the value of the win to that of a | ower

ranked wi nni ng conbi nation."

The opposition division found in the appeal ed deci sion
that for claiml of the main request then on file,

whi ch corresponds to present claim1l1, the requirenents
of Article 123(2) EPC were not nmet. In particular, the
specification in anended claim1 that the wi nning table
conpri sed ranked val ue wi nning conbi nati ons of
characters "which conbi nati ons do not include a
substitutabl e character when used as a different
character to nmake a w nni ng conbi nati on" was consi dered
to contravene Article 123(2) EPC. The application as
originally filed disclosed three exanples of w nning
tables. On the one hand, a fully worked-out table with
al | possi bl e conbinations of characters including
substitutable characters used as different characters
in figures 9A and 9B. On the other hand, two exanples
of winning tables with conbinations which did not

i nclude a substitutable character when used as a
different character in figures 5 and 13. In the
decision it was held that although the w nning tables
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shown in figures 5 and 13 fell within the generalised
definition of anmended claim11, they did not induce the
skilled person to summari se them under this definition
Mor eover, the application did not provide a basis for
separating the table of figure 5 fromthat of figures
9A and 9B and excluding the latter from storage.

The patentee argued essentially as foll ows:

In the application docunents as originally filed it was
di scl osed that the winning tables depicted in figures 5
and 13 were used in the ganme machi ne. These w nni ng
tabl es did not conprise w nning conbinations including
a substitutable character used as a different character
to make a winning conbination. The fully worked- out

wi nning tables of figures 9A and 9B were nerely
provided for illustrative purposes and not neant for
use in the game machine. In fact, for the third

enbodi ment relating to a poker machine only the table
of figure 13 was provided and no fully worked-out

table. The algorithmfor assessing, for a conbination

i ncluding a substitutable character stopped along the
wi nning line, the equivalent w nning conbination, if
any, was conmmon in the technical field at issue and
therefore not explicitly nmentioned in the application.
Accordingly, claim1l was adm ssible under Article
123(2) EPC.

Furthernore, the subject-matter of claim1l was not
antici pated or rendered obvious by the cited prior art.
Docunent D5, providing the closest prior art, disclosed
a ganme machine with a substitutable character in
accordance with the preanble of claim1l. However, the
assessnent of the winning of a conbination including
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one of the substitutable characters involved an
arithnmetic operation, ie a doubling or tripling of the
winning with respect to the ordinary w nning or the
addition of an additional dividend to the ordinary

Wi nning. In contrast thereto, the subject-matter of
claim1l1 relied on a ranked wi nning table, the
substitutabl e character causing the winning to be
ranked up or dowmn within that table, thereby rendering
t he gane nore sophisticated and interesting. Docunent
D7 did not nention any substitutable characters and, as
far as it disclosed a winning table, the table was not
ranked by wi nning. Accordingly, both novelty and the
presence of an inventive step had to be recognised for
the subject-matter of claiml.

Submi ssi ons of opponent 1

Regarding the adm ssibility of the amendnents to
claim1l1, the opponent 1 relied on the reasoning of the
first instance in the decision under appeal.

Regardi ng novelty and inventive step, the opponent 1
argued that the clained change in rank had the effect
of changing the winning, just |ike eg the doubling and
tripling of the w nning suggested in docunent D5.
Therefore, it had to be seen nerely as an obvi ous

nodi fication of the teaching of D5. It was thereby
noted that the use of w nning tables was common in gane
machi nes, as exenplified by docunent Dv.

The argunents of opponent 2 may be sunmarised as
fol | ows:
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The application as originally filed disclosed that the
gane nmachi ne used the winning table of figures 9A and
9B and perfornmed a conparison between the content of
the table and the conbination along the winning |ine
for determning the winning. The original application
did not contain any indication that the invention
resided in the use of a table w thout substitutable
characters. Accordingly, the amendnents to claiml were
i nadm ssi bl e.

Mor eover, the problemto be solved as derivable from
the clained subject-matter had to be seen as nerely
providing an alternative way of altering the w nning.

I nstead of using a cal cul ation, such as a

mul tiplication or addition, as suggested in docunent
D5, the clained ganme machine read the winning fromthe
W nning table. However, reading the winning froma

wi nning table as such was wel |l -known, so that the

cl ai ned sol uti on was obvi ous.

Furthernore, according to T 931/95 (QJ EPO 2001, 441)
the contribution provided by an invention had to be
technical, but no technical effect could be seen to be
brought about by the gane machine as defined in

claiml1.

Reasons for the Decision

1. The appeal conplies with the requirenents of Articles
106 to 108 and Rule 64 EPC and is therefore adm ssibl e.
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Amendnents (Article 123(2), (3) EPC

The application as originally filed discloses a gane
machi ne di spl ayi ng a conbi nati on of characters stopped
along a winning line. The exanpl es given of the gane
machi ne are a three-reel slot machine, the
correspondi ng vi deo-type version and a poker nachi ne.
In addition to the normal characters pertaining to the
specific type of gane, special wild characters are
provi ded.

Typically, ordinary wild characters, such as eg a

j oker, make the wi nning of a conbination of characters
including wild characters stopped al ong the w nning
line the sanme as that of the equival ent w nning
conbination with the wild characters substituted by

nor mal char act ers.

The special wild characters of the patent in suit,

call ed "substitutable characters”, however can nake a
conbi nati on of characters stopped al ong the w nni ng
line a winning conbi nation having a win val ue different
to the win value of the equival ent w nning conbination
not containing the substitutable characters. In
particular, a so-called rank-up or rank-down character
is provided, whereby substitution of the rank-up
character to make a conbi nati on of characters a w nning
conmbi nation ranks the conbi nation hi gher than the

equi val ent wi nni ng conbi nati on not containing the
rank-up character thereby increasing the value of the
win to that of a higher ranked wi nning conbinati on.
Substitution of the rank-down character to nake a

conmbi nation of characters a w nning conbi nati on ranks

t he conbination | ower than the equival ent conbination
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not containing the rank-down character thereby
decreasing the value of the win to that of a | ower

ranked wi nni ng conbi nati on.

According to the application as originally filed (see
in particular clains 1 to 3 as well as the summary of
the invention (cf application as published, colum 2,
lines 11 to 21)), the value of the winning of a

conbi nati on of characters stopped al ong the w nni ng
line is determ ned based on a wi nning table show ng
ranked wi nni ng conbi nati ons of characters. Wen the
conbi nation includes a rank-up or rank-down
substitutabl e character, substitution ranks the

conmbi nation higher or lower within the winning table
and increases or decreases the value of the w nning,
respectively, with respect to the equival ent w nning
conbi nati on not containing the substitutable character.

It follows fromthe above that the wi nning table should
only contain the equival ent wi nning conbi nati ons not
contai ning the substitutable character, ranked by

Wi nni ng. For a given conbination of characters

i ncludi ng rank-up or rank-down substitutable characters
stopped along the winning line, after determ nation of
t he equi val ent wi nni ng conbi nati on not contai ning any
substitutabl e characters fromthe winning table, the
actual winning is determ ned by increasing or
decreasing the winning to that of a higher or |ower
ranked character conbination in the table.

Specific exanples of such wi nning tables are depicted
in figures 5 and 13 for a slot nachine gane and a poker
ganme, respectively. However, contrary to what was
argued by the opposition division and opponent 1, the
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definition of the winning table in claim1l as anended
follows fromthe originally filed clains and
description as discussed above, rather than having to
be extracted fromthe tables of figures 5 and 13.

The specific circuit of the game machine in the

enbodi nents di sclosed in the description involves the
conpari son of the address data of the characters
stopped along the winning line and the address data
stored in the winning table nmenory in order to
determ ne the winning (cf application as published,
colum 8, line 41 to colum 9, line 22). The opponent 2
argued that this inplied a direct conparison with a
fully worked-out table, listing all w nning

conbi nati ons of characters including the rank-up and
rank-down substitutable characters, of the form
depicted in figures 9A and 9B. He noted furthernore
that there was no disclosure of any neans for

determ ning, for a conbination including substitutable
characters, the equivalent wi nning conbination with the
substitutabl e characters replaced by normal characters.

However, it is noted that such a fully worked-out table
is only provided for the slot nmachine game and not for
the other enbodinment relating to a poker gane.
Furthernore, the determ nation, for a conbination

i ncludi ng substitutable characters, of the equival ent

Wi nni ng conbination with the substitutable characters
repl aced by normal characters is so common in the game
machi nes at issue that not all details need to be
speci fi ed.

Accordingly, fromthe above it cannot be concl uded that
only the use of a fully worked-out table was envi saged
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in the application. Rather, the direct conparison with
a fully worked-out table possibly constitutes an
alternative to the use of a table not containing
substitutabl e characters as di scussed above, but does
not alter the fact that the latter has been originally
di scl osed.

Finally, it is noted that there is no support for the
contention that the original disclosure required both
tables of figures 5 and 9A, 9B to be stored in the
machi ne. The correspondi ng argunent that there was no
basis for separating these tables fromeach other is
t her ef ore unf ounded.

Accordingly, the board comes to the concl usion that
claim1l as anended does not contain subject-matter

whi ch ext ends beyond the content of the application as
originally filed, in accordance with the requirenents
of Article 123(2) EPC

The above-nmentioned limtation in anended claim1 does
not give rise to any objection under Article 123(3) EPC
ei t her.

Novel ty, inventive step (Articles 52(1), 54(1),(2) and
56 EPC)

From docunent D5, which is considered to provide the
cl osest prior art, a gane machine according to the
preanble of claiml is known. The conbi nati on of
characters stopped along the winning line is conpared
with a set of predeterm ned w nning character
conmbinations in order to determ ne the presence of a
win (cf abstract, claim1l). Special characters are
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provi ded such as "Double", "Triple", "+10" and "+20",
in addition to the normal characters such "7", "BAR'
orange, plum cherry etc. typical of the slot machines
at issue. These special characters both act like wld
characters and increase the winning of a conbination of
characters stopped along the winning |line of the gane
machine with respect to the equival ent w nning
conbination with the wild characters substituted by
normal characters. The increase consists, depending on
t he special character, in a doubling or tripling of the
wi nni ng of the equival ent character conbination or in
the addition of an extra dividend thereto. Thus, in
accordance with the term nology of claim1l of the
patent in suit, the game nmachine of D5 has a set or
"tabl e" of w nning conbinations, "which conbinations do
not include a substitutable character when used as a
different character to nmake a w nning conbi nati on"

The subject-matter of claiml differs fromthe known
machine of D5 in that the w nning conbi nations of
characters are ranked in the table by winning, and in
that the winning for a conmbination of characters

i ncludi ng special characters is increased or decreased
with respect to the winning of the equival ent w nning
conbination to that of a higher or | ower ranked w nning
conbi nati on, depending on the special character.

Accordingly, the subject-matter of claim1l is novel.

For determ ning the wi nning of a conbination stopped
along the winning line including special characters,

t he known machine only relies on the winning table for
determ ning the wi nning of the equival ent w nning

conbi nation of characters and then uses an arithnmetic
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operation such as a nmultiplication or addition to
determ ne the actual w nning. The gane machi ne of
claim1l on the other hand does not rely on any
arithmetic operation, but derives the actual w nning
froma ranked w nning table by taking the w nning from

a higher or |ower rank.

Starting fromthe teaching of D5, the objective problem
to be solved may be seen as providing alternative
technical neans for determ ning the actual winning in
case of occurrence of special characters in the

conbi nati on of characters stopped al ong the w nni ng

line.

The patentee argued that the above difference al so
caused the gane to be nore sophisticated and
interesting with respect to D5. However, as in
substance argued by opponent 2, inprovenents which lie
in the rules of the game cannot contribute to inventive
step (see T 931/95, Reasons 8). The assessnent of
inventive step has to be carried out fromthe
perspective of the technical expert entrusted with the
devel opnent of the gane machi ne based on a non-
techni cal concept handed over to himfromthe non-
techni cal gane devel oper (see also T 641/00 to be
publ i shed).

However, the clainmed solution sinplifies the gane
machine to the extent that the arithnmetic operation can
be di spensed with and as such provides a techni cal

i nprovenent over the teaching of docunment D5. There is
no suggestion in the cited prior art to make use of the
ranking of the winnings in a winning table for defining

t he wi nning of conbinations of characters containing
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speci al substitutable characters. G ted docunent D7 (cf
figure 15 and correspondi ng description) discloses a
ganme machine including a wwnning table with w nni ng
character conbi nations used for determ ning the

Wi nni ng. However, the conbinations of characters are
not ranked by wi nning. Furthernore, the gane nmachi ne
does not have any substitutable characters so that the
docunent is of no particular relevance to the clai ned

sol uti on.

Accordingly, the subject-matter of claiml is

considered to involve an inventive step.
3.3 The remaining clains 2 to 9 are dependent on claim1l
and provide further devel opnents of the subject-matter

of claim1l. Therefore, the subject-matter of these

clainms al so involves an inventive step.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent as anended in the

foll owi ng version

C ai ns: Clains 1 to 9 as filed during the oral
proceedi ngs on 25 April 2003;
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Descri ption: Pages 2 to 6 and insert pages 2, 3 and
3a as filed during the oral proceedings
on 25 April 2003;

Dr awi ngs: Sheets 11 to 33 of the patent
speci fication.

The Regi strar: The Chai r man:

R Schumacher M Rognon
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