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Summary of Facts and Subm ssi ons

2108.D

The appel | ant (opponent) filed on 13 January 1998 an
appeal against the decision of the opposition division
of 14 Novenber 1997 to reject the opposition. On the
sane day he filed the statenent of grounds and paid the
appeal fee.

The opposition division held that the grounds based on
Article 100(a) EPC, nanely | ack of novelty having
regard to the docunents:

D1: DE-C-806 883

D2: GB-A-972 237

D4: EP-A-0 317 551 (internediate docunent),

and |l ack of inventive step having regard to the
conbi nati on of the docunents D1 and D2,

and on Article 100(c) EPC (added subject-matter) did
not prejudice the maintenance of the patent as granted.

The appellant did not directly challenge - either in
the statenent of grounds nor later - the reasoning set
out in the decision under appeal. Rather, in support of
hi s argunents concerning | ack of novelty and inventive
step and added subject-matter, he relied exclusively
upon new docunents submtted for the first tine
together with the statenment of grounds, nanely

D6: Cassel's dictionary, 1978, pages 1270, 1401,

D7: The American College Dictionary, 1948, pages 910,
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1116,

D8: Teisen, "Day tanks for the hand-nmade gl ass
i ndustry", d ass Technol ogy, Vol. 20, No. 5,
Cct ober 1979, pages 162, 163,

D9: Hamlton, "Wirking end design”, dass Technol ogy,
vol . 23, No. 4, August 1982, pages 167 to 171

D10: Trier, "d assschnel zof en- Konstrukti on und
Betri ebsverhal ten", Springer Verlag, 1984,
pages 240 to 243,

D11: Warren, Stasiak, Davis, "First canpaign of a | ead
crystal electric furnace in Poland", pages 1 to
12, COctober 29, 1987,

D12: Warren, Stasiak, Davis, "First canpaign of a | ead
crystal electric furnace in Poland", d ass, My
1998, pages 175 to 178 ((=D11).

On 21 May 1998 the respondent (patent proprietor)filed
t he docunent:

El: an excerpt fromthe Oxford English Dictionary
relating to the definition of the term™"shift".

Upon request by the appellant oral proceedi ngs were
held on 6 June 2000. At the end of the oral

proceedi ngs, in which both parties agreed to a fi nal
deci sion being taken by the Board without remttal to
the first instance, the requests of the parties were as
fol | ows:

The appel | ant (opponent) requested that the decision
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under appeal be set aside and the patent be revoked.

The respondent (patentee) requested that the appeal be
di sm ssed and the patent be mmintained as granted or be
mai ntai ned i n anmended form according to one of the
three alternative requests submtted with letter of

21 May 1988. He further requested that the costs in the
appeal procedure be apportioned so that the appell ant
pay to the respondent 40 to 45% of the costs which were
incurred by the respondent’'s representative and charged
to the respondent in connection with the present appeal
pr oceedi ngs.

Claim1l as granted (nmain request) reads as foll ows:

"1. A nmethod for nelting glass in a furnace having a
nmel ti ng chanber (8), an internedi ate chanber (10) and a
wor ki ng chanber (12) in which said solid material is
fed into said nmelting chanber (8), to be continuously
nelted therein, and via said internedi ate chamnber
continuously flowed into said working chanber (12), and
nmelted material being wthdrawn from said working
chanmber (12) during working periods at a rate greater
that the rate at which fresh nolten glass is produced,
characterized in that nolten material produced in the
mel ti ng chanber is flowed over a weir (30) located in
said internedi ate chanber (10) between the nelting
chanmber (8) and the working chanber (12) whereby the

| evel of nolten glass in the nelting chanber is

mai ntained at a constant |evel, whilst the |evel of
glass in the working chanber falls during a working
period and rises during a non-working period."

The first auxiliary request submtted on 21 May 1998
consi sts of substituting the word "period" with the
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word "shift" in the clains.

The second auxiliary request submtted on 21 May 1998
di stinguishes fromthe main request essentially in that
at the end of claim1l followi ng feature i s added:

"nmol ten gl ass being overflowed from said working
chanber through an outlet nmeans bel ow the | evel of the
wor ki ng outlet to prevent nolten glass fromrising in
sai d wor ki ng chanber above a predeterm ned | evel as the
| evel of glass in the working chanber rises during said
non- wor ki ng period".

Claim1 of the third auxiliary request submtted on
21 May 1998 di stinguishes fromthe second one by the
additional feature:

"nolten glass flowing fromthe internedi ate chanber
into the working chanber at the | ower portion thereof”.

The appel | ant argued essentially as foll ows:

Claim1l of the main request does not neet the

requi renents of Article 100(c) EPC. The term "period"
inserted in the main claimis nuch broader that the
term"shift" found in the original disclosure and it
can nean al so an indefinite portion of tinme whereas the
term"shift" has a nuch narrower neaning, being rel ated
to the portion of the day schedul ed as a day's worKk.
The meaning of the word "shift" is further variable
bei ng dependent on the working regul ations of the

di fferent countries.

The subject-matter of claiml is not novel or at |east
does not involve an inventive step having regard to the
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docunent (D11/D12), which discloses a furnace having a
continuous supply of material and a di scontinuous

wi t hdraw. That neans that the |evel of the working
chanmber will inevitably sink every tinme material is

wi t hdr awn.

Al ternatively, document (Dl), together with the
docunent (D10), deprives the subject-matter of claiml
of an inventive step. Docunent (D10) discloses a so
cal | ed "Tageswanne" (day tank) which is characterized
by a nmelting zone separated fromthe working zone by a
weir, and makes it possible to nelt continuously and to
wor k periodically, see paragraph bridging pages 240 and
241. The docunent discloses a day tank which works with
a rhythm of 24 hours, see page 240, right colum, that
is continuously, as further specified in the paragraph
bri dgi ng pages 240 and 241.

The first auxiliary request is subject to the sane
objections as the main request. The second auxiliary
request contains in claiml the additional features of
claim3 of the main request (overflow) which is

di scl osed in docunent (D11), page 5, upper half, and
docunent (D12), page 177, mddle colum, |ast six

par agraphs. The third auxiliary request contains in
claiml the added feature: " nolten glass flow ng from
the internedi ate chanber (19) into the working chanber
(12) at a lower portion thereof". This is interpreted
as neaning the outlet (32) in Figure 1, see colum 4,
lines 26 to 28 (throat). This is disclosed on page 4 of
docunent (D1l1) and page 177 of docunment (D12).

Regarding the late filed docunents, the filing of new
docunents had becone necessary because the opposition
di vision surprisingly refused to accept the argunents
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regarding the words shift/period and the fluctuation of
the glass level in the working chanber. In any case the
pat ent ee shoul d have known docunents (D11) and (D12)
because they originated, in part, from him

The respondent argued essentially as foll ows:

The term "period" conplies with the requirenents of
Article 100(c) EPC. The neaning of the term"period" is
clearly derivable fromthe original disclosure and it
enconpasses any duration of working tinme between two
interruptions. Al so working periods of few mnutes are
within the scope of the clains and have been originally
di scl osed because it is clear that when glass is

wi t hdrawn (working period) the level in the working
chanber sinks whereas when glass is not wthdrawn (at
lunch, for rest, to go to the toilet or for whatever
reason) the |l evel of the working chanber rises.

Al'l the docunents of the cited prior art, including the
docunent (D11/D12) disclose furnaces where the | evel of
melt glass in the working chanber is the sane as the
respective level in the nmelting chanber. A w thdrawal

of nmelt glass results in an identical and simnultaneous
| evel reduction in both chanbers. The weir of docunent
(D11/D12) is designed to avoid return flow, see page
177 of docunent (D12). In contrast thereto, the weir of
the invention is designed to maintain a constant |evel
of glass in the nelting chanber

Docunent (Dl) relates to a continuous production.
Docunent (D10) discloses a day tank in which the
material is typically nelted for 16 hours to provide a
supply of material for eight hours work, and,
therefore, has nothing to do with the invention. The
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pur pose of the invention is not only to reduce the
waste of material but also to reduce the dinmensions of
the nelting chanber

The requested apportionnent of costs according to
Article 104(1) and Rule 63 EPCis justified because the
subm ssi on of new docunents at such | ate stage caused
addi ti onal unnecessary expenses (see deci sion

T 323/89). Decisions T 117/86 and T 83/93 ordered in
simlar circunstances 50% of the additional costs to be
apportioned. In this case, considering that the
argunent: "added subject-matter” was properly raised
and that dealing with it required about 10-20% of the
time spent for dealing with the case, an apportionnent
of 40 to 45% of the patent attorney's costs was
adequate; see also decisions T 416/87 and T 847/ 93.

Reasons for the Decision

1

2.2

2108.D

The appeal is adm ssible

Article 100(c) EPC

The wording: "nelted material being withdrawn from said
wor ki ng chanber during working periods at a rate
greater that the rate at which fresh nolten glass is
produced” and: "the level of glass in the working
chanmber falls during a working period and rises during
a non-working period" are allowable as far that the use
of the term "period" instead of: "shift" is concerned.

This finding is supported in the patent application as
publ i shed under EP-A-360 535, colum 1, line 1, to
colum 2, line 17, where it is nmentioned that the
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invention is particularly concerned with the nelting of
glass for use in the production of hand nade articles,
nol ten gl ass being withdrawn fromthe working chanber
fromtinme to tine as it is required for use by one
artisan for production of an article (colum 1, lines 5
to 11). That neans that the withdrawal of material is
di sconti nuous: The worker will each tinme w thdraw from
t he worki ng chanber only the quantity of nelt gl ass

whi ch he needs to produce an article.

Consequently, when with "working period" is intended
the tinme period taken to withdraw a single batch of
nolten material, during such period the |evel of the
wor ki ng chanmber will necessarily sink, otherw se there
woul d be a continuous waste of overflown nelted
material. Wien, on the other hand, with "working
period” is intended a single shift of eight hours, then
the application states that the average withdrawal rate
during the shift is higher than the nelting rate
(colum 2, lines 1 to 11) which also inplies that the

| evel of the nelted material in the working chanber

will sink. Fromthe above it also follows that the

| evel in the working chanmber will sink for every

i nternedi ate periods of time, such as those delimted
by a coffee break, lunch or simlar. In conclusion the
original disclosure contains sufficient information to
cover the use in the clains of the word "period" of
time in the broader neaning as stated above.

Therefore, claiml of the main request does not extend
beyond the original disclosure and conplies with the

requirenents of Article 100(c) EPC.

Novel ty and inventive step
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Docunent (Dl) represents the nearest state of the art
and di scloses a nethod for nelting glass in a furnace
having a nelting chanber (12), an internedi ate chanber
(1) and a working chanber (4) in which said solid
material is fed into said nelting chanber to be
continuously nelted therein, and via said internedi ate
chanber, continuously flowed into said working chanmber
whereby nelted material produced in the nelting chanber
is flowed over a weir (6) located in said internediate
chanber between the nelting chanber and the working
chanmber and whereby the level of nelted glass in the
nmel ting chanber is maintained at a constant |evel.

The subject-matter of claiml differs fromthe nethod
of docunment (Dl1l) in that nelted material is w thdrawn
from sai d working chanber during working periods at a
rate greater than the rate at which fresh nolten gl ass
is produced, and in that the level of glass in the
wor ki ng chanber falls during a working period and rises
during a non-working peri od.

Docunent (Dl) describes a furnace designed for

conti nuous operations, where the nolten glass is
continuously wi thdrawn fromthe opening (11) in the
wor ki ng chanber, see page 1, first two lines. The
invention on the other hand addresses in particular the
operations in relatively small furnaces designed to
work intermttently.

The problemof the invention is therefore to reduce the
waste of material in furnaces designed to work
intermttently but still to enable the glass to be
nelted in the nelting chanber at optiml unchangi ng
conditions, simlar to those obtainable in furnaces

whi ch are designed for continuous operation, see also
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colum 2, lines 12 to 16 of the description of the
pat ent specification.

The skilled person in the art |ooking around for a
solution to such problemw || cone across to docunent
(D10) which relates to day tanks. Docunent (D10) states
t hat such day tanks have been devel oped in order to
produce small quantities of glass possibly wthout

i ntroduction of working shifts (page 240, |eft col um,
first paragraph) and that recently day tanks have been
i ntroduced whi ch have a worki ng chanber separate from
the melting and cl eaning chanber by a weir. In this way
it is possible to nelt continuously and to work
periodically (page 240, right colum).

The wor ki ng conditions described by docunent (D10)
necessarily inply that nelted material be w t hdrawn
fromthe working chanber during working periods at a
rate greater than the rate at which fresh nolten gl ass
is produced, and in that the level of glass in the
wor ki ng chanber falls during a working period and rises
during a non-working period, Iike the distinguishing
features of the clainmed invention.

It was therefore obvious to use the teaching of
docunent D10 in order to nodify the construction of
furnaces working continuously as disclosed in
docunent D1 by the addition of a weir and therefore
allowintermttent withdrawal w thout |osing the
advant ages of continuous operation on the nelting
chanber .

Therefore, the subject-matter of claim1l of the main
request does not involve an inventive step.



3.6

3.7

3.8

4.2

2108.D

- 11 - T 0045/ 98

No ot her conclusion can be drawn in respect of the
first auxiliary request which has the sanme wordi ng of
the main request except the word "period" being

repl aced by "shift".

The feature which distinguishes claim1 of the second
auxiliary request fromthe first one is comon in the
field, see for exanple docunent (Dl1), page 5 and
figure. The outl et neans (overflow mnust necessarily be
bel ow the |l evel of the working outlets. Consequently,
the conclusions in respect of the second auxiliary
request are the sane as above.

The third auxiliary request distinguishes fromthe
second one by the added phrase:

"nmolten glass flowing fromthe internedi ate chanber
into the working chanber at the | ower portion thereof".

This feature is known from docunent (Dl), see reference
nunber 5 in the figures. Thus the sane considerations
as above apply.

Apportionnent of costs

The Board is enpowered by Article 104(1) EPC to order
an apportionnment of costs incurred during taking of
evi dence, including costs caused by the production of
new docunents (decisions T 117/86, QJ 1989, 401;

T 83/93, unpublished).

As a general rule an opponent's case should be set out
fully and conpletely in the notice of opposition.

I rrespective of whether or not facts or evidence
presented after expiry of the nine-nonth period are
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admtted into the proceedi ngs, such |ate-filed facts
and evidence may justify an order for apportionnent of
costs (see decisions cited above and Case Law of the
Boards of Appeal, third edition 1998, pages 450 ff.).

In the present case the docunents D8 to D12 filed
together with the appeal show new facts, i.e.

addi tional and specific state of the art which has not
been brought forward before by the appellant and which
forms a new line of attack as regards novelty and

i nventive step. The appellant has not mmintained that
he was prevented fromsubm tting these docunents at an
early stage of the opposition proceedings. The Board is
not aware of inpedi ments whatsoever to the early filing
either. On the other hand the respondent could not have
been expected to introduce in the proceedi ng such
docunents - in particular either the docunents (11) and
(12). Even if one assuned that he was aware of them
because one of the co-authors of docunents D11 and D12,
M. R E. Davis, was enployed by the respondent, he was
not obliged to introduce themin the procedure because
they were not relevant in his eyes (see declaration of
G A Warren - another co-author - which was filed by

t he respondent in response to the introduction of these
docunents in the appeal proceedings).

It is clear that the late filing of these docunents has
caused additional costs to the respondent.

In the Board's view the above circunstances justify an
apportionnment of costs in the respondent’'s favour. The
costs to be apportioned will include the remuneration
of the representative of the respondent (see Rule 63(1)
EPC). Considering that - as the respondent acknow edges
- the appeal was properly raised in relation to the
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obj ection of "added subject matter” (Article 123(2)

EPC) and that therefore there are no reasons for the
appellant to pay a portion of the patentee's costs on

t hat issue, the Board, having carefully considered al
the rel evant circunstances of the case and in
particular the fact that an earlier presentation of the
docunents in question would in any case have caused
sonme costs to the respondent, cones to the concl usion
that an apportionnent of costs of 45%as set out in the
order below, is in this case equitable.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside;
2. The patent is revoked;
3. The costs in the present appeal proceedings shall be

apportioned so that the appellant shall pay to the
respondent 45% of the costs which were incurred by the
respondent’'s representative and charged to the
respondent in connection with the present appeal

pr oceedi ngs.

The Regi strar: The Chai r man

V. Conmmar e W D. Wi ld
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