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Summary of Facts and Submn ssions

VI .

VI,
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The appel |l ant (patent proprietor) |odged an appea

agai nst the decision of the opposition division,

di spatched on 28 Cctober 1997, revoking European patent
No. 0 453 258. The notice of appeal was received on

24 Decenber 1997. The appeal fee was paid on

29 Decenber 1997. On 25 June 1998 a statenent of
grounds of appeal was filed. A previous |letter of

12 February 1998 encl osing the statenent of grounds of
appeal had not reached the file.

In an interlocutory decision of 7 May 1999, the Board
granted re-establishnment of rights in relation to the
filing of the witten statenment of grounds of appeal.
Consequently, the appeal was deened admi ssi bl e.

Pursuant to Article 100(a) EPC, the opposition was
based on the grounds of |ack of novelty and inventive
step (Articles 52(1), 54 and 56 EPC).

Oral proceedings were held on 29 January 2002.

The appel |l ant requested that the contested decision be
set aside and the European patent nmintained on the
basis of clains 1 to 3 filed on 25 June 1998 (main
request) or clains 1 and 2 as requested in the grounds
of appeal dated 12 February 1998 and filed on 25 June
1998 (auxiliary request).

The respondent (opponent) requested that the appeal be
di sm ssed.

In the opposition and appeal proceedi ngs reference was
made inter alia to a prior use, in support of which the
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foll owi ng docunents were presented:

El: Drawing G 51.1810-1E;

E2: Drawi ng G 19. 0581-1,;

E3: SEL" Spezifikation Minzprifer und Minzsortierer",;

E4: Report No. 32/85;

E5: Letter dated 24 January 1989 sent by SEL to
Nati onal Rejectors, Inc.;

E6: Notes relating to tel ephone conversations between
M Hermann (National Rejectors, Inc.) and

M Poschko (SEL); and

E7: Test evaluation "Test Nr. 1357 b" of 9 August

1988.
VI1l. Independent claiml of the main request reads as
fol | ows:

"1l. A controller for an automati c vendi ng machi ne
conprising :

a country setting swwtch (13) for setting the
operation of the machine on the basis of a
specification for each of a plurality of countries;

means (14) for storing paraneters corresponding to
the specification for each country; and

control nmeans (12) for reading fromthe storing
nmeans (14) a paraneter value corresponding to the
specification selected by the country setting switch
(13) in correspondence to the sel ective operation of
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the country selecting swtch and controlling the
appropriate el enments of the machine in accordance with
t he paraneter,
characterized in that

the storing neans (14) stores as a paraneter val ue
a distributing manner to distribute an inserted coin
for each of the countries; and

the control nmeans (12) reads fromthe storing
nmeans (14) the distributing manner in correspondence to
t he specification selected by the country setting
switch (13) and controls the distribution of the coin
i n accordance with the distributing manner."

A controller according to i ndependent claim1l of the
auxiliary request is further characterized in that

"the storing nmeans (14) stores a threshold |evel
for an inserted coin used in each of the countries as a
par anet er val ue; and

the control neans (12) reads fromthe storing
means (14) a threshold |l evel corresponding to the
specification selected by the country selecting swtch
and judges the inserted coin in accordance with the
read threshold level."

The appel l ant essentially relied on the foll ow ng
submi ssi ons:

On the basis of the evidence provided by the opponent,
it remai ned questionable that the public could indeed
have gai ned know edge about the technical features of a
controller in the formof coin acceptor for a public

t el ephone according to the alleged prior use. Docunents
El to E4, which had been cited as evidence for

technical features of the controller, constituted in-
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house docunentati on of the opponent. There was no
unanbi guous evi dence, how, when and where a controller
referred to in docunents E1 to E4 was in public use.
The further docunments E5 to E7 did not prove beyond any
doubt that a controller had in fact been avail able on
the market and freely sold w thout an obligation of
confidentiality. But even supposing that such a device
had been incorporated in a public tel ephone, no nenber
of the public would have had access to technica

i nformati on concerning the internal structure and
operation of the controller, since it would normally
have been sealed so as not to be nanipul ated even by
enpl oyees of the tel ephone conpany, as was apparent
from docunent E4. Moreover, even if a controller having
the circuitry shown by docunent E1 had been dismantl ed
it would not have been possible to determ ne the
contents of its nmenories.

As far as the technical features of the controller
according to the alleged prior use were concerned, no
evi dence had been provided that the controller
possessed a country-setting swtch. Docunent E2, relied
on by the opponent in this respect, concerned a testing
devi ce which did not formpart of the controller nor of
a public phone within which the controller was to be
used. Thus, in view of the fact that the testing device
according to E2 served only for in-house testing by the
opponent, no technical information relating to its
structure or function was publicly avail abl e. Mreover,
in the light of one of the notes of tel ephone
conversations included in docunent E6, according to

whi ch controllers of the type G18 had to be sent back
to the opponent in order to be adjusted to another
currency, it appeared that the country selection could
not be made by sinply changing the position of a switch
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but was a hard-wired feature which could only be
changed in the factory.

Furthernore, it was doubtful whether a coin acceptor of
a public tel ephone could be considered at all as a
controller for a vending nmachine. Finally, as far as
the novelty of claiml of the auxiliary request was
concerned, the docunments presented by the opponent did
not provide any evidence that different thresholds were
used for different country settings.

The respondent's subm ssions nmay be sunmari zed as
fol | ows:

The patentee had contested the fact of a public prior
use of a controller of the type GL8 in a public

t el ephone of the type Fw23 for the first tinme in the
debate during the oral proceedings before the Board of
Appeal . It should not be allowed to go back on the
posi tion defended in the statenent of the grounds of
appeal .

I n any case, docunents E5 to E7 showed that public

t el ephones of the type Fw23 including a controller of
the type Gl8 had been sold to the Gernan Bundespost
before the priority date of the opposed patent. These
sal es constituted a public prior use, since the
customer had experts who were capabl e of recognizing
the technical features of the sold device. As was
apparent from docunents E1 to E4, the sold tel ephones
showed all the features defined in claim1l of the main
request. Although docunent E2 admittedly did not relate
to the controller and tel ephone as such, its purpose
was to sinulate the tel ephone unit in its cooperation
with the controller GL8. Thus E2 provi ded unanbi guous
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evi dence that the controller and tel ephone included a
country-setting switch. It followed that the subject-
matter of claim1 of the main request |acked novelty.

Al t hough docunments E1 to E7 did not explicitly nention
the additional features of claiml1l of the auxiliary
request, the skilled person would have i medi ately
understood that the operation of the coin acceptor
required in order to distinguish acceptable coins from
counterfeit coins a conparison of neasured coin
paraneters with reference or threshold val ues. Thus,
the subject-matter of claiml of the auxiliary request,
even if it were considered novel, in any case | acked

I nventive step

Reasons for the Deci sion

0412.D

Anmendnent s

Caiml of the main request is a conbination of
clains 1 and 4 of the patent as granted, its content
corresponding to that of originally-filed claim4.

Caiml of the auxiliary request adds the features
specified in claim3 of the patent as granted and
di sclosed inter aliain originally-filed claim 3.

Therefore, the Board is satisfied that the anended
clainms of both requests conply with the requirenents of
Articles 123(2) and (3) EPC

Ci rcunstances of the use of a Gl8-type coin acceptor in
a Fw23 public tel ephone.
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Docunent E5 concerns a letter dated 24 January 1989
fromthe conpany SEL to the opponent acconpanying the
return of nine coin acceptors of the type G18. 0613 and
requesting repair and nodifications. Annexed to E5 are
two sheets which constitute notes concerning defects in
FwW23 tel ephones of SEL and originate fromthe

"Fer nnel dezeugant Mal sch”. The defects indicated
concern a faulty acceptance of certain coins and a
defect in the sorting unit for the coins.

Docunent E6 is a collection of notes of M Hernmann, an
enpl oyee of the opponent, concerning tel ephone
conversations with M Poschko, an enployee of SEL, in
July of 1988. In a note dated 20 July 1988, reference
is made to eight coin acceptors of the type G18. 0613
whi ch had been delivered on 6 June 1988 to SEL
following repair and to the fact that SEL should be
contacted by the responsi ble sales representative of
the opponent. In a further note dated 12 July 1988,
reference is made to the fact that SEL had received
seven coin acceptors of the type G18.0613 fromthe
German Bundespost for reprogramm ng to German/ Austri an
currenci es.

Docunent E7 concerns a test report dated 9 August 1988
of a coin acceptor of the type G18.0613 which had been
sold to the custoner SEL. Results are given for various
coins of three currencies.

In the Board's opinion, the evidence provided by
docunents E5 to E7 shows that coin acceptors of a type
programmed so as to be capabl e of accepting different
currenci es had been sold by the opponent before the
priority date (18 April 1990) of the present patent.
One custoner had been the conpany SEL, which had built
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the coin acceptors into public tel ephones of the type
Fw23, which in turn had been sold to the custoner
Deut sche Bundespost al so before the clained priority
dat e.

As regards the doubts raised by the appellant with
respect to the act of sale, in particular the all eged
confidentiality concerning the coin acceptors GL8 and
their incorporation in tel ephones of the type Fw23,
there is no indication, in the present case, that any
secrecy agreenent was nade.

This is supported by the fact that the features of the
claimed controller do not concern technical aspects of
its internal construction or circuit |layout, i.e.

i nformati on which a manufacturer m ght indeed wish to
keep secret, but only general functions which the
controller is capable of performng, i.e. functions
which are normal ly sought after by a custoner and a
manuf acturer normally presents to the public of
interested custoners in the relevant technical field.
As a matter of fact, the clains 1 of the appellant's
requests sinply define three basic features, i.e. a
control nmeans, a storing neans and a country-setting
switch, all of which are exclusively defined by their
functions. In the case of the used coin acceptor Gl8,
it is the final custoner, i.e. the tel ephone conpany,
whi ch specifies, via the manufacturer of the public

t el ephone, the required functions of the coin acceptor,
such as for instance the capability of an automated
operation with different currencies. Therefore, such
functi ons cannot be the subject of a manufacturing
secret of the supplier of the controller.

For the above reasons, the Board has cone to the
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concl usi on that the respondent has convincingly
denonstrated the prior public use of a coin acceptor of
the type G18 in a public tel ephone of the type Fw23
before the priority date of the present patent.

Even from a procedural point of view, the appellant's
l'ine of argunent is not convincing. The Board notes
that, during the opposition proceedings, the appell ant
did not dispute the availability to the public with
regard to the alleged prior use objection. Nor did the
appel lant, during the witten appeal procedure, contest
the decision of the first instance in this respect. On
the contrary, with the statenent setting out the
grounds of appeal, narrower clains according to the
mai n and auxiliary requests were filed, which fact can
be interpreted as inplying that the appellant accepted
t he concl usion drawn by the opposition division on the
guestion of public availability.

Novel ty

Mai n request

Docunment E1 constitutes a circuit diagramwhich is

| abel l ed "Gl8 2x6 Kanal - EMP SEL" and is dated

"Frei gabe 23.11.87". The circuit conprises a

m croprocessor as indicated by "CPU I C1" which is
connected via data busses to nenories (EPROVS "I C8" and
"1 C9"). The diagram further shows signal lines M5l to
M54, MP1 and R exiting fromthe m croprocessor and
bei ng characterized as "1. MUNZE' to "6. MINZE",
respectively. Mreover, data |ines "GATE 0" and

"GATE 1" are shown to extend fromthe m croprocessor to
el ectromagnetic actuators. Finally, data |lines "SPBD
and "SPBA" are shown as inputs to the circuit.
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Docunment E2 is another circuit diagram | abelled
"Prufgerat G18 f. SEL (Fw23)" and dated "Frei gabe
17.12.87". The circuit has parallel inputs for signals
M51 to M54, MP1 and R as well as SPBD and SPBA. The

| atter signal inputs are connected to "Sperren BD' and
"Sperren BA", respectively, forned by swtches S7 and
S8.

Docunment E3, dated 3 Decenber 1985, is a specification
fromthe conpany SEL for a coin acceptor for use in a

t el ephone of the type Fw23. It sunmari ses the various
techni cal functions to be perfornmed and specifications
to be net by the coin acceptor. Coins have to be tested
and, when accepted, to be distributed according to
their value to different storing places (cf. point 2. 2:
"Q@Qut geprufte Minzen missen nach Minzsorten getrennt
ausgegeben werden. Es muld} sichergestellt sein, dal die
Minzen der verschi edenen Sorten, in den dem Minzwert
zugeor dnet en Spei cher gel angen."). For use of the

t el ephone in border regions, the coin acceptor has to
be capabl e of accepting different currencies (cf. in
particular point 2.1.7: "Fir den Einsatz von
Minzf er nsprechern i m grenznahen Gebi et nul3 der
Minzpr Gf er auch neben den deut schen Minzen bedarfswei se
ausl andi sche Minzsorten akzeptieren und sortieren.").
The data concerning the various currencies have to be
programmabl e (point 2.1.7: "Nachstehende Minzsorten
nissen bedarfswei se progranmm erbar sein".). In a table
included in point 2.1.7 an overview is given of the
coins of specific values froma variety of foreign
currenci es which could be accepted instead of a
correspondi ng German coin. Point 10.1, referring to the
electric interface between the coin acceptor and the
tel ephone unit, lists in subpoint 10.1.1 signals SPBD
and SPBA havi ng a bl ocking function for coins of Gernman
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and foreign currency ("Bl ocksperrung deutsche Minzen",
"Bl ocksperrung ausl &nd. Minzen"), respectively, and
shows in the table "Codi erung” included in subpoint

10. 1.2 an exanple for the specific distribution of
respective sets of foreign and German coins to a conmmon
set of electrical channels ("Kanal" 1-6) and coin paths
("Minzaustritte" 1-5).

Docunent E4 is a report about a visit by
representatives fromthe custoner SEL on 14. and
15.11.85 to the conpany of the opponent. The report
sunmari zes techni cal requirenments concerning the

I nterface between the tel ephone Fw23 and a coin
acceptor. In the section "Techni sche Anderungen",
reference is made to a switching neans allow ng the
t el ephone to accept foreign coins as well, a feature
whi ch woul d be of interest in border areas.
Specifically nentioned are i nputs "SPD' and " SPA" for
t he bl ocking of German coins and foreign coins,
respectively.

It is evident fromthe cited docunents, that a coin
acceptor of the type Gl8 was used in a tel ephone of the
type Fw23 and served as a controller to verify the
genui neness of inserted coins, sorting accepted coins
and rejecting counterfeit coins (cf. for instance

point 1.1 in E3: "Qutgepriufte und zugel assene Minzen
sind nach Sorten auszugeben."). Considering that a
public tel ephone provides a service to the public, so
that a tel ephone can be considered to be a vending
machine in the general neaning of the term the used
coin acceptor constitutes a controller for an automatic
vendi ng machine within the terns of claim21 under
consideration. This finding is further supported by the
fact that, according to present claim1l, patent
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protection is sought for any controller which is
suitable for use in a vendi ng machi ne, a requirenent
whi ch has to be considered to be net by the used coin
acceptor which could in principle operate w thout
fundanental technical nodifications in any kind of
vendi ng nmachi ne.

Mor eover, docunents E1 to E3 provide evidence that the
coin acceptor G18 in the tel ephone FwW23 was capabl e of
accepting different currencies, the selection being
made by means of signals applied via |lines SPBD or
SPBA. In this context, the appellant's subm ssion that
docunment E2 referred to a device which did not form
part of the controller and the public tel ephone and was
not publicly avail able, although being correct in
itself, disregards the fact that this device was
intended to sinulate the function of the tel ephone
Fw23. Thus, it has to be concluded that E2 is
illustrative of the operation of the coin acceptor G18
within the tel ephone Fw23. For these reasons, the prior
used coin acceptor operating in the public tel ephone is
consi dered as conprising a country-setting switch

wi thin the nmeaning of claim21 under consideration.

Having regard to the fact that the coin acceptor GI8 is
operated in an autonmated nmanner and to the
specifications given in docunment E3 (cf. in particular
the requirenent of programmability indicated in

point 2.1.7), control neans and storing neans within
the nmeaning of claim 1 under consideration are readily
identified in the CPU and EPROM nenories, respectively,
shown in docunent E1. Finally, in the light of the

i nformati on provi ded by docunent E3 concerning the

di stribution of German and foreign coins (cf. in
particular point 10.1.2), it has to be concluded that
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the control nmeans and storing neans of the coin
acceptor Gl8 operate in the sane nmanner as specified in
the characterizing part of claiml1 of the main request.

In consequence, the prior used coin acceptor Gl8 in the
public tel ephone Fw23 shows all the features of the
controller according to claim1l of the main request.

Auxi | i ary request

The specification according to docunent E3 repeatedly
makes reference to the requirenent that the coin
acceptor has to be capable of verifying coins of a
specific selected currency by distinguishing themfrom
t hose of other currencies or counterfeit coins (cf. in
particular point 2.1.2: "Es nuld sichergestellt sein,
dal ... &hnliche Frendninzen abgew esen werden"; and
point 2.1.7: "... neben den deutschen Minzen
bedar f swei se ausl andi sche Minzsorten akzeptieren und
sortieren. ... Diese Minzsorten nissen ei nwandfrei von
deut schen Minzen unt erschei dbar sein"). Furthernore, E3
explicitly points to the requirenent that expected
variations of the set data with respect to the
respective typical value have to be indicated (cf.
point 2.1.5: "Die zu erwartenden Abwei chungen der

Ei nstel | daten bezogen auf den jeweils typischen Wert
sind anzugeben."). In the Board's view, for such an
operation of verification and discrimnation to be
perfornmed by the coin acceptor, it is indispensable
that its control neans be capabl e of an autonated
conpari son between at | east one neasured paraneter

val ue for each coin of a selected currency and a
correspondi ng reference or threshold val ue avail abl e
Wi thin the storing neans.
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It follows that the prior used coin acceptor Gl8 al so
shows all the features included in claim1l of the
auxi |l iary request.

For these reasons, the independent clains of the main
request and the auxiliary request do not conply with

the requirenents of Articles 52(1) and 54(1) and (2)

EPC.

In summary, having regard to the patent docunents
according to the appellant's main and auxiliary
requests, the ground of lack of novelty set out in
Article 100(a) EPC prejudices the maintenance of the
Eur opean patent.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

R. Schunacher G Davi es
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