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Summary of Facts and Subm ssi ons

1240.D

The Appellant filed an opposition agai nst European
patent No. O 398 929 and now contests the interlocutory
deci sion of the opposition division that account being
t aken of the anmendments nmade during the opposition
proceedi ngs, the patent and the invention to which it
related nmet the requirenents of the EPC

The opposed patent has been maintained in anended form
by the opposition division on the basis of claim1l of
the fourth auxiliary request. The patent as anended has
14 clainms. Caiml is wirded as foll ows:

"A unitary, radio frequency suppression systemfor a
fuel punp, said system conpri sing:

a radi o frequency noi se suppression circuit
adapted to be interposed between the fuel punp notor
and the power supply for the notor, said circuit
further adapted to pass direct or |ow frequency current
to the notor while blocking the flow of radio frequency
energy generated by the notor;

a pair of notor brushes (40) in electrical
comuni cation with said noise suppression circuit and
adapted to establish sliding electrical contact with
the armature of the punp notor; and

a housing (10) adapted to support and retain said
circuit and brushes (40) in a predeterm ned spati al
rel ationship and providing (i) a pair of termnals (34)
for interfacing wwth an external power source and
adapted to provide electrical comrunication with the
noi se suppression circuit and (ii) a discharge outl et
(14) for the punp, characterised in that, the
electrical interfaces between said circuit and said
brushes (40) are located within the housing, and said
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housing is adapted to function as a fuel punp end cap
and includes neans (12) for attaching the housing to
t he remai nder of the fuel punp, whereby said system
conbi nes end cap function and noi se suppressi on
function in a single, conpact unit."

Clains 2 to 14 are dependent on claim 1.

The foll ow ng docunents cited in support of the
opposi tion have been taken into consideration in the
appeal procedure:

D4: US-A-4 718 827

D5: DE-A-2 702 404.

Oral proceedings were held on 9 May 2000 in the absence
of the respondent, who had infornmed the Board with the
letter dated 9 March 2000 that he woul d not be
represented at the oral proceedings.

The appel | ant argued essentially as foll ows:

The opposition division had decided that the subject-
matter of claiml as granted was not new in view of D4.
The present claim1l differed therefromby the
additional feature that "the electrical interfaces
between said circuit and said brushes are | ocated

wi thin the housing”. According to the decision under
appeal this added feature was supported by the passage
at colum 7, lines 10 to 15 of the patent

speci fication. However, the description did not clearly
di scl ose the nature of the interfaces or that they were
accommodat ed wi thin the housi ng. Consequently, this new
feature infringed Article 123(2) EPC
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In any case, this feature inplied only a sinple choice
between two possibilities for |locating the interfaces:
wi thin the housing, or outside of it. D4 did not

di scl ose anythi ng about the interfaces between the

noi se suppression circuit 58 and the brushes 50, so the
skilled person had to choose for hinself where to put
the interfaces and would thereby arrive at the clained
RF noi se suppression systemw thout taking an inventive
st ep.

The contested patent did not teach that it was
inmportant to protect the interfaces from corrosion, but
it was obvious to the skilled person to provide such
protection, and he would learn fromD5 that this could
be achi eved by putting the RF noise suppression circuit
in the fuel punp end cap, since it was clear that

el ectrical connection termnals of the notor had to be
provided within the housing 25 attached to the fuel
punp known from D5 (see Figure 3 and page 9 | ast

par agraph). These terminals were interfaces within the
meani ng of claim 1. The brush assenbly supporting plate
11 and the cover 25 in the fuel punp known from D5
exactly fulfilled the same function as that of the
housi ng 10 defined in claim1, nanely to support and
retain the brushes 12a, 12b and the radi o frequency

noi se suppressi on conponents 15, 16 (see D5, page 8,
third paragraph).

Claim1 did not nention that the housing consisted of
only one single part. The supporting plate 11 and the
cover 25 disclosed in D5 together formed a housing

whi ch was a fuel punp end cap simlar to the housing 10
in the contested patent which also consisted of two
parts 30 and 32. It then followed fromD5 that the
radi o frequency noi se suppressi on conponents 15, 16 and
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their connection termnals were |ocated within the
housi ng fornmed by the supporting plate 11 and the cover
25. Al the features of the systemdefined in claim1l
of the contested patent as granted were disclosed in
D5. As far as the subject-matter of the present anended
claiml1l was concerned, the location of the interfaces
within the housing was also inplicitly known from D5,

or at |east did not involve an inventive step having
regard to D5 alone or to an obvi ous conbi nati on of D4
and Db5.

The Respondent's witten argunents can be summari sed as
fol |l ows:

The specification in the opposed patent nmade it clear
that all the conponents of the noise suppression
circuit were disposed within the housing. It was
obvious fromFigure 3 of the patent that the
connections between the noi se suppression circuit and
t he brushes 40 were within the housing.

The noi se suppression circuit disclosed in D4 was
arranged as a separate add on nodul e which coul d not
have fully internal connections. This docunent did not
di scl ose the need for enclosing the electrical
interfaces within a housing and the "sinple choice"
referred to by the appellant (inside or outside the
housi ng) woul d not have occurred to the skilled person.
It was believed that the present anended claim1l was
pat ent abl y di stingui shed from D5. The claimrequired
that the housing was adapted to function as a fuel punp
end cap, which was clearly not the case in D5. The
arrangenent of the noise suppression circuits and the
brushes disclosed in D4 and D5 were so different that

t he conbination of D4 and D5 advanced by the appel | ant
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coul d not be considered obvi ous.
The appel | ant requested that the decision under appeal
be set aside and the European patent No. 0 398 929 be

r evoked.

The respondent requested that the appeal be dism ssed.

Reasons for the Decision

1

1240.D

The appeal is adm ssible.

Adm ssibility of the anmendnents of claim1l

The appel |l ant rai sed the objection that the added
feature that "the electrical interfaces between said
circuit and said brushes are |ocated within the

housi ng" was not apparent from Figure 3 nor explicitly
di scl osed in the description of the patent
specification, in particular not at colum 7, lines 10
to 12. However, the Board notes that the information
given by Figure 3 and the statenment in colum 7,

lines 10 to 12, that "all of the conponents of the
radi o frequency suppressing fuel punp end cap 10 are
configured so as to readily fit within the housing 30,
32..." are to be read in connection with the rest of
the description of the patent specification. It is
clear fromthe figures and fromthe description, both
of the granted patent and the originally filed
application, that the ends 36 of the coils 20, the
connector clips 42, the wres 37 and the upper ends of
the brushes 40 constitute the electrical interfaces
bet ween the RF noi se suppression circuit and the
brushes and that they are all |ocated within the
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housi ng. The other ends 34 of the coils 20 are coined
so as to forma connector term nal adapted to interface
with an external power source. Therefore, the feature
introduced in the present anmended claim 1l is disclosed
in the application for the contested patent as filed
and this amendment conmplies with Article 123(2) EPC.

Novel ty

Docunment D4 discloses a radio frequency (RF) noise
suppression systemfor a fuel punp, conprising:

- an RF noi se suppression nodul e 58 nounted on a
housi ng 30 attached at one end of the fuel punp,

- a pair of notor brushes 50 in electrical
conmuni cation with the RF noi se suppression
circuit 58,

- wherein the housing 30 functions as a fuel punp
end cap provided with a discharge outlet 42 and
supports and retains the noise suppression nodul e
58 and the brushes 50 in a predeterm ned spati al
rel ati onship, providing a pair of termnals 56 for
interfacing wwth an external power source.

D4 di scl oses not hing about the |ocation of the
interfaces between the RF noi se suppression nodul e 58
and the brushes 50. FromFigures 1 and 2 of this
docunent, it is apparent that the RF noise suppression
nodul e 58 has an external end portion projecting in the
open air and is nounted on the outside of housing 30
whi | e brushes 50 are di sposed on the inside of it.
Furthernore, this known RF suppression systemis
nodul ar rather than unitary as required by claim 1.
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Thus the cl ai mred RF noi se suppression systemis novel
over the RF noi se suppression system known from D4.

Docunent D5 discloses a fuel punp with a RF noise
suppressi on system The RF noi se suppression system

i ncl udes RF noi se suppression elenents 15, 16

encapsul ated in a protective polynmer and supported on
the surface of a brush mounting plate 11. According to
t he enbodi nent depicted in Figure 1 of D5, the RF noise
suppression elenents 15, 16 project fromthe surface of
the brush nounting plate 11 into recesses 30, 3la and
31b formed in an end cap arranged as a cover 25 affixed
to one end of the fuel punp.

The appel l ant considers that the plate 11 is clearly
attached to the cover 25 and forns with it a two-part
housi ng of the same kind as the housing 10 constituted
by the two parts 30 and 32 of the clainmed RF noise
suppression system If this viewis accepted, it would
al so have to be accepted that the brushes 12a, 12b in
docunent D5 are slidably nounted in the brush hol ders
13a, 13b affixed to the side of the nmounting plate 11
opposite to the side supporting the RF noise
suppression elenents 15, 16 disposed in recesses 30,
3la and 31b of the cover 25. Cearly, no part of the
brushes can project into the housing 11, 25 and the
ends of the electrical wires connected to the brushes
(shown in Figure 2), which are part of the electrical
interfaces between the RF noi se suppression circuit and
t he brushes, cannot be |located within the two-part
housi ng 11, 25. Thus the clainmed RF noi se suppression
systemis al so novel over the RF noise suppression
system known from D5.

| nventive step
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In the Board's view, docunment D5 discloses the prior
art closest to the clained RF noi se suppressi on system

Starting from D5, the problem underlying the contested
patent is to provide a fuel punp with a conpact system
having an i nproved radi o freqguency noi se suppression
efficiency and better protection of the conponents of
the system (see description of the European patent
specification, colum 1, line 52 to colum 2, line 5;
colum 7, line 43 to colum 8, line 16). This problem
is solved according to claim1 by having the el ectrical
interfaces between the RF noi se suppression circuit and
t he brushes | ocated w thin the housing.

Docunent Db

The Board agrees with the appellant that the cover 25
and the nmounting plate 11 may be regarded as formng a
two-part housing adapted to function as an end cap in
the fuel punp disclosed in D5 in the sane manner as the
upper part 30 and the |ower part 32 of the housing 10
of the radio frequency noi se suppression system of the
contested patent. However, as already observed in
section 3.2 above, in the configuration shown in D5 the
brushes 12a, 12b are nmounted on the side of the
nmounting plate 11 facing away fromthe cover 25 in

whi ch the RF noi se suppression elenments 15 and 16 are
received in the cavities 30, 31la and 31b (see in
particular page 7, lines 26 to 29, and claim4 of D5).

The appel | ant appears to have assuned that only the end
part of the wires connected to the RF noi se suppression
conponents can be regarded as "the el ectrical
interfaces". This is not justified, because claiml
recites "the electrical interfaces between said circuit
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and said brushes (40) are located within the housing",
the highlighted word "the" neaning "all the" in the

gi ven context according to normal English usage, it
bei ng necessary to specify "at |east sonme of the" if
that is what is nmeant. In particular, the ends of the
W res connected to the brushes are also to be regarded
as conprised in "the electrical interfaces".

In the system known from D5, the brushes and the ends
of the wires connecting themto the RF noise
suppression el enents 15 and 16 are | ocated outside of

t he housing forned by the cover 25 and the nounting
plate 11. As seen best in Figure 2 of this docunent the
el ectrical wires connected to the brushes 12a, 12b pass
through slits in the walls of the brush hol ders 13a,
13b which face towards the rotor 3 (see Figure 1) and
away fromthe plate 11. These wires constitute part of
the electrical interfaces between the RF noise
suppression circuit and the brushes and it cannot be
considered that they are |ocated within the housing as
specified in claiml.

It remains to answer the question as to whether the
skilled person would, on the basis of his general

knowl edge and wi thout taking an inventive step,

consi der nodi fying the system known fromD5 so as to

| ocate all the electrical interfaces between the RF

noi se suppression circuit and the brushes within the
housi ng. This woul d necessitate a drastic redesign of

t he arrangement for holding the brushes so that the
connecting wires could be attached to the brushes on
the side facing away fromthe rotor which would have to
be inside the two-part housing 11, 25. Alternatively, a
redesi gn of the cover 25 would be necessary so that it
could surround the brush holders. In the judgenent of
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the Board such far reaching nodifications cannot be
expected fromthe notional know edgeabl e, but rather

uni magi native, skilled person, in the absence of a hint
that it m ght be advantageous to do so, and there is no
di scl osure, nor any inplied suggestion in D5 to perform
such a nodification. The Board therefore concl udes that
the subject-matter of the present claim1 is not

obvi ous having regard to D5, considered al one.

Docunent D4

The Board shares the respondent's views that the
housi ng 30 of the fuel punp disclosed in D4 does not
conpare with the housing 10 of the radio frequency

noi se suppression systemdefined in the present

claim11. The RF noise suppression nodule 58 of the
system described in D4 is nounted on the outside of the
housi ng 30 as an "add on" el enent of the type nentioned
in the introductory part of the description of the
contested patent (see colum 1, lines 37 to 51). As a
separate, external part distinct fromthe housing 30
this nodul e 58 nust be electrically connected to the
brushes when it is fitted to this housing.

Consequently, the electrical interfaces between the
radi o frequency noi se suppression circuit and the
brushes 50 cannot be |ocated within said housing.

D4 contains no hint which could make it obvious to the
skilled person to place the electrical interface

bet ween the RF suppression circuit and the brushes

wi thin the housing. This woul d necessitate a redesign
of the housing 30 so that it could surround the RF

noi se suppression nodule (which would then no | onger be
an add-on nodule). In the judgenent of the Board such a
nodi fi cati on cannot be expected fromthe skilled
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person, in the absence of a hint that it m ght be
advant ageous to do so, and there is no disclosure, nor
any inplied suggestion in D4 to performsuch a
nodi fi cation. The Board therefore concludes that the
subject-matter of the present claim1l1l is not obvious
having regard to D4, considered al one.

Conbi nati on of D4 and D5

The different structures of the fuel punps disclosed in
D4 (brushes nmounted to slide in the axial direction of
the rotor) and D5 (brushes nounted to slide radially)
make a straightforward conbination of their rel evant
features inpossible. It is unlikely that the skilled
person woul d take certain features fromthe system
known from one of these docunents and nodify them so
that they could be conbined with certain features from
t he other docunment in such a way as to arrive at the
subject-matter of claim1l (ex post facto nosaic).

Thus the subject-matter of the present claiml is
consi dered as involving an inventive step within the
meani ng of Article 56, having regard to the prior art
known from D4 and D5.

Summari sing, the opponent has not convinced the Board
that the contested patent in the anmended form approved
by the opposition division and the invention to which
it relates do not neet the requirenents of the EPC
Therefore, the appeal has to be di sm ssed.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M  Hor nel | W J. L. \Weeler

1240.D



