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Summary of Facts and Submn ssions
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The appeal is fromthe decision of the Qpposition
Di vi sion posted 4 Novenber 1997 rejecting the
opposi tions agai nst European Patent No. 0 451 150.

From t he opposition proceedings the foll ow ng docunents
are relevant for the present appeal proceedi ngs:

Dl: DE-A-3 223 748

D2: DE-A-2 924 707

D3: DE-A-2 330 911.

The deci si on under appeal further relied on an all eged
prior public use asserted by Opponent |V (the present
Appel | ant) as having taken place by the sale and
delivery of slitting machines to the firm W el and-
Wer ke, supported by the foll ow ng docunents:

D4: Delivery notes 975, 991 and 012

D5: Draw ngs 1250-3220, pages 1 and 2

D7: Phot ographs 1227 and 1281

D8: Decl arati on M Schul z.

This alleged sale of slitting machines is hereinafter
referred to as "the prior use".

The Qpposition Division held the oppositions (there
were four opponents) adm ssible, and further held that
the patent was sufficient in its disclosure of the
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i nvention, the invention was susceptible of industria
application and that the subject-matter of the clains
i nvol ved novelty and inventive step over the alleged
prior use.

Agai nst this decision an appeal was filed by the
Appel I ant (Qpponent V) on 5 January 1998, wth paynent
of the appeal fee on that sane day. The statenent of
grounds of appeal was filed on 5 March 1998.

The Appel | ant requested that the absence of inventive
step of the clained subject-matter be established and
that the patent be revoked in its entirety.

The Respondent (Patentee) requested that the appeal be
di sm ssed and alternatively an oral hearing be
arranged. It maintained its objection that the
opposition of the Appellant was inadm ssi bl e.

The parties as of right (Opponents I, Il and I11) did
not file any subm ssions.

Caiml reads as follows [with typing errors
corrected]:

"A cutter assenbling neans for slitters for netal
strips, the s[l]itter conprising two parallel arbors
(12,13) extending between two franme portions and
journal ed therein, sets of cutters and spacers on each
ar bor,

one of the franme portions (10) conprising driving neans
for rotating the arbors, the opposite frane portion
(11) being novable to permt said sets to be nounted
and di snount ed,

characterized by
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a hydraulic cylinder (23) for turning the novable frane
portion (11) outwardly around a vertical shaft (22) for
| ayi ng adj acent ends of the arbors free,

re-assenbling neans (29) with pairs of parallel arbors
(30) on which the cutters and the spacers nay be

t hreaded, said re-assenbling neans bei ng rotatable and
novabl e axially towards and away fromthe arbor (11)
ends

a store (33) fromwhich the re-assenbling neans (29)
wi Il be equipped with cutters and spacers, supported by
a conputer, programmed with a cutting plan

one on the s[l]itter assenbl ed off-pusher (32) for
novi ng used sets to the re-assenbling neans (29)

a pusher (31) on the re-assenbling neans (29) for
novi ng new prepared sets to the arbors (12,13),

and hydraulic piston neans working from outside the
novabl e frane portion (11) for actuating nean[s]
(15,16,17) inside the arbors (12,13) for clanping and
rel easing the sets on the arbors and sinultaneously and
firmy journal [ing] the adjacent arbor ends to said
frame portion (11)".

The argunents of the Appellant can be summari sed as
fol | ows:

The prior use constituted the closest prior art,
di scl osing a cutter assenbling neans for slitters with
all the features of claim1, except for:

(a) the conputer supporting the store, programed wth
a cutting plan and

(b) the hydraulic piston neans working from outside
the novabl e frane portion for actuating neans
i nside the arbors for clanping and rel easi ng the
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sets of cutters and spacers on the arbors and
simultaneously and firmy journalling the adjacent
arbor ends to said frane portion.

Feature (a) could not be considered to | end inventive
step to the subject-matter of claim1, as the
automati on of industrial processes |like cutting netal
strips fromnetal sheet was normal technical practice
for the skilled person in this field of technol ogy.
Such practice was for instance illustrated by D3.

Feature (b) coul d neither provide support for inventive
step, as the concept of external hydraulic neans for
clanping and releasing itens on a shaft was known from
t he nei ghbouring field of |athes as disclosed in D1 or
D2. This concept could easily be transferred, w thout
inventive skills, to the arbors of a slitting nmachine.
The additional feature of journalling the adjacent
arbor ends to the novable franme portion did not solve a
probl em and therefore did not involve inventive step.

The Respondent's subm ssions can be sunmari sed as
fol | ows:

The opposition of the Appellant should be held

i nadm ssible as it was only based on an all eged prior
use which had been inadequately substantiated within
t he opposition period.

Further, the skilled person, even when starting from
the prior use arrangenent, was not led in an obvious
manner by the available prior art (D1-D3) to the
absorbent article as clained, which therefore was based
on an inventive step. In fact, the prior use
arrangenent al so did not disclose a re-assenbling neans
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bei ng axially novable towards and away from the arbor
ends. In the prior use it was the slitter nmeans novi ng
axially towards and away fromthe re-assenbling neans.

Reasons for the Decision

1

2.2

2308.D

The appeal is adm ssible.

Adm ssibility of the opposition of the Appell ant
(Rul e 55(c) EPC)

One prerequisite for an opposition to be admssible is
that at |east for one ground of opposition there is an
i ndi cation of the facts, evidence and argunents
presented in support of that ground (Rule 55(c) EPC).
The Respondent argued that the opposition of the
Appel I ant, which was based solely on an alleged prior
use, did not fulfil this requirenent and therefore the
opposi tion shoul d be consi dered i nadm ssi bl e.

According to the established case | aw of the Boards of
Appeal in case of prior public use the requirenents of
Rul e 55(c) EPC will only be satisfied if there is
sufficient indication of the relevant facts, evidence
and argunents so that the Opposition D vision (and the
patent proprietor) are able to properly understand the
reasoning and the nerits of the Opponent's case in
relation to the grounds of opposition (see T 222/85, QJ
1988, 128). The Opposition D vision should be able to
determ ne the following details of the prior use:

what was made avail able to the public when and under
whi ch circunstances (see e.g. T 328/87, QJ 1992, 701
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and T 522/94, Q) 1998, 421).

The Respondent argued that there were inconsistencies
bet ween the two phot ographs (D7) as well as between the
phot ographs (D7), the drawi ngs (D5) and the declaration
("Ei desstattliche Versicherung" - D8). It was not clear
whet her the photographs concerned one and the sane
machi ne and whet her the nmachine in the photographs was
actually the one represented in the draw ngs because
the latter were apparently drafted on 13 and 15 May
1987, i.e. after the alleged delivery as supported by
D4. The phot ographs, draw ngs and the declaration
further did not conclusively disclose the re-assenbling
nmeans being axially novable in respect of the slitting
machi ne.

What the Respondent in fact argues is that the facts
and evi dence indicated and submtted by the Appell ant
do not provide indubitable proof that the features of
the prior use machine actually correspond to the
features of claim1.

However, according to the established case | aw of the
Boards of Appeal the sufficiency of the indication of
facts and evidence in the notice of opposition for the
pur pose of adm ssibility nust be distinguished fromthe
strength of the opponent's case, i.e. whether the facts
and evi dence submitted actually prove what is alleged
(see T 222/ 85, supra).

The EPC does not require an opposition to be concl usive
so as to be admi ssible (see T 234/86, QJ 1989, 79).
This is derivable fromRule 55(c) EPC in conjunction
with Rule 56(1) EPC, the former only referring to the
necessity to provide an "indication of the facts,
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evi dence and argunents” in support of a ground of
opposi tion.

The Opposition Division considered in its decision that
t he oppositions (thus including the opposition of the
present Appellant) were sufficiently substanti ated.

The Board concurs with the Qpposition Division's
judgnment that the Appelant's notice of opposition and
its annexes sufficiently specify what was the object of
the sale and delivery to the firm W el and- Wr ke AG and
when and under which circunstances this sale and
delivery took place so as to fulfil the requirenments of
Rul e 55(c) EPC

The opposition of the Appellant is therefore
adm ssi bl e.

Novelty (Article 54 EPC)

Novelty was not an issue between the parties in the
appeal proceedings. As none of the docunents avail able
inthe file, nor the prior use on its own, discloses
all features of claim1l1, the Board is satisfied that
the subject-matter of claim1l is novel.

I nventive step (Article 56 EPQC)

The Board agrees with the Appellant that the prior use,
if proven, would be the nost appropriate state of the
art fromwhich to start the discussion on inventive

st ep.

When conparing the subject-matter of claiml1l with the
arrangenent of the alleged prior use the Board notes at
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| east the follow ng differences:

- the store fromwhich the re-assenbling neans wl|
be equi pped with cutters and spacers i s supported
by a conputer, programmed with a cutting plan

- hydraul i ¢ pi ston neans are provi ded, which work
fromoutside the novable frane portion for
actuating nmeans inside the arbors for clanping and
rel easing the sets on the arbors and
simultaneously and firmy journalling the adjacent
arbor ends to said frame portion.

The features nentioned above assure that the slitting
machi ne can easily be adapted to different slitting
operations and that it operates with a high precision.

The object of the invention of the patent in suit is
therefore to provide the appropriate cutting
arrangenent to the slitting machine nore easily and
nore efficiently, to performthis function with as
littl e manpower as possible and to assure the accuracy
of cutting (see the patent in suit, colum 1, line 47 -
colum 2, lines 9).

The Appel |l ant argued that the provision of a conputer
to support the store fromwhich the cutters and spacers
were to be provided, according to a cutting plan, would
be normal technical practice for the skilled person at
the priority date of the patent in suit. Everywhere in
i ndustry such kind of automation of internal processes
was carried out, so as to make nore efficient use of
materials and other resources. D3 was an exanpl e of
such aut omati on.
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In general the Board can agree with the Appellant that
it is the permanent task of the skilled person to

consi der which processes in his field of technology are
susceptible to (further) automation. For the skilled
person in the field of cutting sheet netal the
perform ng of store managenent in connection with the
expected cutting operations is one of those processes.
Thi s distinguishing feature, on its own, therefore
woul d not be sufficient to guarantee an inventive step.

The Respondent argued that one shoul d not consider the
di stinguishing features of claim1 separately, but that
t hey should be seen in their context wth the other
ones. In this respect the conputer had a function
within the slitting nmachine as a whole and hel ped in
equi ppi ng the arbors in an automated fashion.

The Board wi shes to remark here that claim1 does not
mention the function of the conputer in relation to an
aut omat ed equi pping of the arbors with cutters and
spacers; it nerely indicates that the store managenent
is perfornmed with the aid of a conputer with a cutting
pl an. The actual w thdrawal of cutters and spacers from
the store, the nounting thereof on the arbors in the
re-assenbl i ng neans, the novenent of the re-assenbling
nmeans to the slitting machine, etc. can, according to
the present wording of the claim still be perfornmed by
hand, i.e. wthout automation by the conputer. The step
of automation of store managenent as nentioned in
claiml1l is therefore not |inked to other steps in the
performance of the slitting machine.

The Appel |l ant argued that the provision of hydraulic
pi ston neans working from outside the novable frane
portion for actuating neans inside the arbors for
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clanmpi ng and rel easing the sets of cutters and spacers
on the arbor, etc. did not involve an inventive step.
The skilled person would derive in an obvious way from
t he nei ghbouring field of |lathes, in the present case
illustrated by either D1 or D2, that such neans coul d
be provi ded.

As claim1 specifies that sets of cutters and spacers
are nmounted on each arbor and are pushed onto the arbor
as a set, it is evident that the clanping and rel easing
of the cutters has to have a conponent of novenent in
the axial direction of the arbors. Further, the
hydraul i c nmeans performng this function together with
the nmeans inside the arbors, participate in firmy
journalling the arbor ends to the novable franme portion
si mul taneously with the clanping action.

The teachings of D1 and D2 focus on the radial clanping
of items on shafts. The shaft ends remain free. Thus

t hese docunents cannot provide the skilled person with
a teaching of axially clanping and rel easing cutters
and spacers on arbors and at the sane tine providing a
firmjournalling of the arbor ends by the sane
hydraul i c means worki ng fromoutside the frane portion
in which these ends are journalled, nor render such a

t eachi ng obvi ous.

The Respondent further argued that the sinultaneous
journalling of the arbor ends to the novable frane
portion did not solve a technical problemand therefore
this feature need not be considered for inventive step.

In a slitting machine as the one of claim1l, wherein
the arbor ends have to be freed of the franme to be able
to nount cutters and spacers thereon, the proper
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journalling of these arbor ends during operation is
definitely a technical problem [If in addition the
hydraul i ¢ neans shoul d be capable of firmy journalling
the arbor ends to the novable franme portion, this can
only nean that the clanping action on the cutters and
spacers is perforned by a novenent which is directed
axially outwards. This provides a technical solution to
t he probl em di scussed above.

The Board therefore considers that the distinguishing
feature of the hydraulic nmeans cl anping and rel easi ng
the cutters and spacers as well as firmy journalling
the arbor ends to the novable frane portion establishes
i nventive step of the subject-matter of claim1 over
the slitting machine of the alleged prior use

(Article 56 EPC).

Whet her the prior use actually took place in the form
as alleged is therefore a matter which needs no further
i nvestigation.

In view of the above considerations the argunent of the
Respondent, that the slitting machine of claiml
further differed fromthe nachine in the prior use

t hrough the re-assenbling neans being axially novable
in respect of the slitting machine, needs no further

di scussi on.

As the Respondent only requested oral proceedings in
the event the appeal would not be dism ssed, no ora
proceedi ngs were necessary.
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For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Patin P. Alting van CGeusau
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