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Summary of Facts and Submn ssions

Wth decision of 12 Novenber 1997 the opposition

di vi si on mai ntai ned European patent No. 0 414 494 in
anmended form according to an auxiliary request of the
pat ent ee.

. The i ndependent clains as naintained read as foll ows:

"1l. A coated abrasive article obtainable by a nethod
conprising the steps of:

(a) providing a support nmenber having a front surface
and a back surface, optionally saturating said support
menber with a saturant, optionally applying a presize
coating on said front surface of said support nenber
and optionally applying a back size coating on said
back surface of said support nenber

(b) applying a first |ayer of binder adhesive onto the
front side of said support nenber;

(c) at least partially enbeddi ng abrasive granules in
said first |ayer;

(d) conventionally curing said coatings, |layers, and
saturant, wherein there is applied at |east one
addi ti onal |ayer of binder adhesive overlying said
first layer of binder adhesive, and wherein at | east
one of said coating, l|layers, and saturant contains a
quantity of carbon bl ack aggregates sufficient to
provide a cured bi nder adhesive containing said black
aggregates having a surface resistivity of |ess than
2000 kil o-ohnms/cm and wherein said coating, |ayers, and
saturant containing said carbon black aggregates is
made by a nmethod conprising the steps of:

(a) blending carbon bl ack aggregates, at |east one

di spersion aid, and a |iquid dispersing nediumto
provi de a di spersion conprising carbon bl ack
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aggregat es; and
(b) blending said dispersion into an adhesi ve bi nder
system™

"7. A nethod for making an electrically conductive
coated abrasive article conprising the steps of:

(a) providing a support nenber having a front surface
and a back surface, optionally saturating said support
menber with a saturant, optionally applying a presize
coating on said front surface of said support nenber
and optionally applying a back size coating on said
back surface of said support nenber

(b) applying a first |layer of binder adhesive onto the
front side of said support nenber;

(c) at least partially enbeddi ng abrasive granules in
said first |ayer;

(d) conventionally curing said coatings, |ayers, and
saturant, wherein there is applied at |east one

addi tional |ayer of binder adhesive overlying said
first layer of binder adhesive, and wherein at |east
one of said coating, |layers, and saturant contains a
guantity of carbon bl ack aggregates sufficient to
provi de a cured bi nder adhesive containing said black
aggregates having a surface resistivity of less than
2000 kil o-ohnms/ cm and wherein said coating, |ayers, and
saturant containing said carbon black aggregates is
made by a nethod conprising the steps of:

(a) bl ending carbon bl ack aggregates, at |east one

di spersion aid, and a liquid dispersing nediumto
provi de a di spersion conprising carbon bl ack

aggr egat es; and

(b) blending said dispersion into an adhesive bi nder
system "

L1l Agai nst the above decision of the opposition division
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opponent Il - appellant in the follow ng - |odged an
appeal on 13 Decenber 1997 paying the fee on the sane
day and filing the statenent of grounds of appeal on

20 March 1998 together with three new docunments, nanely

(D9) = DE- A-2 430 336,

(D10) = panphl et "Degussa- Pi gnentruf3e und Rul3-
Pr aparati onen fir Sondergebiete”,
No. 47, August 1979, and

(D11) = panphl et "Degussa- Pi gnent ruf3e und

Pi gnment r ul3- Pr &par ati onen f ar
Kunststoffe”, No. 7, Cctober 1986.

Qpponent | did not appeal and is a party as of right to
t he proceedi ngs, Article 107 EPC

The patentee also did not appeal and is the respondent
in the foll ow ng.

In a comruni cation pursuant to Article 110(2) EPC the
board comunicated to the parties its provisiona
opinion that (D9) to (D11) appeared so rel evant that
they should be allowed into the proceedi ngs since they
al ready disclosed the preferred alternative set out in
EP-B1-0 414 494, nanely to add carbon bl ack aggregates
to the coating fornulations in the formof an aqueous
di spersion and to address the problem of viscosity of
di spersions to be applied to a substrate.

The appel |l ant essentially brought forward the foll ow ng
argunents:

- from (D9) an electrically conductive coated
abrasive article is known which is used in the
technical field of grinding, e.g. wood, and which
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is based on graphite or colloidal graphite - sold
as "Aquadag" - to achieve conductivity in a range
far bel ow 2000 KU cm the graphite particles are
m xed wth water, an adhesive and a hardening
agent, applied to an abrasive article, dried and
cured;

graphite has to be seen as an equivalent to carbon
bl ack known from (D10) and (D11); these docunents

al so disclose the way in which carbon black has to
be dealt with, nanely in the formof a dispersion

havi ng | ow viscosity, so that a conbi nation of the
newy cited docunents or with docunents dealt with
i n the opposition proceedi ngs renders obvious the

cl ai med i nventi on.

The respondent essentially argued as foll ows:

(D9) is restricted to graphite in a size coat of
abrasive articles; carbon black aggregates are not
suggested in (D9) so that a skilled person had no
reason and no incentive to replace graphite by
another material since in (D9) the viscosity
problemis not addressed;

(D10) and (Dl11) do not relate to carbon black in
conbi nation wth any abrasive article rather to

el ectrically conductive plastics so that the
specific problens related to abrasive articles are
not to be seen fromthese docunents;

a skilled person would therefore not conbine these
docunents to achieve the clained subject-matter

(D9) to (D11) "are late filed" and "are noreover
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| ess relevant” so that they should not be all owed
into the proceedi ngs;

- i f, however, after a reconsideration of the
present case the board still holds the view that
they are so relevant that they should be all owed
into the proceedings, the case should be remtted
to the first instance.

| X. The appel |l ant requested to set aside the decision under
appeal, by way of auxiliary request to appoint ora
proceedi ngs and suggested to remt the case to the
first instance (see statenment of grounds of appeal); in
its letter of 18 January 2001 responding to the
comruni cation pursuant to Article 110(2) EPC of the
board the appellant stated that it would be in
agreenent with not remtting the case to the first
I nstance.

X. The respondent requested to dism ss the appeal by way
of auxiliary request to appoint oral proceedings; wth
his letter of 11 April 2001 the respondent requested
that the case be remtted to the first instance should
the board allow (D9) to (D11) into the proceedi ngs.

Reasons for the Decision

1. The appeal is adm ssible.

2. Prior art considered by the opposition division

2.1 The i npugned decision is based on the foll ow ng
docunent s:
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(D1) = US- A-3 942 959,

(D2) = US- A-3 992 178,

(D3) = English translation of JP-A-61 152 373,

(D4) = panphl et Pigmente "Ruld fir |eitfahige
Kunst st of fe" of Degussa, No. 69,
April 1983,

(D5) = panphl et Pignente "PignmentrulRe far
Kunst st of fe" of Degussa, No. 40,
March 1988,

(D6) = DE-U- 7 720 014,

(D7) = Chem stry and Application of Phenolic

Resins, Springer-Verlag Berlin,
Hei del berg, New York, 1979,
pages 220-225 and

(D8) = JP- A-58-171264.

2.2 In the light of (D1) to (D8) the opposition division in
their decision dated 12 Novenber 1997 cane to the
result that the then auxiliary request (clains 1 and 7
t hereof being recited in above remark I1) define
pat ent abl e subj ect-matter so that European patent
No. O 414 494 had to be maintained in anended form on
this basis.

3. Further prior art

3.1 Wth the statenment of grounds of appeal the appellant
filed (D9) to (D11) and argued for allowi ng theminto
t he proceedi ngs.

3.2 An assessnent of these docunments carried out by the
board and communi cated to the parties by its
communi cation pursuant to Article 110(2) EPC resul ted
inthe finding that (D9) to (D11), cited for the first
time in the appeal proceedings, are so rel evant that

1176.D Y A
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the board by applying its discretion under Article
114(1) EPC should allow theminto the proceedings for
the foll ow ng reasons:

In EP-B1-0 414 494, see page 3, lines 53/54, two
alternatives are disclosed with respect to the
application of carbon black, nanely

(a) to directly add carbon bl ack aggregates to the
coating fornul ati ons or

(b) to add carbon bl ack aggregates to the coating
formulations in the formof an aqueous di spersion.

From page 3, lines 54 to 56 of EP-B1-0 414 494 it is
clear that alternative (b) is preferred.

The appel |l ant had therefore good reasons to search for
docunents which are related to the above alternative
"aqueous di spersion" of carbon black and for docunents
in which the problemof viscosity of the dispersion is
addr essed.

(D9) is based on an electrically conductive coated
abrasive article particularly for the sandi ng of wood
and the associ ated problens of electrostatic effects.
The nmeans for achieving conductivity according to (D9)
is graphite or colloidal graphite which is incorporated
into the coatings of the abrasive article so that

el ectrostati c charges can be overconme. As shown by the
appel l ant col |l oidal graphite is sold as "Aguadag", and
allows to restrict conductivity to a range far bel ow
2000 KU cm "Aquadag" is mixed with water, an adhesive
and a hardeni ng agent before it is applied to the
abrasive article, dried and finally cured.
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Wth (D10) and (D11) the appellant convincingly argues
that graphite/colloidal graphite has to be seen as an
equi valent to the clainmed carbon bl ack since both of
themrestrict the resistivity to | ess than 2000 KU cm
(conductivity and resistivity being correl ated neasure
units).

In (D10) and (D11) not only the possibility to apply
carbon black in formof an aqueous dispersion is

di scl osed but also the inportance of viscosity - in the
particul ar case |ow viscosity - is dealt with so that
the skilled person was confronted with a conplete
teaching with respect to carbon black and its
application technology. It has therefore to be assessed
whet her or not (D10/D11) could be seen in conbination
with either (D9) or pieces of prior art recited in
above remark 2.1, Articles 56 and 100a) EPC.

Respondent's objection that (D9) to (Dl1l) pursuant to
Article 114(2) EPC were late filed is acknow edged. But
they do not have to be ignored for this reason since
according to the established practice of the boards it
is also a question of rel evance whet her a docunent has
to be admtted into the proceedings and not only a
question of when a docunent actually was filed,

(T 156/84, Q) EPO 1988, 372; T 855/96; T 426/ 97;

T 577/ 97).

The above considerations with respect to (D9) to (D11)
have shown that they are highly relevant and have to be
allowed into the proceedings, Article 114(1) EPC

The board cannot share respondent's contrary findings
in this respect:
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for a skilled person it is clear that with respect
to conductivity/resistivity graphite and carbon
bl ack (both being non-netals) are equival ents;

whet her there is an incentive in a docunent to
substitute a feature or not is not crucial since
further considerations, such as availability or
costs of an equival ent neans - here carbon bl ack
i nstead of graphite - nmay encourage a skilled
person to envi sage substituting one neans by
anot her;

it my be is true that (D10) and (D11) are silent
about the use of carbon black in conbination with
any abrasive article; it has, however to be

consi dered that (D10) and (D11) have to be dealt
with as fundanmental technical articles, see title
"Schriftenrei he Pignente", and that their hints to
specific applications in conbination with paper,
colours, plastics material are not exhaustive, see
page 2 thereof, since in (D10) and (D11) primarily
the technical effects achievable with carbon bl ack
and its application technology are dealt wth;
nei t her (D10) nor (D11l) can however be considered
to be restricted to only the specific applications
referred to therein

Remittal to the first instance

The requests of the parties with respect to the issue

remttal are contradictory since the respondent is

in favour of remttal and the appellant is not against
the Board dealing with the case; in the statenent of
grounds of appeal the appellant, however, suggested
also remttal of the case to the first instance.
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4.2 The assessnent of (D9) to (D11) by the board is that
they are so relevant that they have to be allowed into
t he proceedi ngs. Under these circunstances in applying
its discretion under Article 111(1) EPC the board
exercises its power to remt the case for further
prosecuti on.

4.3 Since the respondent, in view of a possible remttal of
the case to the first instance, has not insisted onits
auxiliary request for oral proceedi ngs before the board
remttal can be ordered directly wi thout violating the
right of the parties to be heard. The appellant's
request to set aside the inpugned decision is conplied

with. A further request as to substance has not been
made.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

A. Counillon C T. WIson
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