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Summary of Facts and Submn ssions

2666. D

The Appellant (Proprietor of the patent) |odged an
appeal against the interlocutory decision of the
Qpposition Division to revoke the European patent

No. O 501 577 (European patent application

No. 92 200 516.0) on the ground that the patent in the
form as anmended during opposition proceedi ngs according
to the then pending nmain request, first and second
auxiliary requests did not conply with the requirenents
of Article 123(2) EPC

The opposition to the patent in suit was based inter
alia on the ground that the clainmed subject matter

| acked novelty (Article 100a) EPC). It was supported by
si x docunents, i.e:

(1) EP-A-26 041

(2) EP-A-55 529

(3) US-A-4 046 859

(4) US-A-3 992 466

(5) US-A-4 150 062

(6) EP-A-37 671

The Opposition Division held that the features:

- "containing at |least 4 carbon atons" and "of the

sanme carbon nunber” present in Caim1l of the main
request,
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- "between 4 and 20 carbon atons” and "of the sane
carbon nunber" present in Caim1l of the first
auxi |l iary request,

- "of the sanme carbon nunber” present in Claim1l of
the second auxiliary request,

resulted in the patent being anmended in such a way that
it contained subject matter which extended beyond the
content of the application as filed.

Wth the Statenent of G ounds of Appeal, the Appellant
filed five requests replacing those on which the
contested deci sion was based and, in response to the
comruni cation of the Board four additional requests and
in the course of the oral proceedi ngs which took place
on 11 Septenber 2001 two additional requests, Cains 1
of each request reading as follows:

Mai n request

"1. Process for the conversion of a feedstock
conprising linear olefins other than 1, 3-butadiene into
a product enriched in branched ol efins, which process
conprises contacting the feedstock with a
tectonetallosilicate having a ferrierite crystal
structure, at a tenperature between 150 and 450°C, an
ol efin partial pressure of nore than 0.5 bar and a
total pressure of between 0.5 and 25 bar, with the
provi so that the process is not propylene ol efination.”

First auxiliary request

"1l. Process for the conversion of a feedstock
conprising linear olefins other into a product enriched
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in branched ol efins, which process conprises contacting
the feedstock with a tectonetallosilicate having a
ferrierite crystal structure, at a tenperature between
150 and 450°C, an olefin partial pressure of nore than
0.5 bar and a total pressure of between 0.5 and 25 bar,
which is other than the conversion of propyl ene or

1, 3-but adi ene i nto conpounds havi ng a hi gher carbon
nunber . "

Second auxiliary request

"1. Process for the conversion of a feedstock
conprising linear olefins other than 1, 3-butadiene into
a product enriched in branched ol efins, which process
conprises contacting the feedstock with a
tectonetallosilicate having a ferrierite crystal
structure, at a tenperature between 150 and 450°C, an
ol efin partial pressure of nore than 0.5 bar and a
total pressure of between 0.5 and 25 bar, with the
provi so that the process is not a conbination of
operations applied to propylene as olefin feedstock

i ncl udi ng cracking, polynerisation or dinerization and
nodi fication of the olefin feed chain length.”

Third auxiliary request

"1. Process for the conversion of a feedstock
conprising linear olefins into a product enriched in
branched ol efins, which process conprises contacting
the feedstock with a tectonetallosilicate having a
ferrierite crystal structure, at a tenperature between
150 and 450°C, an olefin partial pressure of nore than
0.5 bar and a total pressure of between 0.5 and 25 bar,
with the proviso that the process is not a conbination
of operations applied to propylene as olefin feedstock
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i ncl udi ng cracking, polynerisation or dinerization and
nodi fication of the olefin feed chain I ength."

Fourth auxiliary request

"1. Process for the conversion of a feedstock
conprising linear olefins containing between 4 and 20
carbon atons, other than 1, 3-butadiene, into a product
enriched in branched ol efins, which process conprises
contacting the feedstock with a tectonetallosilicate
having a ferrierite crystal structure, at a tenperature
bet ween 150 and 450°C, an olefin partial pressure of
nore than 0.5 bar and a total pressure of between 0.5
and 25 bar."

Fifth auxiliary request

"1. Process for the conversion of a feedstock
conprising linear ol efins containing between 4 and 20
carbon atons into a product enriched in branched

ol efi ns, which process conprises contacting the
feedstock with a tectonetallosilicate having a
ferrierite crystal structure, at a tenperature between
150 and 450°C, an olefin partial pressure of nore than
0.5 bar and a total pressure of between 0.5 and 25

bar.

Si xth auxiliary request

"1. Process for the conversion of a feedstock

conprising linear ol efins containing between 4 and 10
carbon atons other than 1, 3-butadiene, into a product
enriched in branched ol efins, which process conprises
contacting the feedstock with a tectonetallosilicate
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having a ferrierite crystal structure, at a tenperature
bet ween 150 and 450°C, an olefin partial pressure of
nore than 0.5 bar and a total pressure of between 0.5
and 25 bar."

Seventh auxiliary request

"1. Process for the conversion of a feedstock
conprising linear ol efins containing between 4 and 10
carbon atons into a product enriched in branched

ol efins, which process conprises contacting the
feedstock with a tectonetal losilicate having a
ferrierite crystal structure, at a tenperature between
150 and 450°C, an olefin partial pressure of nore than
0.5 bar and a total pressure of between 0.5 and 25

bar.

Ei ghth auxiliary request

"1. Process for the conversion of a feedstock
conprising n-butene into a product enriched in

I sobutene or a feedstock conprising n-pentene into a
product enriched in isopentene, which process conprises
contacting the feedstock with a tectonetallosilicate
having a ferrierite crystal structure, at a tenperature
bet ween 150 and 450°C, an olefin partial pressure of
nore than 0.5 bar and a total pressure of between 0.5
and 25 bar."

Ni nth auxiliary request
"1. Process for the conversion of a feedstock

conprising predom nantly n-butene or a feedstock
conpri sing predom nantly n-pentene into a product
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enriched in branched ol efins, which process conprises
contacting the feedstock with a tectonetallosilicate
having a ferrierite crystal structure, at a tenperature
bet ween 150 and 450°C, an olefin partial pressure of
nore than 0.5 bar and a total pressure of between 0.5
and 25 bar."

Tenth auxiliary request

"1l. Process for the conversion of a (a) feedstock
conprising at |east 99.42% by wei ght of n-butene or (Db)
a feedstock conprising at |east 97.75% by wei ght of
n-pentene into a product enriched in branched ol efins,
whi ch process conprises contacting the feedstock (a) or
(b) with a ferrierite in the hydrogen formwhich in the
case of feedstock (a) has a silicon to al um nium atomc
ratio of 9:1 or 36:1, and in the case of feedstock (b)
has a silicon to alumniumatomc ratio of 9:1, at a
tenperature of 350°C, and in the case of a feedstock
(a) an olefin partial pressure of 1.4 bar and a total
pressure of 1.4 bar, or, in the case of feedstock (b)
an olefin partial pressure of 1.1 bar and a total
pressure of 1.1 bar."

The Appel lant's subm ssions both in the witten
proceedi ngs and at the oral proceedings can be
sunmmari sed as foll ows:

- Regarding the main, first to fourth and sixth
auxi |l iary requests, processes which operated under
the sane conditions as the clainmed process, but
because of the nature of the feedstock, nanely
1, 3-but adi ene and/ or propyl ene, did not give
branched ol efins of the same carbon nunber as the
i near olefin reactants, were disclosed in
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docunents (1) to (6). It was, therefore, justified
to disclaimthose processes fromthe clains since
t hose di sclosures had to be considered as

acci dental disclosure. Indeed, the process
according to the patent in suit distinguished from
those docunents in that it yielded branched

ol efins of the same carbon nunber as the |inear

ol efin reactant.

- Regarding the fifth auxiliary request, the
limtation "between 4 and 20 carbon atons" was
supported by the description of the application as
filed on page 4, lines 8 to 11. Furthernore, the
addi tional data submtted wth the Statenent of
G ounds of Appeal showed that the process could be
applied to linear olefins with a carbon nunber of
between 4 and 20 and that it gave with high
selectivity a branched olefin of the sane carbon
nunber .

- Regardi ng the seventh auxiliary request, it
resulted fromthe conbination of Clainms 1 and 2 of
the patent as granted. As novelty and inventive
step had not been considered by the first
i nstance, it was proper to renmt the case to the
opposition Division for further prosecution.

- Regardi ng the eighth auxiliary request, the
exanples Nos. 5 and 6 in conbination with the
description (cf. page 4, lines 18 to 19) of the
application as filed, supported the clained
subj ect matter.

- Regardi ng the ninth and tenth auxiliary requests,
the features "predom nantly" and "at | east

2666. D Y A
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99.42% ..0r at least 97.75%.." respectively, were
inplicitly disclosed in view of the exanpl es Nos.
5 and 6.

\Y/ The Respondent's subm ssions both in the witten

proceedi ngs and at the oral proceedi ngs can be
summari sed as foll ows:

- None of the requests, except the seventh request,
nmet the requirenents of Article 123(2) EPC

- Furthernore, all the requests were devoi d of
novelty in view of docunents (1) and (2).

VI, The Appel | ant requested that the decision under appeal
be set aside and that the case be remtted to the first
i nstance for consideration of novelty and inventive
step with the set of Cains 1 to 10 filed as main
request with the Statenent of G ounds of Appeal, or on
the basis of one of the first to tenth auxiliary
requests on file.

The Respondent requested that the appeal be dism ssed,

or, as an auxiliary request, that the case be remtted
to the first instance for further prosecution.

Reasons for the decision

1. The appeal is adm ssible.

Main, first to fourth and sixth auxiliary requests

2. Amendnents of Clains 1 - Article 123(2) EPC

2666. D Y A
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Caim1l of each request contains a feature ained at
excluding a process for the conversion of a feedstock
conpri sing 1, 3-but adi ene and/ or propyl ene. The Board
observes that this anmendnment has no basis in the
application as filed, and this was eventually conceded
by the Appell ant.

According to the established jurisprudence of the
Boards of Appeal, it nmay be perm ssible to exclude a
specific prior art fromthe cl ai ned subject-nmatter by
means of a disclainer, even if the original application
provi des no basis for such an exclusion (see decisions
T 170/ 87, Q) EPO 1989, 441, point 8.4.1 of the
reasons). However, a disclainer may only be introduced
into aclaimif, by this anendnent, the anticipating
di scl osure di sappears fromthe prior art field to be
taken in consideration (T 863/96, point 3.2 of the
reasons).

The Appellant argued, in particular, that the subject
matter of Clains 1 of each request was novel over any
one of docunents (1) to (6) by virtue of the disclainer
now present.

Docunent (1) discloses a particular restructuring or
rearrangenent of the wi de olefin conposition stream (G,
to C, olefins) to provide high yields of tertiary C, and
C;, ol efin conponents. The restructuring of the broad
carbon chain olefin charge stream produces a m xture of
C, to C, olefins, preferentially with the najor portion
being C, and G, ol efins conprising a high percentage of
tertiary olefins such as isobutyl ene and isoanyl enes
(cf. page 2, lines 2 to 19). This process involves the
use of catalysts such as ZSM 35 and ZSM 38, the sane
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catal ysts as those nmentioned in the patent in suit (cf.
page 3, lines 18 to 19). This docunent ains not only at
the sane objective as that of the patent in suit but
even at the sane technical problem (cf. in particular
page 2, lines 3 to 4 and lines 11 to 12 of the patent
in suit).

Therefore, even if the disclainmer in Cains 1 of each
request inparted novelty to the clained subject-matter,
the Board would still have to consider this citation
when assessing inventive step of the remainder, since
this docunent discloses a prior art in the same
technical field. Thus, the circunstances of this case
are not those very exceptional ones in which particul ar
prior art accidentally anticipates clai ned

subj ect-matter w thout otherw se having a bearing on
the patentability of the latter (cf. T 917/94, point 4
of the reasons).

For the above reasons, the anendnent of the respective
Cains 1 by incorporation of the said disclainmers is
not in conpliance with the requirenents of

Article 123(2) EPC

Therefore, the main request, the first to fourth and
sixth auxiliary requests nust fail.

Fifth auxiliary request

3.1

2666. D

Amendnment of Cdaiml - Article 123(2) EPC

The Appel l ant argued that the incorporation of the
feature "a feedstock conprising |linear ol efins
cont ai ni ng between 4 and 20 carbon atons" was supported
by the application as filed on page 4, lines 8 to 12
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whi ch read:

"The feedstock which is to be used in the present

I nvention conprises linear olefins, suitably Iinear

ol efins containing between 4 and 10 carbon atons.

Hi gher olefins, e.g. olefins conprising up to 20 carbon
atons...can be present in the feedstock"

Article 123(2) EPC requires that a European patent
application (or a European patent) may not be anended
in such a way that it contains subject-nmatter extending
beyond the content of the application as filed. The
term"content of the application” relates to the parts
of a European patent application which determ ne the

di scl osure of the invention, in particular, the
description and the clains. In assessing whether an
amendment conplies with Article 123(2) EPC, what
matters is what a skilled person would have objectively
derived fromthe description and clains as originally
filed (see G 3/89, QJ EPO 1993, 117, points 1.4. and 2
of the reasons for the decision).

In the present case, the Board observes that it may be
derived fromthe application as filed that higher
olefins, e.g. olefins conmprising up to 20 carbon atons
can be present in the feedstock in addition to |inear

ol efins containing between 4 and 10 carbon atons. It is
the Board' s conclusion that the proposed anmendnent
anobunts to an inadm ssi bl e extension of the subject
matter of the application as filed since it

enconpasses, for instance, enbodi ments where only
linear olefins fromC,; to C, would be invol ved, what is
not inline wwth the disclosure of the application as
filed. Furthernore, the additional experinents
submtted by the Appellant with the Statenent of
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Grounds of Appeal are not part of the content of the
application as filed and nust be disregarded for the
pur pose of exam nation under Article 123(2) EPC. The
subject matter of Claiml1 of the fifth request is
therefore, not directly and unanbi guously derivabl e
fromthe content of the application as filed.

For the above reasons, the fifth request nust fail for
non conpliance wth the requirenments of Article 123(2)
EPC

Seventh auxiliary request

4.2

2666. D

Novelty - Article 54(1)(2) EPC

Caiml of the request differs fromdaim1 of the
sixth auxiliary request in that the feature "other than
1, 3- but adi ene” was drawn out and corresponds in fact to
the subject matter of the Claim2 as granted. This
request nust fail for the foll ow ng reasons:

The Board observes that the Appellant decl ared that
Caim1l of the sixth auxiliary request (corresponding
to the third auxiliary request filed with the Statenent
of Grounds of Appeal) was novel over any of the
docunents (1) to (6) by virtue of the disclainer now
present (cf. points 2.1.1, 2.2.2, 3.1 and 3.2 of the
Statement of G ounds of Appeal), acknow edging a
contrario that without the disclainmer the Caim1l of
the sixth request was not novel. Furthernore, the Board
observes that this lack of novelty is wthout contest
established in view of exanple No. 21 of docunent (2)
whi ch di scl oses the conversion of 1, 3-butadiene. The
fact that at the oral proceedings before the Board, the
Appel I ant was not ready to acknow edge that, w thout
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disclainmer, Caiml of the seventh auxiliary request
| acked novelty does not alter that finding.

Now, submtting a Claim1l which indeed conplies wth
the requirements of Article 123(2) EPC but which is
clearly not novel over the cited prior art, and
requesting that the case be remtted to the first

I nstance since the Opposition Division had revoked the
pat ent under Article 123(2) EPC, cannot be regarded by
the Board as serving any useful purpose. The Board
exercising, therefore, the power provided by

Article 111(1) EPC, which states that the Board may
exerci se any power within the conpetence of the
departnment whi ch was responsi ble for the decision
appealed or remt the case to that departnent for
further prosecution, refuses this request for |ack of
novelty of Claiml. Article 111(1) EPC does not
guarantee the parties any right to have all the issues
in the case considered by two instances. Rather, this
Is a matter of discretion which is left to the Board of

Appeal .

auxi liary request

Amendnment of Cdaiml - Article 123(2) EPC

Claim1 was anmended to specify that n-butene was
converted into a product enriched in isobutene and

n- pentene was converted into a product enriched in

i sopent ene. The Appellant argued that Caim1l was
supported by the exanples Nos. 5 and 6 in conbi nation
with the general description of the application as
filed, the gist of which was the sel ective conversion
of linear olefins to branched ol efins of the sane

car bon nunber



5.2

5.3

2666. D

- 14 - T 1217/ 97

Article 123(2) EPC requires that a European patent
application (or a European patent) may not be anended
in such a way that it contains subject-nmatter extending
beyond the content of the application as filed (cf.
poi nt 3.2 above).

First, the Board does not share the Appellant's

subm ssion regarding the definition of the invention.
Contrary to the Appellant's view, the gist of the
invention as it appears in the content of the
application as filed is not a process which enables the
hi ghly specific and sel ective conversion of |inear
olefins to branched ol efins of the sanme carbon nunber.
The invention such as disclosed in the application as
filed relates to the conversion of a feedstock
conprising linear olefins, preferably |linear ol efins
containing 4 or 5 carbon atons, into a product enriched
in branched olefins (cf. page 2, lines 17 to 19 and
page 4, lines 18 to 19). This definition of the

i nvention includes not only internal rearrangenent of
the ol efins concerned but al so reaction between

ol efins. Indeed, the term"linear ol efins" enconpasses
propyl ene, as evidenced by the feature excl uding

propyl ene in the previous requests. Propyl ene cannot
yi el d branched ol efins w thout dinerization or

ol i goneri zation. The process according to the invention
as defined in the application as filed enconpasses,
therefore, depending of the type of catal yst, the

di fferent paraneters such as tenperature, olefins
partial pressure, total pressure, a conversion into a
product enriched in branched ol efin(s), not necessarily
havi ng the sane nunber of carbon atons than the
starting linear olefin feedstock. In the absence of
support in the application as filed for that anmendnent,
the Board nust conclude that the requirenent related to
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the sane carbon nunber is fornulated wi thout a proper
basis therefore. The Board observes, incidently, that
the inclusion of this feature caused the revocation
under Article 123(2) EPC

In view of the above, it cannot be derived fromthe
fact that, for a specific catalyst and specific
tenperature and pressure, the experinental results

di scl osed in exanples Nos. 5 and 6 yield isobutene and
I sopentene respectively, that this wll be the case for
all the enbodi nents within the scope of Caim1l because
this is at variance with the disclosure of the
application as filed (cf. point 5.3 above).
Consequently, the exanples Nos. 5 and 6 are not
representative of the definition of the invention but
only di sclose specific enbodi nents which cannot be
generalised to the whole scope of daim1l. In
conclusion, Caim1l extends beyond the content of the
application as filed.

For the above reasons, the eighth request nust fail for
non-conpliance with the requirenent of Article 123(2)
EPC.

Ni nth auxiliary request

6.1

2666. D

Amendnent of Cdaiml - Article 123(2) EPC

The added feature "predom nantly" introduces a

requi renent neither found in the application as filed
nor derivable therefrom The Board does not contest
that the feedstock obtained in exanples Nos. 5 and 6
conpri se predom nantly n-butene and n-pentene, i.e.
99.42% and 97. 75% respectively. However, there is no
unequi vocal correspondence between the indicated
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amounts and the term "predom nantly" which can be
applied to many other values. Furthernore, the term
"conprise"” in the application as filed (cf. page 4,
lines 18 to 19) is of no significance in that respect.
Consequently, the feature "predom nantly" cannot be

di rectly and unanbi guously derived fromthe application
as filed.

For the above reasons, the ninth request nust fail for
non-conpliance with the requirenent of Article 123(2)
EPC

Tenth auxiliary request

7.1
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Amendnent of Cdaiml - Article 123(2) EPC

The added features "at |east 99.42% by wei ght of

n- butene” and "at | east 97.75% by wei ght of n-pentene”
are drawn fromthe conpositions of the feedstock used
in exanples Nos. 5 and 6 respectively. Those
conpositions are as foll ows:

Exanple No.5 (% by weight) Exanple No.6 (% by wei ght)

n- but ene 99. 42 n- pent ene 97.75
i so-butene 0.44 i so-pentene 1.08
but ane 0.14 pent ane 1.17

Fromthis data, in conbination with the other

i nformati on contained in the application as filed, the
added features cannot be derived directly and

unanbi guousl y because there is no disclosure which
woul d indicate preferring the range above those val ues
rat her than the range bel ow those values. The term
"conprise"” in the application as filed (cf. page 4,
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lines 18 to 19) is indeed of no significance in that
respect either.

7.2 For the above reasons, the tenth request nust fail for
non-conpliance with the requirenent of Article 123(2)
EPC

8. In view of the above, none of the requests neets the

requi renents of the EPC

or der

for these reasons it 1Is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

2666. D



