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Summary of Facts and Subm ssi ons

Eur opean patent No. 0 438 607 was granted with clainms 1
to 16 on 13 Septenber 1995.

. The i ndependent clains read as foll ows:

"1. A coil of pre-lubed steel strip, said strip

conpri si ng:

a steel strip substrate;

and a uni formcoating of |ubricant on each
surface of said substrate; characterised in that

said coating conprises a solid lubricant and
has a coating weight greater than 20 ng/ft.2 (0.22
g/n¥) for lubricity purposes and | ess than
100 ng/ft.2 (1.08 g/nf) to prevent slippage during
operations incident to the blanking of the coiled
strip; and

sai d coating has a needl e penetration hardness
nunber in the range 9-250."

and

"9. A blanking procedure for converting, into blanks,
a coil of pre-lubed steel strip having a steel
substrate with both surfaces covered with a
uni form coating of lubricant, characterised by a
met hod for preventing slippage during nmetering and
| evelling operations incident to said blanking
procedure, said nethod conprising:

providing said uniformcoating as a solid
lubricant and limting said solid lubricant on the
coiled strip to a coating weight greater than
20 ng/ft.2? (0.22 g/n¥) and less than 100 ng/ft.?
(1.08 g/n?); and
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sai d coating has a needl e penetration hardness
nunber in the range 9-250."

L1l According to granted clains 2 and 10 the coating wei ght
is greater than 50 ng/ft2 (0.54 g/ nt).

| V. Wth decision of 22 Cctober 1997 the opposition
di vision rejected the opposition of Hoogovens Staal BV
- appellant in the follow ng - pursuant to
Article 102(2) EPC

V. The appel | ant appeal ed this deci sion on 18 Decenber
1997 paying the appeal fee on the sanme day and filing
the statenment of grounds of appeal on 2 March 1998.

\Y/ Fol  owi ng the board's conmuni cation of 21 Septenber
1999 in which the board dealt with the foll ow ng
docunent s

(D3) Society of Autonotive Engi neers, Technical Paper
No. 870 648, 23rd February 1987, Phillip
L. Coduti: "Tribol ogi cal Behavior of Solid
Lubricant Filnms on Bare and Coated Sheet Steel
Products” (already cited during the exam nation
procedure);

(D4) US-A-4 191 658;
(D5) EP-A-0 043 182 and
(D7) Phillip L. Coduti: "The Production and
| npl enent ati on of Prelubricated Cold Rolled

Steel ™, Lubrication Engineering, Volunme 42, No. 9,
1986, pages 532-538
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oral proceedings were held on 28 March 2000 i n which
the patentee - respondent in the following - filed an
auxiliary request according to which the independent
clains were restricted to a lower Iimt of 50 ng/ft?
(0.54 g/nt), and the appellant and the respondent
essentially argued as foll ows:

(a) appellant

- t he nearest prior art docunment is (D3) which is
based on solid lubricants to be applied on a coi
of steel strip whereby in Figure 5 thereof the
interrel ationship between hardness and content of
solids in the lubricant is discussed;

- wWith respect to granted claiml1l it has to be
observed that the coating only "conprises" a solid
| ubri cant;

- t he conbination of (D3) with further docunents
such as (D4), (D5) and (D7) renders obvious the
cl ai med subject-matter, since the
interrel ationship between the quantity of
| ubri cant and slippage was known to the skilled
person, nanmely in that too little lubricant can
lead to dry spots on the steel strip and too nuch
| ubricant leads to waste of material, slippage and
not necessarily to a higher degree of
| ubrification;

- further relevant prior art is also seen in

(D8) US-A-4 753 743 (cited in EP-B1-0 438 607)
and
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(D9) "Inprovenent of Press Formability of
Precoat ed Sheet Steels by Lubricant FABTECH
| NTERNATI ONAL ' 89, held Cctober 9 to 12,
1989, Rosenont, Illinois

since (D8) discloses a hardness within the clained
range of granted claim1l and the information that
excess lubricant, if any, may be renoved, (see
Exanple 2), and since (D9), see its abstract and
remark 3.2, deals with the application of solid

| ubricants and their thickness and hardness
whereby it is taught that a thickness of 0.5 g/n?
is optinum

respondent’'s argunent of an ex post facto anal ysis
is therefore not justified since nothing has to be
interpreted in the Iight of the clainmed invention

rather can directly be derived fromthe prior art;

under these circunstances the patent has to be
revoked.

r espondent

it is not adm ssible to pick out specific features
fromseveral pieces of prior art since claim1l as
granted is based on a conbination of features so
that the problens of excess |ubricant are

over cone;

wi t hout the exercise of an ex post facto analysis

a skilled person cannot derive fromthe prior art

useful hints to achieve the clained subject-matter
since an incentive to consider pieces of prior art
i n conmbi nati on cannot be seen;



VII.

VI,
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trial and error is not a reliable basis for
achieving the clainmed subject-matter;

(D7) for exanmple relates to liquid l[ubricants and
| eads away fromthe clainmed invention since it is
taught to overcone the problens of slippage
mechani cal | y;

(D3) relates to small test sanples coated with
solid lubricants (see page 2, right colum)

wi t hout, however, leading a skilled person to the
solution of how slippage in conbination with a
pre-lubed strip can be avoi ded;

only by hindsight could a skilled person junp from
docunent to docunment w thout even then necessarily
arriving at a point to limt the anount of

| ubricant to exclude the existence of slippage;

the clainmed invention is therefore not only novel
but al so inventive.

The appel | ant requested that the decision under appeal
be set aside and that the European patent No. 0 438 607
be revoked.

The respondent requested that the appeal be dism ssed,
by way of auxiliary request, with the proviso that the
pat ent be maintained on the basis of clains 1 to 14
filed at the oral proceedings.

Reasons for the Decision

1

1012.D

The appeal is adm ssible.
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Mai n request

3.2

3.3

1012.D

Novel ty

The issue of novelty was not disputed by the appell ant
and the board so that no detailed argunents are
necessary in this respect.

| nventive step

Nearest prior art docunent is (D3) which docunent
teaches the application of solid lubricants on sheet
steel in the formof a coil, see page 12 and paragraphs
headed "Potential benefits", whereby a needle
penetration hardness of 9 is achieved in the exanple
dealt with on page 3, right columm, fifth paragraph of
(D3).

According to page 6, right colum, second paragraph of
(D3) the whol e range between "zero percent solid
[ubricant (i.e., 100%Iliquid |ubricant) to 100% solid

| ubricant was exam ned”. The interrelationship of %
solid and hardness is disclosed in Figure 5 of (D3)
whereby 100% solid equals a hardness of "9" and al ready
30% solid equal s a hardness of "262" i.e. conmpletely
covering the range for the needl e penetration hardness
nunber of granted claim 1. Exam ning the whol e range of
solids content in (D3) clearly means that the skilled
person automatically obtains hardnesses between 9 and
250 as cl ai ned.

In (D3) coating weights up to 2.18 + 0.27 g/nf are
descri bed (see page 3, right columm, paragraph 5) which
according to EP-B1-0 438 607, colum 1, line 55 to
colum 2, line 4, leads to slippage of the strip at the



3.4

3.5

3.6
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nmetering/levelling rollers. Slippage between the strip
and netering rollers causes wong signals in
conmbination with the nmetering rollers so that the

| ength of a nmoving strip is not correctly sensed.

This detrinental effect of the known coating wei ght
according to (D3) will be realized by a skilled person
when using a strip coated in this way w thout know ng
t he clai ned invention.

Confronted with this situation a skilled person woul d
seek to overcone the shortcom ngs of too nmuch | ubricant
on the strip so that this problemhas to be seen as the
obj ectively remaining problemto be solved by a skilled
person starting fromthe nearest prior art

docunent (D3).

It could be argued that the only not-novel feature of
granted claiml1l with respect to the nearest prior art
(D3), nanely reducing the excessive coating wei ght
causing slippage in use of the pre-lubed strip, would
(not only could) be solved by a practitioner by

i nvestigating the background of slippage, imrediately
bei ng aware that an excess quantity (thickness) of

| ubricant is the source of unwanted slippage and
deriving therefromthat it is only necessary to reduce
the lubricant-thickness until the detrinental effect of
sl i ppage i s excl uded.

Under these circunstances trial and error automatically
lead to the result that the lubricant thickness on the
strip has to be restricted to values as in granted

claiml without the exercise of an inventive endeavour.

The above chain of considerations clearly overcones



3.7

3.7.1

3.7.2
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respondent’'s argunment of an interpretation of the prior
art knowi ng the clainmed invention and of picking out
features fromdifferent pieces of prior art to arrive
at the subject-matter of granted claim1.

Even if the above approach is neglected the subject-
matter of granted claim 1l | acks inventive step for the
foll ow ng reasons:

Bei ng confronted with the pre-lubed strip according to
(D3) and its properties, nanely its tendency to cause
slippage at the netering and levelling rollers, it can
be assuned that a skilled person aware of this
situation considers further prior art docunments, for
exanple (D4), (D5) and (D7), to get nore information
about the problem of slippage and how it can be sol ved.
The appel l ant essentially addressed inter alia (D4) in
this respect and deduced that this docunent in
conbination with (D3) renders obvious the subject-
matter of granted claim 1.

As clearly dealt with in the board' s conmuni cation
pursuant to Article 11(2) RPBA under remarks 6.3 and
6.4 (D4) has as its purpose to provide a non-slippery
and solid filmon a strip, see colum 1, line 63 to
colum 2, line 3, or see colum 7, line 66 to colum 8§,
line 2 of (D4). In this context "feeding of blanks" and
"material handling" are expressly addressed in (D4),
see for instance colum 1, lines 42 to 46. In
conbination with the information given on colum 10,
lines 18 to 20, of (D4), nanely that the "film

t hi ckness nay al so be regulated by the use of..." it is
evident that a skilled person considering (D4) is
pushed to reduci ng any excessive anount of solid

| ubricants until no slippage on any rollers is



3.7.3

3.7.4

3.7.5
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observed. Even if (D4) is silent about specific val ues
for an optimum | ubricant-thickness a skilled person is
clearly taught by (D4) to reduce the filmthickness
until slippage is no |longer existent; this teaching
automatically |l eads at least to the upper Iimt for the
filmthickness of granted claim1, nanely 1.08 g/nt.

It has to be added that (D5) inmediately addresses in
its page 14, second paragraph, a range for the

[ ubricant thickness from0.22 to 0.88 g/nf i.e. nearly
identical wwth granted claim1.

Starting from (D3) and considering further pieces of
prior art, for instance (D4) and/or (D5), directly

| eads a skilled person to the subject-matter of granted
claiml1l so that the requirenents of Articles 56 and
100(a) EPC are not fulfilled.

Contrary to respondent’'s findings the above chain of
argunents is not an assessnent of the prior art by an
ex post facto analysis, nor cannot be seen as sinply
pi cki ng out individual features known per se from
different pieces of prior art since the effect of

sl i ppage in conmbination with pre-lubed strips is
directly dealt with in (D4) and partly in (D7).

Agai n the respondent’'s argunent with respect to (D7),
namely that a skilled person would be pushed by

page 537, third paragraph ("It is inperative that line
builders...") to a nmechanical solution of the problem
of slippage, does not exclude the application of a
"squeegy or simlar device" (see (D8), colum 8,

lines 30 to 32) to reduce the filmthickness of the

| ubricant to a range in which slippage does not occur
and in which dry spots on the strip are avoi ded.
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Since (D4) and (D7) al so deal with the probl em of
slippage there clearly existed an incentive for a
skilled person to consider these docunents. Even if in
(D7) oil-base lubricants, see page 533, second

par agraph, are nentioned it may not be derived
therefromthat claim1 as granted differs in this
respect since this claimclearly defines the coating
with the words "conprises a solid lubricant™ (stress
added) and since the hardness range clai ned, nanely
from9 to 250, clearly covers the conplete range from
"liquid to solid", see (D3) and its Figure 5.

From t he above considerations follows that granted
claiml is not valid and cannot serve as a basis for
mai nt enance of EP-B1-0 438 607.

Since the teaching of granted claim9 is clearly
related to granted claiml it is not necessary to give
detail ed argunents for claim9. Caim9 as granted does
therefore al so not define patentable subject-matter

wi thin the neaning of Articles 56 and 100(a) EPC and is
not valid |ikew se

Auxi | iary request

1012.D

Clainms 1 and 8 are the independent clains of this
request and are restricted to a lower limt of 50 ng/ft?2
(0.54 g/nt) as disclosed in granted clains 2 and 10. The
requi renents of Articles 123(2) and (3) EPC are
therefore clearly nmet with respect to the auxiliary
request.

Novel ty was again not disputed in the oral proceedings
so that the crucial issue to be decided is inventive
st ep.
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6. Since the only distinguishing feature with respect to
granted clains 1 and 9 of clains 1 and 8 of the
auxiliary request is the lower Iimt of the film
t hi ckness nost of the above argunents with respect to
the main request are also applicable for the auxiliary
request. From (D9), see remark 3.2, a filmthickness of
0.5 g/nt is disclosed as being "the optimum | ubricant
filmthickness". Under these circunstances clainms 1 and
8 of the auxiliary request do not add anything
inventive to the non-all owabl e mai n request,

Articles 56 and 100(a) EPC. Clainms 1 and 8 of the
auxiliary request are therefore also not valid.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
A. Counillon C. T. WIlson

1012.D



