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Summary of Facts and Subm ssi ons

2619.D

The appeal is fromthe decision of the opposition

di vi sion posted 17 October 1997 rejecting the

opposi tion of opponent 2 (Nelson Industries, Inc.)
agai nst European patent 0 329 659. Qpponent 1

(Fl eetguard, Inc.) had withdrawn its opposition with
| etter dated 15 Septenber 1997.

The independent claim1 of the patent as granted reads
as follows:

"1. An air filter arrangenent conpri sing:

a housing (10) having first and second opposite ends
and a sidewall with an air inlet opening (14) therein;
an air outlet menmber (20) including an inner portion
sized for receipt within said housing second end; an
air filter elenent (15) adapted to be operably received
wi thin said housing (10) and to be nounted in air flow
comuni cation with said air outlet nenber (20);

said air filter elenment (15) including:

a filter (16) defining an open, tubular filter interior;
and

a support positioned within said open, tubular filter
interior;

the outl et nmenber being positionable so that the inner
portion thereof extends into the open, tubular filter
interior;

the outlet nmenber inner portion having an outer surface
and an inner surface;

the filter (16) having first and second opposite ends;
the air filter arrangement including a first end cap(17)
for preventing flow of unfiltered air into said filter
first end, and a second end cap (25);
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said second end cap (25) enclosing said filter second
end;

said second end cap (25) consisting of elastoner
material and having a central aperture therethrough,
providing air flow conmunication with the open filter
interior; said filter elenent being oriented within
sai d housing (10) such that air, during filtering, is
directed through said filter elenent (15) in a
direction toward said i nner support; the arrangenent
bei ng characterized in that

(a) it includes a sealing arrangenment |lining said
second end cap central aperture;
sai d sealing arrangenent including a sealing
portion (25a) of the second end cap (25);
said sealing portion (25a) consisting of soft,
conpressi ble, elastoner material positioned within
the filter open, tubular, interior and adjacent
t he support (15a) on an opposite side thereof from
the filter (16), said sealing portion (25a) being
conpressed, within the open filter interior,
bet ween the support in the open, tubular filter
interior and the outer surface of the inner
portion of the outlet nmenber (20), when the outl et
menber (20) is positioned with the inner portion
t hereof extended into the open, tubular filter
interior;
said sealing portion (25a) being sized, relative
to said air outlet nenber (20), to forma radial
seal with said outlet nmenber (20) when said air
filter element (15) is nmounted on said air outlet
menber (20); and
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(b) the outlet nenber inner surface defines an inner
wal | of an air outlet passage fromthe filter

interior."

The opposition division came to the concl usion that
claiml as granted fulfilled the requirenments of
Article 123(2) EPC, and that the clainmed subject-matter
was novel and inventive over the prior art considered,

whi ch included the foll ow ng docunents:

D2: FR-A-1 131 647

D9: GB-A-1 499 922.

An appeal was filed by Nelson Industries (opponent 2).
Wth its statenent of the grounds of appeal, it inter
alia filed a further prior art docunent:

D13 = DE-A-34 05 7109.

It inter alia argued in this and further witten
subm ssions that the subject-matter of granted claiml
was obvious in view of the disclosure of D13.

Inits replies, the respondent (patent proprietor)
inter alia filed a translation of D13 into English, and
rejected the objections based on D13. Additionally it
subm tted copies of industrial standards and evi dence
supposed to show the acceptance and commerci al success
of the air filters as clainmed for heavy duty vehicles.

On 27 June 2001 a third party intervened in the
proceedi ngs claimng that the patent proprietor had
instituted proceedings for infringenent of the patent
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against it within the nmeaning of Article 105 EPC.

Copi es of the infringenent action and its notification
to the patent proprietor were joined. The intervention
whi ch had been based inter alia on a new prior use was
wi t hdrawn on 23 Novenber 2002.

The parties were sunmoned to oral proceedings.

Wth its letter dated 13 January 2003, the
representative of the appellant informed the board that

t he appel | ant (opponent 2) Nel son Industries, Inc. had
nmerged into the corporation Fleetguard, Inc., Nashville,
Tennessee, and filed a copy of a certificate of nerger.
He requested a change of the regi stered opponent from
formerly Nelson Industries, Inc. to the said Fleetguard,

| nc.

In preparation for the oral proceedings, the respondent
submtted sanples of different filter elenents and a
video tape. Wth its letter dated 28 February 2003, it
filed an affidavit of Thomas G MIller and two anended
sets of clains |labelled "primry nove" and

"1%t auxiliary nove". It questioned whether Fl eetguard,
Inc. was entitled and had a legitimate interest to
resune the appeal of Nelson Industries, Inc. subsequent
to the wthdrawal of its own opposition during the
proceedi ngs before the opposition division. Referring
to the affidavit of M. Mller, it inter alia conmented
on the proposed anendments, on the nmeaning of the terns
used in the clains, and on the rel evance of D13, D9 and
D2 with respect to inventive step.

Oral proceedi ngs took place on 11 April 2003. During
t hese oral proceedings, the respondent presented a
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further anmended set of 19 clains as nmain request and a
fresh first auxiliary request.

Claim 1 of the anended main request reads as foll ows:

"1. An air filter conprising:

a housing (10) having first and second opposite ends
and a sidewall with an air inlet opening (14) therein;
an air outlet menmber (20) including an inner portion
sized for receipt within said housing second end; an
air filter elenent (15) adapted to be operably received
wi thin said housing (10) and to be nounted in air flow
conmuni cation with said air outlet nmenmber (20);

said air filter elenment (15) including:

a filter (16) defining an open, tubular filter

interior; and

a supporting liner positioned within said open, tubular
filter interior; the outlet nenber being positionable
so that the inner portion thereof extends into the

open, tubular filter interior;

the outl et nmenber inner portion having an outer surface

and an i nner surface;

the filter (16) having first and second opposite ends;
the air filter including a first end cap (17) for
preventing flow of unfiltered air into said filter
first end, and a second end cap (25);
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said second end cap (25) enclosing said filter second
end;

said second end cap (25) consisting of el astoner
material and having a central aperture therethrough,
providing air flow conmunication with the open filter
interior; said filter elenent being oriented within
sai d housing (10) such that air, during filtering, is
directed through said filter elenent (15) in a
direction toward said inner supporting liner; the air
filter being characterized in that

(a) it includes a sealing surface (25a) lining said
second end cap central aperture;

said end cap (25) consisting of a soft, conpressible,

el astoner urethane foam material positioned within the
filter open, tubular, interior and adjacent the
supporting liner (15a) on an opposite side thereof from
the filter (16), said end cap (25) being conpressed,
within the open filter interior, between the supporting
liner in the open, tubular filter interior and the
outer surface of the inner portion of the outlet nenber
(20), when the outlet nmenber (20) is positioned with
the inner portion thereof extended into the open,

tubular filter interior;

said sealing surface (25a) being sized, relative to
said air outlet nmenber (20), to forma radial seal with
said outlet nenber (20) when said air filter elenent
(15) is nmounted on said air outlet nmenber (20); and

(b) the outlet nenber inner surface defines an inner
wal | of an air outlet passage fromthe filter

interior."
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In conparison to claim1 of the main request, claiml
of the first auxiliary request conprises the additional
term"relatively” inserted in front of the term"soft".

During the oral proceedings, upon being questioned by
the board, the appellant inter alia stated that
considering the forces nmentioned in D13 in connection
wi th the pushing-onto and the pulling off of the filter
el ement, one can assune that a radial seal is present,
but that it was unclear whether this seal was | ocated
inside or on the radially outer side of the filter

el ement .

The parties' oral and witten subm ssions, as far as
they are relevant for the present decision, can be
sunmari sed as foll ows:

According to the respondent, claim1l according to both
requests was to be construed as being directed to air
filters, wherein the filter elenment was radially seal ed
agai nst the outlet tube by neans of an inner annul ar
region of the elastoneric end cap consisting entirely
of a particularly soft PU (pol yurethane) foam not
previously used in the manufacture of air filter

el enents. This sealing region of the end cap was
"distinct" or "separated" fromthe remainder of the end
cap by means of an inner supporting liner. For the
formation of the radial seal, the said region was to be
conpressed between the outlet tube and the supporting
inner liner, the latter being necessarily sufficiently
rigid to support the conpressive forces exerted by the
outlet upon its insertion. Such a rigid inner |iner
woul d not yield upon insertion of the outlet tube and
woul d not permit the entire end cap to expand. Due to
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the use of a particularly soft PU foammaterial and a
rigid liner, the conpressive seal was "confined to" or
"contained in" the region of the end cap | ocated
between the Iiner and the outlet nmenber, making the
seal strong and reliable enough to be suited for heavy
duty applications such as over-the-road trucks and
tractors. The respondent considered this interpretation
of claiml1l to be immediately apparent to the skilled
person and to be justified in view of clains 1 and 2,

t he description and figures 1 and 3 of the application
as filed. D13 did not disclose a radial seal of this
type, and since it did not nmention air filters suitable
for use in heavy duty applications such as over-the-
road trucks and tractors, it could not render the

cl ai med subj ect-nmatter obvious.

The appel |l ant objected to the respondent’'s construction
of claim1l according to both requests. Mre
particularly, it pointed out that the respective

claims 1 were silent about the rigidity of the inner

i ner, about neasured softness values of the PUfoamto
be used and about any particul ar intended uses of the
air filters. It considered that the specific neaning
given by the respondent to the expressions "conpressed
bet ween" and "inner supporting liner" could not be
gathered fromthe application as filed. The appel | ant
argued that D13 disclosed all the features relating to
the seal, and that the provision of a housing as

cl aimed was an obvi ous neasure for a skilled person
trying to provide a conplete air filter on the basis of
the information given in D13.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.
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The respondent requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of claim1 of the main request filed during the
oral proceedings, clainms 2 - 19 and description to be
adapted. As auxiliary request the respondent requested
that the patent be nmaintained on the basis of the main
request with the proviso that the word "relativel y" was
to be inserted in claiml1, page 2, line 1 after the word
"a" and before the word "soft".

Reasons for the Decision

1. Status of the appellant and adm ssibility of the appeal

1.1 The appeal was filed by opponent 2, Nelson Industries.
In the course of the appeal proceedings the appell ant
requested to record a change in the status of being
opponent and appellant fromthe original appellant to
Fl eetguard, Inc., Nashville, Tennessee, on the ground
that the appellant had nerged into this conpany.

According to the established jurisprudence of the
Boards of Appeal, in the event of a universa
succession in law - as is the nerger of |egal persons -
the status of opponent is transferred to the |egal
successor (Singer/Stauder, Europai sches

Pat ent Uber ei nkommen, second edition, Col ogne 2000,
Article 99, note 72).

The board had originally expressed doubts as to whet her
t he appellant's request could be granted because
according to the docunments submitted the origina

2619.D
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appel l ant was nerged into a Fl eetguard Inc.
incorporated in and under the |aws of the State of

| ndi ana, whereas a Fleetguard Inc., Nashville,
Tennessee had been indicated as the new opponent. The
board's doubts have, however, been overcone by the
appel l ant's expl anati on corroborated by an affidavit
pl ausi bly showi ng that Fleetguard Inc. was indeed a
corporation according to the laws of the State of

| ndi ana and the address in Tennessee was the postal
address of the conpany's operative headquarters.

The board is therefore satisfied that the conditions
for Fleetguard Inc. to be the new opponent and
therefore also to be the appellant are net.

The respondent doubted the right of Fleetguard Inc. to
now act as opponent and appel | ant because it had
originally filed an opposition itself, but had then

wi t hdrawn this opposition during the proceedi ngs before
the opposition division to pursue a license with the
patent proprietor. After having taken the license it

had purchased the original appellant. The respondent's
conclusion was that Fleetguard Inc. therefore |acked a
legitimate interest to take | egal action again on the
basis of the opposition filed by the original appellant.

The board is unable to endorse this view It is the
characteristic of a universal |egal succession that the
| egal successor acquires the |egal status of the |egal
predecessor as it stands ie all the duties but also the
rights of the |egal predecessor pass over to himas of
right and as they stand. Mreover, as a legitinmate
interest is not a requirenment for an opposition to be
adm ssible (G 3/97 and G 4/97, Q) EPO 1999, 245 and
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270, points 3.2.1 et seq., see also Singer/Stauder,
loc.cit., Article 99, note 17 et seq.), it can al so not
be required as a condition for being entitled to
continue an opposition as the |egal successor of the
origi nal opponent. Wether or not an opponent acts
unlawful ly or contrary to contractual obligations in
relation to the proprietor by pursuing an opposition
against its patent is, as a matter of principle,
out si de the opposition procedure and is not to be
exam ned by the EPO but falls within the remt of the
national courts. Even where the opponent's contractual
relations with the proprietor are so strong that it is
under a no-chal l enge obligation (which has, however,
not been submtted here), this has no effect on the
adm ssibility of an opposition filed by it with the
EPO, but the proprietor nust attenpt to enforce its
rights before the conpetent national authorities

(G 3/97 and G 4/97, loc. cit., point 3.3.2 of the

reasons).

Therefore, in the present case the appeal has not
beconme i nadm ssible by the fact that it has been taken
over by Fleetguard Inc..

3 In the remai nder of the present decision Fleetguard,

Inc. will therefore be addressed as "the appellant”.

Mai n request

2.

Construction of claim1l

1 I n di scussing the relevance of the prior art, the
parties strongly disagreed on the neaning to be given
to the expression characterising the seal of the air

2619.D
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filter according to claiml, ie "said end cap (25)
bei ng conpressed, within the open filter interior,

bet ween the supporting liner ... and ... the outlet
menber". The nmeaning of this expression therefore needs
to be construed by the board in the light of the total
di scl osure of the application as filed and the general
knowl edge of the skilled person at the date of filing.

As was acknow edged by the respondent during the oral
proceedi ngs, the application as filed, |ike present
claim1, does not explicitly mention that the
conpressive forces are to be confined to or contained
within the region of the end cap | ocated between the
inner liner and the outlet nmenber. Mre particularly,
the application as filed does not explicitly address

t he questions of whether or not the inner liner may
yield and of whether or not the entire end cap may
expand (leading to an increased outer dianeter) upon
insertion of the outlet nmenmber. Likew se, the
application as filed does not state expressly that the
supporting liner is intended to support the conpressive
forces occurring in the end cap material. Hence, it
nmust be exam ned whet her the application as filed

provi des sufficient inplicit support for the
construction of claim1l1l as suggested by the respondent.

Fromthe description and clains as filed it can be

gat hered that the conpression required for achieving a
radial seal is to be obtained by providing an outl et
menber having an outer surface with cross-sectional

di mensi ons | arger than the cross-sectional dinensions

of the inwardly oriented surface of the annular end cap,
see page 6, line 15 to page 7, line 5, and claim5. The
sole end cap material explicitly disclosed is a foaned



2.2.2

2619.D

- 13 - T 1204/ 97

PU el astoner which is soft and hence inplicitly
conpressible in the strict sense, ie which is reduced
in vol une when subjected to pressure, by virtue of the
conpressi bl e gas pockets contained therein. Due to the
rel ative di nensions of the outlet nmenber and the
central aperture of the end cap, and due to the annul ar
shape of the PU material, the surface region of the
inwardly oriented surface of the annular end cap is
thus inevitably conpressed, at least to a certain
degree, upon insertion of the outlet tube. This
conpression is inevitably acconpani ed by an expansi on,
ie an increase of the cross-sectional dinensions, of

t he inner surface region of the annul ar end-cap.

The description as filed does not indicate that the
inner liner mentioned in connection wth the enbodi nent
shown in the figures is of inmportance in achieving the
said conpressive radial seal, see page 5, lines 1 to 5
and page 8, line 22 to page 9, line 3. The description
nmerely states that the end cap material is conpressed
at its inner surface. Mreover, the description as
filed does not address the rigidity or the non-yielding
of the inner liner and the confinenent of the
conpressive seal to the region between the inner |iner
and the outlet nenber as essential features in
connection with the formati on of the desired radial
seal. In the sole passage relating to the strength of
the supporting liners to be used, it is nerely said
that the (axial) strength and rigidity of the known
liners suitable for use in axially sealed filter

el enents, is not required, see colum 6, lines 2 to 16.
I n connection with the discussion of D13, the
respondent has pointed out that this docunent does not
i ndi cate whether the netallic cylindrical inner liners
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di scl osed therein are axially soldered or not, and
hence radially yielding or not. The board notes that
the sane is true for the present patent: Although it is
clear fromthe description that the preferred filter

el ement shown in the drawi ngs conprises a relatively
heavy inner liner of perforated netal (see colum 3,

lines 48 to 50, and colum 6, lines 2 to 8), the
contested patent, like D13, is silent about whether the
cylindrical liner is axially soldered or not, and hence

radially yielding or not.

Figures 1 and 3 of the patent represent a preferred
enbodi nent. They are of a schematic nature and not
drawn on the sane scale. Wat can clearly be taken from
Figures 1 and 3 in conjunction with the correspondi ng
description is that a radial seal is obtained by the
conpression due to the differing dinmensions of the
inwardly facing surface 25a of the annular end cap and
of the exterior surface of the outlet nenber, the

di aneter of the surface 25a inevitably increasing to
conformwi th the outer dianmeter of outlet nenber.
However, the board holds that, due to their schematic
nature, figures 1 and 3 cannot, per se or in connection
wi th the correspondi ng description, present the skilled
reader with the inplicit information that the inner
l[iner may not at least slightly yield or that the outer
di aneter of the end cap may not at |east slightly

i ncrease upon insertion of the outlet nmenber, ie that
no di nensi onal changes occur in the end cap in the

regi on outside of the inner liner.

The functional expression "conpressed between"
conprised in present claim1l occurs only twice in the
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entire application as filed, nanely in clains 2 and 6
t her eof .

However, |ike the description, claim6 clearly refers
to the conpression of the inwardly facing surface of
the end cap by virtue of the dinensioning of the end
cap aperture and the outlet nmenber. According to
claim®6, the said surface is said to be conpressed

bet ween the outl et nenber and an inner |iner. However,
it is not said that substantial conpressive forces
actually reach this inner liner, let alone that this
inner liner must be so rigid as to confine the
conpression of the end cap material to its interior.

Claim2 as filed specifies that the end cap is
construed and arranged to be conpressed between the air
outl et menber and a supporting liner of the filter

el enent. As pointed out by the appellant, said claim?2
was not clearly linked or related to sone ot her
specific part of the description or to the draw ngs of
the application as filed. Taken by itself, and unlike
eg figure 1 or claim6 as filed (see page 12, lines 13
to 14), claim2 neither specifically refers to an inner
region of the end cap to be conpressed or to a
specific, eg inner, position of the supporting liner.
On the other hand, according to the other parts of the
application as filed, the seal is nerely said to be
obt ai ned by the conpression of the annular end cap at
its inwardly facing surface, which has a smaller

di aneter than the outer dianeter of the inserted outlet
tube, see page 6, lines 25 to 28, and clains 1, 5 and 6
as filed. Moreover, claim2 as filed does not specify
which part of the air filter elenent is actually to be
supported by the liner, and for which purpose. The
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respondent argued that in view of the expressions
"conpressed between" and "supporting liner" the skilled
person could only understand fromclaim?2 as filed, in
the context of the entire application, that it was
meant that an inner liner was provided for supporting

t he radi al conpressive forces exerted by the outl et
menber upon its insertion into the end cap. However,
the board notes that the only occurrence of the
functional term "supporting” in the application as
filed is in the said claim2 itself. On the other hand,
t he appel | ant convi nced the board that a skilled person
not knowi ng the respondent's interpretation of this
term could consider that the liner nentioned in
claim?2 as filed, irrespective of its location, was
sinply provided to support the pleated paper filter
medi um agai nst col | apse during filtration. The | anguage
used in prior art docunent D13, ie "Filterkorper, der

i nnen von ei nem St ut zkdr per abgestutzt w rd" (see
claiml1 and page 6, |ast paragraph of D13) supports
this view Consequently, the board cannot accept that

t he skilled person woul d understand the functional
expression "conpressed between" as used in claim2 as
filed to nmean that the conpressive forces mnust
necessarily be contained in the region of the end cap
which is | ocated between the outlet nmenber and a rigid,
non-yielding liner. Hence, the board holds that said
claim2 cannot, due to its "isolation”™ within the
application as filed and to its lack of precision as to
t he neani ng of the functional expressions "supporting”
and "end cap conpressed between", be considered to
represent a clear and unanbi guous discl osure of such a
seal .
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2.2.5 The board also notes that neither claim21 nor the
application as filed conprise indications concerning a
nore precise nmeaning of the term"soft" as used in
claiml for describing the end cap material, eg in
terns of Shore A hardness values or in ternms of
specific, less soft, conparative materials. Al the
description says is that the properties of the material,
including its softness, nmust be such "that it is
capabl e of functioning as a seal or gasket", see page 6,
lines 11 to 15. In the board's view, the fact that the
application as filed al so uses the term gasket when
referring to the end cap 25 or its inner surface 25a
see page 3, last line and page 8, line 5, cannot, in
t he absence of further indications, be considered
necessarily to inply a reference to a conpression
between two hard (ie non yielding) nmechanical parts.

2.2.6 In view of the above considerations, the board has
serious doubts whether the parts of the application as
filed di scussed above may be viewed in conbination and
may t hereby be considered to constitute a clear and
unambi guous di sclosure of a filter corresponding to
present claim1l as construed by the respondent.

2.3 Mor eover, even accepting for the sake of argunent that
the preferred enbodi nrent shown in figures 1 and 3 as
filed inplicitly disclosed the said type of seal by
virtue of the indication "relatively heavy perforated
metal liners", the dinmensions shown in the figures, and
the suitability of the filters for use in heavy duty
applications, such as in trucks or tractors, the board
still takes the view that claim1l cannot be construed
as being limted to an air filter suitable for use in
trucks or tractors, with a conpressive seal confined to

2619.D
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t he space between the inner liner and the outlet nenber
as suggested by the respondent, since neither the

i ntended uses not the features leading to such a seal,
ie the use of arigid, non-yielding inner liner in
conmbination with a correspondingly soft end cap
material are recited in present claiml, and are not
necessarily inplicit to the functional expression
"conpressed between" as used in present claim1, when
taken in its broadest neani ngful sense. As set out
above, the application as filed does not provide
sufficient information to justify the narrow
interpretation of the said functional expression, which,
in view of the contents of the application as filed,
can al so be construed to sinply refer to a conpression
"at the surface" of the end cap aperture, hence at a

| ocati on between the outlet nenber and the inner |iner.

Consequently, the board holds that present claiml,
when properly construed in the light of the application
as filed and the know edge of the skilled person,
enconpasses all those air filters wherein the filter
elenment is radially seal ed against an inserted outl et
tube by neans of an annular end cap made of a soft
conpressi ble PU foam material, which end cap has an
inwardly directed surface having a dianmeter smaller
than the dianmeter of the outlet tube, and wherein the
seal is achieved by conpressing the end-cap material at
|l east in a surface region | ocated between the inserted
outl et tube and an inner supporting liner of the filter
el ement. Present claim1l does not exclude inner |iners
which are not rigid enough to suppress any yielding

t hereof and does not require that the seal formng
conpressed region be confined to or contained within

t he annul ar regi on between the outlet tube and the
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liner, in the sense that the conpressive forces are
supported by the inner liner and that outer dianeter of
the end cap nmay not expand when the seal is forned.
Neither is claiml restricted to air filters suitable
for being used as air intake filters in trucks or
tractors.

Amrendnent s

In the board's view, the conpliance of claim1 as
anmended during the appeal proceedings with the

requi renent of Article 123(2) and (3) EPC cannot or can
no | onger be chall enged on the basis of the objections
rai sed during the prosecution of the case. The board is
satisfied that anmended claiml1 in its present wording,
construed as set out above, finds sufficient basis in
the application as filed and is restricted in
conparison to claiml1l as granted, by virtue of the
inclusion of the additional feature "foanmed urethane”

and "inner supporting liner".

The feature "soft" as contained in present claiml,

whi ch was objected to for lack of clarity by the
appel l ant during the oral proceedi ngs before the board,
was already present in claiml1l as granted. Since |ack
of clarity is not a ground for opposition, and since

t he objection does not arise fromthe anendnents to the
clainms, it need not be further considered, see eg

T 301/87 (QJ EPO 1990, 335).
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| nventive step

The main further issue in dispute at the oral
proceedi ngs was the presence or absence of an inventive

st ep.

Cl osest prior art

The introductory sentence of the patent specifies that
the clainmed invention relates to air cleaners with

pl eated filter elenents "used primarily with over-the-
road trucks and agricultural tractors”. In view of this
wor di ng, other uses of the clained air filters are not
excl uded. Considering its construction of claim1l (see
poi nt 2. above), the board thus takes the view that
claim 1l cannot be considered to be limted to air
filters suitable for being used in trucks or tractors,
and that the subject-matter of claim1 cannot be
considered to be specifically adapted for these uses.
Consequently, the prior art to be taken into account as
starting point in the assessnment of inventive step need
not necessarily be chosen fromthe specific field of
air filters for heavy duty vehicles.

On the other hand, and in contrast to the inpression
given by the introductory part of the contested patent
relating to the prior art (see colum 1, line 15 to
colum 2, line 4 and columm 2, lines 40 to 57), the
person skilled in the art already knew, before the
filing date of the contested patent, air filter
arrangenments wherein an open end cap is radially seal ed
against an air outlet tube extending into the interior
of a cylindrical filter elenent, as well as their use
in filtering the intake air of internal conbustion
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engi nes, see eg D2, l|eft-hand colum, second paragraph,
and figure 1, and D9, page 1, lines 9 to 14, clains 1,

2 and 7, and figures 3, 5 and 7 and the correspondi ng

descri ption.

Another air filter with a filter element radially

seal ed against an air outlet tube is known from D13.
Thi s docunent discloses a cylindrical air filter

el ement to be used for instance in larger or industrial
vacuum cl eaners, able to withstand high | oad operating
conditions and neverthel ess being easy and fast to
exchange. The filter elenment conprises an inner |iner
(2) supporting a pleated filter nmedium (1), said liner
being fabricated fromw re nmesh, perforated sheet netal
or plastic grid. The filter elenment is closed by an
end-cap (3) at one of its ends. At the opposite end of
the filter elenment, the cylindrical inner liner is
enbedded in an annular mass (7) of soft foaned

pol yur et hane which is to be considered as a second end
cap having a central aperture. For use, the filter
elenment is said to be pushed onto ("aufgesteckt") an
air suction tube operating as air outlet nmenber, the
open annul ar pol y-urethane end cap thereby form ng an
annul ar seal ("Ring-D chtung”, "uml aufende D chtung").
In operation, the air to be filtered flows through the
pl eated nmediumtowards said inner line and | eaves the
filter via the air outlet nenber. See in particul ar
figure 1, clainms 1, 5 and 7, page 3, second paragraph,
the first two sentences, page 4, first paragraph,

page 6, |ast paragraph, page 7, third full paragraph,
and page 9, the first two lines.
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As enphasi sed by the respondent, D13 does not contain a
drawi ng actually showing the details of a filter

el ement positioned on an outlet tube. Al so, D13 does
not explicitly state whether the annular seal is
supposed to act radially, ie against the outlet tube,
axially, ie against some housing part not shown, or
both axially and radially. However, considering that
D13 is silent about any surface agai nst which the
annular sealing ring is to be axially pressed upon use,
and considering further that radial seals were known to
the skilled person in the field of air filters at the
date of filing the patent in suit (see above point
4.1.2), there is no reason why the skilled person would
find the disclosure of D13 inconsistent with the
avai l abl e prior art. The board is thus convinced that a
skill ed person woul d understand the | anguage used in
D13, ie the reference to the pushing of the filter

el ement onto the outlet tube and its pulling off, in
conmbination with the reference to the forces required
to do so, to inplicitly disclose in a clear and

unanbi guous manner a radi al seal between the soft

f oamed annul ar pol yuret hane end cap material and the
outl et tube, see in particular D13, page 4, |ast

par agr aph and page 8, |ast paragraph.

The respondent further argued during the oral
proceedi ngs that even assumng in view of the forces
mentioned in D13 that some kind of radial seal was
formed by pushing the filter in its operational
position, the said radial seal could also be |ocated at
the outer circunferential surface of the annular end
cap. The board does not accept this argunment, since
claiml1l of D13 clearly refers to the pushing of the
filter element onto the outlet tube ("auf Ansaugstutzen
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auf gesteckt"), which wording | eaves no roomfor the
interpretation of the respondent.

The board is al so convinced that the skilled person
woul d clearly and unanbi guously consi der the | anguage
used in D13, ie the expression "pushed onto"
("aufgesteckt™), in conmbination with the nmention of the
forces required to actually push the filter el ement
onto the outlet tube, and the information provided by
Figure 1, to inplicitly disclose the further seal-
related features of present claim1l as construed by the
board as well (see point 2. above). In particular, it
directly follows fromthe type of seal material used,
ie a soft, foanmed and hence conpressible PU, and from
the forces required to generate the radial seal, that
the seal material is expanded and thus conpressed, at

| east to a certain degree, at its inwardly oriented
surface, upon being pushed onto the outlet tube. To
achieve this effect, the outer dianeter of the outl et
tube must necessarily be | arger than the narrowest

di aneter of the central end cap aperture. Looking at
Figure 1 of D13, this unanbiguously inplies that the
outl et tube penetrates the end cap and extends into the
filter elenent interior at |east down to the | ower edge
of the end cap aperture. Fromthe fact that inits
narrowest part the inner circunferential surface of the
end cap shown in Figure 1 of D13 is surrounded by the
concentric inner liner 2 at least up to a certain
depth, it clearly follows that the conpression of the
pol yur et hane occurring at the said circunferenti al
surface is at least in part |ocated between the outl et
tube and the inner liner 2, which may be nore (plastic
mesh) or less (perforated netal) rigid or yielding.
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Consequently, the only features of present claim1l as
construed by the board which can be regarded as not
being disclosed in D13 are the ones relating to the
specific construction of the filter housing and its
relative arrangenent with respect to the filter el enent
and the outlet tube, ie the features "a housing (10)
having first and second opposite ends and a sidewal |
with an air inlet opening (14) therein; an air outlet
menber (20) including an inner portion sized for
recei pt wthin said housing second end; an air filter
el enent (15) adapted to be operably received within
said housing (10) and to be nmounted in air flow
conmuni cation with said air outlet menber (20)".

Considering that the prior art to be taken into
consideration as the closest prior art for the
assessnment of inventive step is not restricted to air
filters for heavy duty vehicles, and that D13 di scl oses
an air filter with a radial type seal as defined in
present claim1, the board shares the opinion of the
appellant that it is docunent D13 which represents the
said closest prior art.

Techni cal probl em

In view of the disclosure of D13, the technical problem
to be solved by an air filter according to present
claim1l as construed by the board can be seen in
provi di ng, based on the indications given in D13
concerning the filter elenent and its interaction with
the outlet tube, a conplete and fully functional device
for air filtration, such as eg an industrial vacuum

cl eaner.
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Obvi ousness of the solution

Air cleaners of the suction type and nore particularly
| arge or industrial vacuum cleaners of the type
referred to in D13 generally conprise a housing wthin
which a filtering elenment is arranged. Dirt |aden air
is sucked into the housing and agai nst and through the
filtering element fromthe outside to the inside

t hereof, whereby the dirt is separated and retained

wi thin the housing. The cleaned air |eaves the filter
interior and the housing and flows further towards the
air suction device. Such a housing will generally have
parts that could be considered as first and second ends
in the broadest sense.

The respondent has not provided argunments supportive of
an inventive step based on the features of claiml
which relate to the construction of the housing and the
inlet to the housing or the conbination of such
features with the air filter disclosed in D13. It has
essentially based its argunentation on the all eged
differences in terns of the seal construction, the
seal i ng nmechanism and the intended uses of the filters
according to the present patent and D13, respectively.
In view of the proper construction of claim1 as
adopted by the board (see point 2. above), these
argunents cannot, however, contribute to establish an

i nventive step.

The board takes the view that in reducing to practice
and conpleting the information given in D13, the
skilled person would provide a housing with an air
inlet around the radially seal ed system of outlet tube
and filter elenment disclosed therein. Arranging the air
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intake in a side wall, and arranging the air

outl et/suction tube at one of the said two ends are
nmere design options which are near at hand to the
skilled person. The board thus conmes to the concl usion
that the skilled person confronted with the stated
techni cal probl em woul d consider the incorporation of
t he system di sclosed in D13 into a housing, and
particularly into a conventional industrial vacuum

cl eaner housing, as well as the arrangenent of the air
inlet and outlet in the way recited in present claim
as an obvious solution of the stated technical problem

Since the subject-matter of claiml is not based on an
inventive step as required by Article 56 EPC, the main
request cannot be al | owed.

First auxiliary request

2619.D

Arendnent s

The insertion of the term"relatively" in connection
with the term"soft" finds a basis on page 6, |line 13
of the application as filed. This amendnent can only be
considered to restrict, if at all, the scope of claiml
according to the main request. Hence, the anmendnent
fulfils the requirenents of Article 123(2) and (3) EPC.

Construction of claim1l

Even when considering the entire contents of the
application as filed, the board takes the view that no
clear additional information can be attributed to the
expression "relatively soft" as conpared to the term
"soft". In particular, the application as filed does
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not support the respondent’'s allegation according to
whi ch the expression "relatively soft"” should be
construed as restricting the seal formng materials to
t hose which are softer than any of the other sealing
materials used in air filter elenents before the filing
date of the contested patent, including the soft PU
foans as disclosed in D13. The entire passage of the
application as filed which relates to the consi stency
of the end cap material does not indicate or inply any
clear basis for the conparison inplicit to the term
"relatively", see page 6, lines 11 to 15. Said term
could al so, for exanple, be understood to qualify the
PU material used in conparison to relatively hard

pl asti sol seal materials, or in conparison to known PU
materials ranging fromhard to soft.

| nventive step

Since in the board's view the insertion of the term
"relatively"” does not inply any clear additional
substantive difference of the clained subject-matter
over the disclosure of D13, this anmendnent cannot
affect the assessnment of inventive step. For the sane
reasons as given above concerning claim1l of the main
request, the subject-matter of claiml1l of the first
auxiliary request is thus found not to be based on an
inventive step as required by Article 56 EPC.
Consequently, the first auxiliary request cannot be
al | owed either.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
U. Bul t mann R Spangenberg
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