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Summary of Facts and Submn ssions
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The appeal is fromthe decision of the Qpposition
Division to revoke European patent No. 0 437 888, which
was granted in response to European patent application
No. 90 203 444.6.

The basis for the contested decision was the patent as
granted. The only i ndependent claimof the patent in
suit read as follows:

"A spray-drying process which conprises feeding an
aqueous slurry to a spray drying zone, contacting the
slurry with drying air to forma spray dried powder, in
whi ch the npoisture content of the powder is
automatically maintained at a preset |evel by neasuring
its actual value and feeding it to a conputer which at

| east controls the tenperature and/or flow of the
drying air as a function of past values of said flow
and/ or tenperature and as a function of current and
past val ues of the powder noisture content."”

This claimwas rejected on the ground that its
subj ect-matter | acked novelty over

D1: Fette, Seifen, Anstrichmttel, 87, No. 10, 1985,
pages 417 to 420.

The Qpposition Division held that DL inplicitly

di scl osed that the tenperature and/or flow of the
drying air was controlled by the past values of said

fl ow and/or tenperature and a function of current and
past val ues of the powder noisture content. Their
conclusion was at | east partly based on the fact that
both in D1 and the patent in suit a regression analysis
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was used to determ ne the factors in the algorithm of
the mat hematical controlling nodel connecting the input
paraneters, of which tenperature and flow of the drying
air were explicitly nentioned, and the product
paraneters, of which the noisture content of the
product was explicitly nmentioned. In their opinion the
nmet hod of regression analysis inplied that neasured
current and past values of the relevant paraneters
recorded in the conputer were used to control the input
paraneters. In this respect reference was nade to

D3: Uberwachung und Fehl erdi agnose, R |sermann,
pages 12 and 13.

Thi s docunent was introduced by the Opposition Division
during oral proceedings on 10 Septenber 1997. By letter
dated 11 Septenber 1997 the representative of the
appel l ant submtted that he had objected to the

i ntroduction of D3 during the oral proceedings for
being late and requested to record this in the m nutes
of the oral proceedings.

Wth the statenent of the grounds of appeal, the

appel lant filed two new docunents relating to
regressi on analysis and a copy conprising bibliographic
data concerning D3. According to these data D3 was
publ i shed in 1994.

In his reply, respondent Henkel (Ol) nmade reference to
two chapters from"U | manns Encykl opéadi e der

techni schen Chem e", Volune 4, 1974 in order to show
that the information in D3 with respect to regression
anal ysis bel onged to the conmon general know edge of
the skilled person.
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Oral proceedi ngs, which were not attended by respondent
Procter & Ganble (Q2), took place on 5 March 2001.

The appel lant's argunents can be summari zed as fol |l ows:

Wth respect to the substantive issues, the appellant
argued that Dl did not disclose the essential feature
of claiml1, that recorded past values of flow and/or
tenperature of the drying air and current and past

val ues of the powder noisture content were used to
control the noisture content of the powder. The current
and past values of the controlling paraneters nentioned
in claiml were based on the neasurenents during the
actual spray drying process and nust be differentiated
fromthe earlier neasurenents to set up the contro
algorithmfor the conputer. Regression analysis, based
on earlier experinments, was used in the set up of the
controller. In Dl regression analysis was al so only

di scl osed as a tool to set up the controller. D1 did
not disclose any algorithmfor controlling the process
and conprised no indication for using past val ues of
paraneters of the actual production process for
controlling the current feed paraneters.

The appel l ant further argued that because of the late

i ntroduction of D3, the decision was based on evidence
on which the appellant had no opportunity to present
adequate comments and therefore violated Article 113
(1) EPC. D3 was not only presented extrenely late in the
proceedi ngs, but its content was al so of speciali st
technical nature and in German, a |anguage whi ch was
not the | anguage of the proceedi ngs. For an appropriate
reply consultation of technical experts of the
appel I ant woul d have been necessary. Although the
Qpposition Division indicated that D3 was only
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mentioned to illustrate common general know edge it was
apparent fromthe decision that the information in D3
was a main ground for revocation. Mreover, the
publication date of D3 was not presented during the
oral proceedi ngs and coul d not have been checked in the
short tinme given during oral proceedings to present
coments. If presented in due tine it could have been
made clear to the Opposition Division that because of
its publication date a long tinme after the priority
date of the patent in suit it was not suitable to
illustrate comon general know edge at the priority
date, and that its information was not rel evant for
controlling a process according to D1. A conprehensive
di scussi on of D3 could have had an inpact on the
Qpposition Division's decision and have prevented this
appeal .

VIIl. The respondent 01 argued essentially as follows:

D1 disclosed that the rel evant spray drying paraneters
wer e measured continuously and recorded in the conputer
controlling the process. Past and actual val ues of
tenperature and flow of the drying gas as well as the
past and actual values of the noisture content of the
product were thus available for controlling the
process. Conputer control was in fact a sinulation of
conventionally applied manual control, whereby the
controller regulated the input paranmeters taking into
account present and past val ues of the product
paraneters. A conputer programused to replace the
manual controller would therefore al so necessarily have
to take into account actual and past val ues of these
paraneters. Furthernore D1 specifically disclosed the
use of regression analyses for determ ning the rel evant
factors in the controlling algorithm which inplied

0901.D Y A
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that past values were also used to control the rel evant
paraneters. The process of D1 could not be controlled
if only current values of the paraneters were used.
Factors in the algorithm based on the applied nodel
were continuously recal cul ated during the actua
process.

Wth respect to the violation of the right to be heard
t he respondent 01 argued that during the ora
proceedi ngs before the OQpposition D vision the
appel l ant was given tine to read D3 and to present
comments. Literature presented in German, one of the

of ficial |anguages of the EPO shoul d be understandabl e
for a professional representative of the appellant.
Moreover, the essential feature of D3 was a

mat hemat i cal equation, the nmeaning of which could be
under stood wi thout detail ed know edge of the | anguage.

Respondent 2 indicated that they were in ful
agreenment with the decision of the Opposition Division
and the comrents of respondent O01.

The appel | ant requested that the decision under appea
be set aside, that the case be remtted to the
Qpposition Division for further prosecution on the
basis of the patent as granted as appellant's main
request or on the basis of any of the appellant's
auxiliary requests, filed with the letter dated

1 February 2001, taken in their nunerical order, and
that the appeal fee be reinbursed.

The respondents requested that the appeal be di sm ssed.

Respondent 02 further requested that should the
revocation of the patent not be upheld, the case be
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remtted to the Opposition Division for a ful
consi deration of the issue of inventive step.

Reasons for the Deci sion

0901.D

According to claim1 of the patent in suit the actua
val ue of the noisture content of the spray dried powder
is nmeasured and fed to a conputer controlling the
tenperature and/or flow of the drying air as a function
of past values of said flow and/or tenperature and as a
function of current and past val ues of the powder

noi sture content. In agreenent with the description of
the invention and the uncontested subm ssions nmade by
the appellant, the Board holds that the expression
"past values" in "past values of said flow and/or
tenperature and past val ues of the powder noisture
content” in claiml only relates to val ues of

measur enents performed during the actual process and
not to past values fromearlier experinents nmade for
designing the controller for the conputer as outlined
on page 3, lines 21 to 48 of the patent specification.
Interpreted in a realistic and technically neaningful
way, claiml is thus limted to a process in which the
past val ues of the paraneters are those neasured and
fed to the conmputer during the actual spray drying
process.

D1 di scl oses a spray-drying process which conprises
feedi ng an aqueous slurry to a spray drying zone,
contacting the slurry with drying air to forma spray
dried powder. The input paraneters, such as the
tenperature and flow of the drying air, and the product
paranmeters, such as the npoisture content of the powder,
are continuously neasured and fed to a conputer
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controlling the input paranmeters to maintain the
product paraneters at a preset |level. The controlling
nodel for the conputer was devel oped on the basis of
careful process observation and test experinents. The
factors in the algorithmof the controlling nodel were
determ ned by using regression analysis (page 418,
right-hand columm). Details of the actual algorithmare
not di sclosed. Wth respect to the automatic
controlling of the process it is observed that it was
difficult to take into account the delay between the
slurry preparation and the final powder (page 419,

| eft-hand colum, first paragraph). A solution for this
problemis not disclosed. The parties agreed that D1
did not explicitly disclose the use of past val ues of
the i nput paraneters and the product paraneters for
controlling the input paraneters, but respondent Ol

mai ntai ned that this followed fromthe use of
regression analysis for determning the factors in the
al gorithm of the controlling nodel in the conputer and
argued that it was not possible to control the process
wi t hout using past values of the paraneters. The Board
cannot accept the respondents' position in this respect
for the foll ow ng reasons.

In DL the use of regression analysis is only disclosed
for determning the control nodel used by the conputer.
It is obvious that regression analysis for the set up
of the control nodel can only be based on data obtained
in earlier experinments. These data are, however, not

t he past values of the actual process controlled by the
conputer. Since D1 does not disclose the use of
regression analysis in the conputer programduring the
actual process under control there is also no inplicit
di sclosure in D1 for the use of past val ues of actua
process paraneters for controlling the tenperature
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and/or flow of the drying air. For the sane reason,
additional literature concerning regression analysis as
presented in D3 and the cited chapters from U | manns
Encykl opadi e der techni schen Chem e, cannot have any

I mpact on the disclosure of DI with respect to the
actual control of the input paraneters in the spray
dryi ng process.

The respondent Ol's allegation that it was not possible
to performa continuous process w thout the use of past
values in the controller, was not supported by any
evidence. In the Board's viewit is not a priori

evi dent that process control by a conputer requires a
control nodel in the conputer programthat uses past

val ues of the input paraneters and past values of the
product paraneters for regulating the input paraneters.
Thus, wi thout further evidence, the Board nust concl ude
that D1 does not unanbi guously discl ose the process
according to claim1l as granted. The subject-matter of
claiml is, therefore, novel within the nmeaning of
Article 54(1) EPC.

The issue of inventive step was neither treated in the
deci si on under appeal nor discussed during ora
proceedi ngs before the Opposition Division. Taking
further into account that nore than ten prior art
docunents have been cited of which, according to the

m nutes, only two have been di scussed during said oral
proceedi ngs, the Board considers it appropriate to
exercise its power under Article 111(1)EPC and to remt
the case to the OQpposition Division to exam ne the

I ssue of inventive step.

An inportant point in the reasons of the contested
deci sion was the Opposition D vision's conviction that
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regressi on analysis was, by definition, a nathematica
nodel equating to graphical extrapolation of future
results froma know edge of past results. In order to
show this the Qpposition Division introduced D3 into
the proceedings (point 12 of the contested decision).

The Board accepts that under Article 114(1) EPC the
OQpposition Division has the power to present new

evi dence of its own notion. In such a case, however,
the parties have to be given sufficient tine to

consi der the new evidence and have to be infornmed of

all relevant aspects of this evidence. In the present
case D3 was introduced for the first tine during ora
proceedi ngs. Al though sone tinme was given to the
parties to prepare their comments on this new citation,
as regards its content, it is at |east doubtful whether
this period of tine was sufficient, taking into account
that the content of D3 is of a specialist technica
nature, its relevance for the novelty of the subject
matter of claiml not being i mediately apparent, and
that the whole oral proceedings took only two hours. In
this respect the Board notes that the definition of
regression analysis relied upon by the Qpposition
Division is not explicitly present in D3 but seens to
have been derived fromthe mathematical equation (4) on
page 13 of D3. More inportantly, however, according to
t he subm ssions of the appellant and the facts on file
the OQpposition Division did not indicate that D3 did
not belong to the state of the art and was only
publ i shed about five years after the priority date of
the patent in suit. This having now been shown by the
appel l ant, who furnished a copy of the rel evant page of
D3 (which was obviously not handed out to the parties
by the Opposition Division in the oral proceedi ngs and
whi ch is contained nowhere in the opposition file), the
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Board doubts whet her D3 was suitable as evidence for
the skilled person's understandi ng of the expression
"regression anal ysis" used in D1.

The Board does not exclude a priori that under
particul ar circunstances even a docunent published
several years after the priority date can be used as
evi dence for common general know edge at the priority
date of a patent application, but it is evident that in
such a situation the publication date of the docunent
can be a decisive factor for the assessnent of the
case. It is therefore of utnost inportance that the
parties are made aware of this, so that they are able
to argue as to whether or not the docunent can be used
as evidence of common general know edge at the priority
date and that the special circunstances for referring
to a later published docunment are expl ai ned.

By failing to indicate the publication date of D3 the
Qpposition Division thus deprived the appellant of a
potentially successful line of attack agai nst the
Qpposition Division's argunentation and thereby
seriously violated the appellant's right to be heard
under Article 113(1) EPC. This anmobunts to a substantia
procedural violation within the nmeaning of Rule 67 EPC.
It cannot be ruled out that the appellant woul d have
convi nced the Opposition D vision that D3 cannot be
used as evidence for the existing common genera

knowl edge at the priority date, on which the appeal ed
decision is crucially based, had he been inforned of
its publication date or had he had tine to verify it.

Al t hough there is no nention of it in the mnutes of
the oral proceedings before the Qoposition Division as
they stand, in the circunstances of the present case
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the Board accepts that the representative of the
appel l ant i ndeed objected during the oral proceedi ngs
to the introduction and consideration of D3 by the
OQpposition Division in these oral proceedi ngs. The day
after the oral proceedings the appellant sent a letter
to the Opposition Division requesting to record in the
m nutes of the oral proceedi ngs sone statenents of
protest against this which according to himwere nade
by the appellant's representative during the ora
proceedi ngs. This request does not appear to have been
consi dered by the Qpposition Division when drafting the
m nutes nor is there any trace of any other [|ater
reaction of the Opposition Division to the said
request, such as e.g. a decision with regard to a
correction of, viz. an addition to the mnutes, should
the appellant's request only have cone to the know edge
of the Qpposition Division when the mnutes had al ready
been despatched. Even when an appeal has been filed,
only the departenent of first instance before which the
oral proceedi ngs took place is conpetent and at the
sanme tinme also obliged to decide in first instance on a
request concerning the contents of the mnutes of ora
proceedi ngs held before it, firstly because it is their
conpet ence and duty under Rule 76 EPC to draw up the

m nutes correctly and conpletely and secondly because,

i f anybody, only the nenbers of this departnent know
what has happened and has been said or not during the
oral proceedings before it. The devol utive effect of

t he appeal does not affect this conpetence. What is
devol ved with the appeal is the subject-nmatter decided
by the appeal ed decision. Had the Opposition D vision
in the present case pronptly reacted to the appellant's
request, i.e. at a point in tinme at which the nenory of
the nmenbers of the Qpposition Division of the course of
the oral proceedings before it was still fresh, a
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deci sion by the Opposition Division on said request
coul d have provided a reliable basis for the Board's
deci sion as to what happened or did not happen in the
oral proceedings. As a consequence of the inactivity of
the Opposition Division with respect to the appellant's
request and al so because it is to sone extent plausible
fromthe pronpt witten reaction of the appellant to
the Opposition Division the day after the ora

proceedi ngs, the Board cannot now but accept the
appel l ant's subm ssion that he had objected to the
consideration of D3 in the oral proceedi ngs and asked
to verify the exact publication date of D3. Under these
circunstances it cannot be denied that there is, in the
present case, a causal link between the violation of
the appellant's right to be heard and the necessity to
appeal the decision of the Opposition Division
renderi ng rei nbursenent of the appeal fee equitable.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Qoposition Division for
further prosecution.

3. Rei nbur senent of the appeal fee is ordered.

The Regi strar: The Chai r man:
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