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Summary of Facts and Subm ssi ons

The appel |l ant contests the decision of the opposition
division to revoke European patent No. 0 274 487 based
upon European patent application No. 87 904 196.0
corresponding to international application WO 87/07775
publ i shed under the PCT.

The reasons given for the revocation were the
fol | ow ng:

- the subject-matter of claim1l of the main request
and the subject-matter of claim1l of the auxiliary
request extended beyond the content of the
international application as originally filed (cf.
Article 100(c) EPQ),

- the subject-matter of claim1l of the main request
was not novel with respect to the BPLS box
presented as prior art by the opponent (cf.
Article 100(a) EPC in conjunction with
Articles 52(1) and 54 EPC) and,

- the subject-matter of claim1l of the auxiliary
request did not involve an inventive step with
respect to the prior art BPLS box, as the use of
edge cards adapted to directly plug into an edge
card connector was well known of the prior art
(cf. Article 100(a) EPC in conjunction with
Articles 52(1) and 56 EPC).

1. In the following the international application
WO 87/ 07775 published under the PCT (but excluding the

anended clains 10 to 14) wll be referred to as "the
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original application".

In response to objections raised by the respondent
(opponent) and comments nade by the Board, the

appel lant filed anended clains 1 to 8 as only request
in the oral proceedings held on 17 March 1999. Cdaim1l
I's worded as foll ows:

"A data connector assenbly nountable to a wall box (2)
for providing an interface to a communi cati ons networKk,
conpri sing

a data connector (200) engageable by a
conpl enentary connector (500) for connecting an
el ectroni c conponent to the network, said data
connector including an insulating term nal support
housi ng (202) having a front mating face and a rear
face and nmounting a plurality of term nals (214) having
contact portions engageable with the contacts of the
conpl enment ary connector (500),

shield neans (230, 260) at |east partially
surrounding the termnals (214) and the term na
support housing (202),

an insulating adaptor (300) secured to the data
connector and having resilient |atch neans (306) for
attaching the assenbly to the wall box (2) for nounting
the data connector to the wall box with its front
mating face accessible to the conpl enentary connector,
and

an edge card extending rearwardly of the data
connector and the adaptor and being adapted to plug
directly into an edge card connector (150a, 150b) in
the wall box and having data traces (284) engageabl e
with terminals of the edge card connector and
electrically connected to termnals (214) of the
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term nal support housing (202), whereby the assenbly is
in the formof a plug-in nodule for the comuni cati ons
network, the resilient latch neans (306) attaching the
assenbly to the wall box when the edge card is plugged
into the edge card connector."

Clainms 2 to 8 are dependent on claim 1.

The Appel |l ant argued that the thus anended claim1l was
not obj ectionable under Article 123(2) or (3) EPC and
requested that the decision under appeal be set aside
and that the patent be maintained in anended form on
the basis of clains 1 to 8 filed in the ora
proceedi ngs before the Board.

The respondent argued that claim1 did not conply with
Articles 123(2) and 123(3) EPC for the follow ng

reasons.

(a) The adaptor 300 was now descri bed as being
"secured" to the data connector and not in the
"l ocked configuration"” indicated in the original
application (last two lines of page 3 to line 2 of

page 4).

(b) It was not disclosed in the original application
that the attaching neans 306 were "resilient" as
presently indicated in claim1.

(c) The present wording at the end of claiml1: "the
resilient latch neans (306) attaching the assenbly
to the wall box when the edge card is plugged into
t he edge card connector" clearly departed from and
was not derivable fromthe wording: "the edge card
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bei ng arranged to plug into an edge card connector
(150A, 150B) in the wall box in response to
attachnment of the adaptor to the wall box" as set
out in claiml of the patent specification.

The respondent further objected that it was not clear
that the problem stated in the patent specification
coul d be sol ved because the anended claim 1l did not
mention shielding of the wall box 2, whereas the
original application (page 6, lines 28 to 32) specified
that the wall box was plated with a netallic coating to
shield the entire box.

The respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1

0894.D

The appeal is adm ssible

Adm ssibility of the anmendnents nade in claim1l

The Board has to fully exam ne the anmendnents as to
their conpatibility with the requirenents of the EPC
as explained by the Enlarged Board of Appeal in its
decision G 9/91 (QJ EPO 1993, 408), see paragraph 19 of
t he reasons).

Adm ssibility under Articles 123(2) and (3) EPC
Claim1 now defines a data connector assenbly with a

data connector including the shield neans 230, 260
indicated in the description and claim 1l of the
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original application. It is apparent from Figure 7 of
this application that this shield neans 230, 260 at

| east partially surrounds the termnals 214 and the
term nal support housing 202 of the data connector.
This shield neans 230, 260 is also nentioned in granted
claim 3 of the European patent specification. The
mention of shield neans 230, 260 in the present claiml
anobunts to an anendnent of claim1 of the patent
specification by way of limtation rather than
extensi on of the protection conferred.

An "insul ating adaptor” 300 is unanbiguously inplicitly
di sclosed in the original application (see for exanple

page 8, lines 12 to 14) and is specified in claim1 of

the patent specification as granted.

As to the respondent’'s objection nentioned in

par agraph V(a) above, the Board observes that the
wor di ng "secured to the data connector” indicates

not hing nore than that "the adaptor is firmy fastened
to the data connector” and in the context inplies no
technical difference conpared with a | ocked
configuration indicated in the original application
(last two lines of page 3 to line 2 of page 4 and
page 11, second paragraph). An insul ating adaptor
secured to the data connector is specified inclaiml
of the patent specification as granted.

Wth regard to the respondent’'s objection nentioned in
par agraph V(b) above, it is observed that since the
"adaptor 300 is noulded froma plastic material" as

di sclosed in the original application (page 8, lines 13
and 14), it is reasonable to admt that its attaching
nmeans 306 qualifies as "resilient |atch neans", as
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presently indicated in claiml. This is confirned by
Figure 12 of the original application show ng the
adaptor 300 in its |ocked position which can be reached
only if the latch neans are resilient. This anmendnent
reduces rather than extends the protection conferred.

Wth regard to the respondent’'s objection nentioned in
paragraph V(c) above, it is noted that the present
wording at the end of claiml: "the resilient |atch
nmeans (306) attaching the assenbly to the wall box when
the edge card is plugged into the edge card connector”
IS supported by the disclosure in the origina
application, fromwhich it can be unanbi guously deduced
that the constructional features of the connector
assenbly are such that the operation of attaching the
connector 200 to wall box 2 by neans of |atch neans 306
of adaptor 300 and the operation of plugging the edge
card 280 of connector 200 into the edge card connector
150a or 150b occur sinultaneously (see in particular
Figures 1, 4D, 6, 7 and 9 and page 12, second

par agr aph). Therefore, the present wording of the |ast
three lines of claim1l does not contravene

Article 123(2) CBE.

The respondent objected that this wording was different
and not derivable fromthe wording: "the edge card
bei ng arranged to plug into an edge card connector
(150A, 150B) in the wall box in response to attachnent
of the adaptor to the wall box" as set out in claim1l
of the patent specification as granted and thus did not
comply with Article 123(3) EPC. The Board agrees that
this wording was not derivable fromthe wordi ng of
claiml of the patent specification but is of the
opinion that the term"in response to" in claim1 of
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the patent specification as granted was obviously

i ncorrect and msleading in that the operation of
attaching the adaptor to the wall box could possibly
occur before the operation of plugging the edge card
into the edge card connector. However, as explained in
t he previous paragraph, the two operations have to
occur sinultaneously. The anended wording of claiml
renders it clear that the resilient |atch neans 306
attaches the assenbly to the wall box when (that is, at
the sane tine) the edge card is plugged into the edge
card connector. This anmendnent is regarded as a
clarification under Rule 88 EPC in the sense that it is
I medi ately evident fromthe description and the

drawi ngs of the original application that nothing el se
woul d have been intended than what is offered as the
correction. In the |ight of the description and

drawi ngs, the wording at the end of claim1l of the
patent specification would either have to be

di sregarded as technically neaningless or notionally
corrected to nean the sane as is now specified at the
end of the present claiml. The present wording
contains concrete technical information anounting to an
amendnment by way of limtation and cannot therefore be
consi dered as extending the protection conferred by
claim1.

Compliance with Article 84 EPC
In the Board's opinion, the present claiml is clear
and in particular all the nodifications commented on in

section 2.1 above conply with Article 84 EPC

The respondent objected to a lack of clarity in that
the problemstated in the patent specification could
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not be sol ved because claim 1l did not recite shielding
of the wall box 2.

It can be deduced fromthe original application that
the main problemto be solved by the inventionis to
provide a system of interconnections conpatible for a
shi el ded and an unshi el ded system (see for exanple
page 2, second paragraph). This application describes
the use of shielding neans 230, 260 for the data
connector 200 as an essential feature of the clained
connector assenbly (see for exanple page 6, | ast
paragraph, to page 8, line 2). It can be seen in
Figure 7 that this shield neans 230, 260 at | east
partially surrounds the termnals 214 and the term na
support housing 202. In the Board' s opinion, since the
present claim1l nentions this essential feature, the
shi el ded cl ai ned data connector 200 alone is able to
sol ve the probl em posed by providing an i nterconnection
conpati ble with a shielded and an unshi el ded system
because a connector suitable for a shielded systemis
al so able to provide a connection for an unshi el ded
system even if shielding neans is not necessary in
such a case. The netallic coating of the entire wal
box as described in the original application has to be
regarded as a non-essential, optional neans of
additional shielding for the interface between the
network and the el ectronic conponent, so that no | ack
of clarity results fromthe netallic shielding of the
wal | box not being nentioned in claiml submtted to
the Board in the oral proceedings.

The Board has not exam ned dependent clains 2 to 8 and
the description to see if they are consistent with and
adapted to claim1. Furthernore, patentability under
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Articles 52(1), 54 and 56 EPC of the subject-matter of
claim1l was al so not exam ned by the Board. Rather, the
Board makes use of its powers under Article 111(1) EPC
to remt the case to the opposition division for
further prosecution. This has the advantage of giving
both partes the possibility of having, in particular,
the patentability of the subject-matter of claim1l
exam ned by two instances.

For avoi dance of doubt, it is pointed out that
according to Article 111(2) EPC, the opposition
division is bound by the present decision only to the
extent that it has been deci ded that the present
claim1l does not contravene Articles 123(2) and (3) EPC
and that it conplies with Article 84 EPC.

4. Since it is only because of the amendnents submtted by
the patentee during the oral proceedi ngs before the
Board that the decision under appeal is set aside,
these anendnents nmay not be retracted in the further
prosecution of the case, which, however, does not
exclude the possibility of further limtation in view
of the prior art, if necessary.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 8 submtted

0894.D
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during the oral proceedings on 19 March 1999, having
regard to the remarks in paragraphs 3 and 4 above.

The Regi strar: The Chai r man:

M Ki ehl W J. L Weeler
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