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Summary of Facts and Subm ssi ons

2240.D

Eur opean patent No. 0 376 739, incorporating
I ndependent clains 1 and 6 and clains 2 to 5 appended
to claim1, was granted on 6 Septenber 1995.

Caim1l as granted reads as follows wth the Board's
identification of the features of the characterising
part:

A material processing systemconprising a plurality of
mat eri al processing stations (12, 17, 18, 19, 20, 21),
and neans (13) for transporting articles to be
processed serially through said processing stations to
a given order, each of said processing stations
conprising a data and control processor (160 or 194 as
the case may be), and there being a comunication path
I nterconnecting each said data and control processor
with the data and control processor of the next
precedi ng and next succeedi ng material processing
station in said given order;

characterised in that:

(e) each said data and control processor (160, 194 as
the case may be) conprises neans for controlling
mat eri al processing at each respective station,

(f) nmeans for signalling the data and control
processor of the next previous station that the
respective station is ready to receive material to
be processed therefrom
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(g) and neans for directing data to the data and
control processor of the next succeeding station
concerning material processing steps that have
been taken in the respective station on nateri al
to be passed to the next succeeding station

(h) as well as data said processor may have received
fromthe data and control processor of the next
previous station concerning material processing
steps that had previously been taken on said
material to be passed to the next succeedi ng
station.

| ndependent claim6, identifying a material processing
nmet hod, corresponds to systemclaim 1.

. The appell ants (then opponents) filed a notice of
opposition and requested revocation of the patent on
t he ground of |ack of inventive step under
Article 100(a) EPC. They cited inter alia the follow ng
docunent s:
Dl: EP-A-0 208 998

D2: US-A-4 564 102.

L1, The opposition division rejected the opposition by a
deci sion dated 18 Novenber 1997.

The opposition division made the follow ng anal ysis of
the two docunents cited:

"Docunent D1 discloses a material processing system
conprising a plurality of material processing stations,

2240.D Y A
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and nmeans for transporting articles to be processed
serially through said stations.

In D1, several workstation conputers are connected
together in a serial closed comunications |oop with an
orchestrater conputer. In other words, this is a
mast er- sl ave arrangenent, the orchastrater conputer
being the master. Indeed, Dl nmakes it clear that the
station conputers report operating and test conditions
to the orchestrater, and the orchestrater conputer

I ssues conmmands. "

"I n docunent D2 a plurality of machine tools are

di sposed along a circul ati ng conveyor which transports
materials on pallets to be processed by nachi ne tools.
The material selector sub-systens 31 - 36 are

i nterconnected by an information transm ssion | oop for
t he exchange of information concerning material on the
conveyor 2 and information concerning the position of
the said material on the conveyor 2. As noted in the
passage fromline 33 of colum 3, information
concerning the material on a pallet is transmtted to
t he downstream material sel ector sub-systens by way of
an information transm ssion | oop.

I n each downstream sub-system the data relating to the
material is stored in an input/output buffer 83 and
then stored in a material tracking file 84. In this
manner, material data are transmtted sequentially from
the upstream material selector sub-systemto be stored
in the material tracking file 84 in each of the
downstream materi al sel ector-sub-systens.

The material tracking file contains details of
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requested material which has been reserved and is
passed to the requesting station along the

conmuni cation link. This operation may involve passing
the file via several internediate stations until it
arrives at the requesting station."

The opposition division considered docunent D2 to be
the cl osest prior art. However, it concluded that this
docunent did not disclose the characterising

features (g) and (h) of claim1. Moreover, D2

(colum 4, lines 19 to 22) did not disclose a "ready to
receive" signal (cf. feature (f) of claiml) as alleged
by the appellants (then opponents), but nerely a signa
"material is required".

According to the opposition division there were no
indications at all in D2 that data, concerning
processing steps which had to be perforned in any
particul ar sub-system were transferred to the
downstream materi al sel ector sub-system Therefore, it
was consi dered that the subject-nmatter of the invention
coul d not be suggested by docunent D2, even when taken
in conbination with DI1.

The appel |l ants | odged an appeal against the deci sion,
paid the prescribed fee and filed a statenent of
grounds in time. They requested that the decision be
set aside, the patent be revoked and al so requested
oral proceedings as an auxiliary request.

Wth the statenment of grounds of appeal the appellants
additionally cited two docunents,

D4: DE-A-3 731 525
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D5: EP-A-0 103 730,

whi ch had not been cited in the proceedi ngs before the
opposi tion division.

According to the appellants, however, these docunents
were very relevant and their teaching could be used in
conbi nation agai nst the inventive step of the present

i nvention or could even be conmbined wth that of D2.

The appel |l ants agreed that the docunents D1 and D2,

whi ch both disclosed the subject-matter of the preanble
of claim1l and the characterising feature (e), did not
explicitly disclose the features (f) to (h). However,
they were of the opinion that both of these docunents
di scl osed neans which were suitable for performng the
same operations as the neans according to the

features (f) to (h) of the present claim Therefore, it
appeared that the teaching of each of the docunments D1
and D2 would lead the skilled man in an obvious way to
the present invention.

The appellants stated that the late cited docunents D4
and D5 al so both disclosed the system of the preanble
of claiml1l as well as the characterising feature (e).
Furthernore, they were of the opinion that D4

addi tional ly disclosed at | east the characterising
feature (f) and that docunment D5 disclosed the
characterising features (g) and (h). They expressed the
opi nion that the skilled nman woul d conbi ne the teaching
of the two docunents and, therefore, easily arrive at
the invention. Alternatively the teaching of the
docunents D4 and D5 coul d be conmbined with that of
docunent D2.
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The respondents contested the appellants’ argunents in
a letter filed on 27 July 1998. In particul ar,
regardi ng the docunents D1 and D2, they pointed out
that there was no indication at all in D2 that data
concerning the processing steps perforned at any
subsystem was transferred to the downstream materi al
sel ector sub-system It was, therefore, considered that
the subject-matter of the invention could not be
suggested by docunent D2, even taken in conbination
with DI.

Consi dering the docunents D4 and D5, both cited for the
first time in the proceedi ngs, the respondents saw
"(only) two possible outcones”, which were identified
as:

(a) D4 and D5 are considered to nmake no nmateri al
difference to the decision. They should then not
be taken into account and should play no further
part in the proceedi ngs.

(b) D4 and D5 are considered sufficiently rel evant
possibly to have a material effect on the outcone.
The matter should then be remtted to the
opposition division to allow the matter to be
considered by two instances. An award of costs
shoul d be made in the proprietor's favour.

As to the substance of docunment D4 the respondents
argued as foll ows:

"D4 relates to a mailing nmachine conprising a feeder, a
wei ghi ng nodul e and a postage neter. The postage neter
is set for a mailpiece only after the weighing step for
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that mail pi ece has been conpl eted. The wei ghing step
wi Il not always occupy the sane anount of tine. The
time will vary according to the weight of the

mai | pi ece. Accordingly, the weighing nodule signals the
feeder and postage neter when it has conpleted the

wei ghi ng operation. But there is no disclosure of

provi ding the postage neter with either data concerning
the processing steps taken by the weighing nodule (it
is only capable of weighing) or of processing steps
taken by an upstream station (there is only the

si ngul ator which carries out just the task of

si ngul ating)."

Concerni ng docunent D5 the respondents did not agree to
the appellants' allegation that the characteri sing
features (g) and (h) were suggested by D5, and asked

t he question "why would a person skilled in the art
consi der that such features were necessary" starting
from D4. They observed that "in fact the addition of
such features to the mailing machi ne of D4 woul d be
futile. The machine only conprises three stations. The
singul ating station can only singulate. The wei ghi ng
station can only weigh. Further data as provi ded by
features [(g) and (h)] is irrelevant and unnecessary.
No pl ausi bl e reason has been advanced to explain why a
person skilled in the art would wi sh to 'docunent the
process at individual stations' in the systemof D4".

The respondents, therefore, submtted that "D4 and D5
shoul d be ignored and the decision be based only on D1
and D2". They requested that the appeal be dism ssed
and that oral proceedings be held "in the event that
the Board considers the appeal to have prospects of

success".

2240.D Y A
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In a communi cation of 7 May 1999 the Board expressed
its prelimnary opinion that the two docunents D4 and
D5 appeared to be rel evant and should be allowed into
the proceedings. In this new situation it appeared to
the Board that it would be necessary to remt the case
to the first instance for further prosecution. The
Board, noreover, suggested that there were not
sufficient grounds for an apportionnents of costs
incurred by the respondents.

Both parties in letters refrained fromtheir requests
for oral proceedings, if the case were to be remtted
to the first instance for further prosecution. However,
the respondents in their letter, filed on 20 July 1999,
di sagreed with the opinion of the Board that there were
not sufficient grounds for an apportionnents of costs
under Article 104 and Rule 63(1) EPC. They referred to
two earlier decisions of the Boards of Appeal, T 326/87
(QJ 1992, 522) and T 611/90 (QJ 1993, 50) in order to
convi nce the Board.

Thus, the appellants request that the decision be set
asi de and the patent be revoked.

The respondents request that the appeal be di sm ssed
and they al so request apportionnent of costs, if the
Board accepts the docunents D4 and D5 as rel evant.

Both parties auxiliarily withdrew their requests for
oral proceedings, would the Board decide to remt the
case to the first instance for further prosecution.

Reasons for the Deci sion

2240.D
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The appeal is adm ssible.

The Board notes that in the decision of the opposition
di vi sion, which rejected the opposition, docunent D2
was considered to represent the closest prior art. It
was, however, concluded that the teaching of D2 neither
al one, nor in conbination with the teaching of D1 woul d
affect the inventive step of the invention as clai ned.

The Board can only agree with the decision of the
opposition division (cf. under. |1l above). Thus D2 is
not at all concerned with the processing of the
material or the separate processing steps as is the
invention. Instead it teaches how a material needed for
a machi ne tool subsystemis transported and in
particul ar requested, tracked and delivered to the
subsystem The Board can, therefore, see no direct
connection with the present invention. Also, it cannot
be seen how the conbi nati on of the subject-matter of D2
and D1 could lead the skilled man to the invention. As
made cl ear by the opposition division, the cooperation
of processing units described in D1 relates to a
mast er - sl ave arrangenent. Mreover, in contradiction to
the invention the apparatus of Dl does not work in an
asynchronous way, but perforns at |east the transport
operations fromstation to station sinultaneously (cf.
Figure 2 in Dl1), e.g. clanp bar 61 engages the
wor kpi eces at all stations sinultaneously and the
transfer bar 75 sinultaneously transfers themto the
next work station.

The Board notes that the respondents consider that
docunents D4 and D5 cited for the first tinme before the
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Board are not relevant and should not be considered at
all by the Board (see under VI above). They, however,
express the opinion, that if the Board shoul d consi der
t hese docunents to be relevant, the case should be
remtted to the first instance for further prosecution.

The Board, in fact, considers the two docunments to be
prima facie relevant, at |east to such an extent that
the inventive step of the subject-matter of claiml
coul d possi bly be chal | enged.

(a) The Board agrees wth the appellants that the
arrangenment of D4 (described by the respondents
under VI above) appears to conprise a system as
defined by the precharacterising portion of
claim1l as well as the characterising feature (e).
It, thus, appears that each of the stations of D4
(f eeder 50, weighing nodul e 20, postage neter 15)
have a control processor (transport control 38,
scale electronics 36) and it is nmade clear in
colum 17, lines 10 to 13 that the software of the
meter may be nodified which apparently neans that
al so the postage neter has access to a processor).
All these stations are apparently interconnected
with each other in a given order

According to the appellants al so the
characterising feature (f) is disclosed by D4, at
colum 9, lines 33 to 35, where it is described
how t he feeder 50 feeds nmail pieces only in
response to a signal fromscale nodul e 20. Thus
the operation is a demand feed operation. Only
after a request fromthe scale nodule is the
operation perforned. The appellants also refer to
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colum 15, lines 12 to 16 and lines 49 to 55 in
D4. The references made by the appellants are
included in bold in the following two extracts
fromcolum 15 of D4 (the Board uses the wording
of GB-A-2 195 603, publ. 13 April 1988 which
corresponds to D4).

First extract:

"By tinme T4 scale nodule 20 will determ ne the

wei ght of mailpiece np 1 and conpute the
correspondi ng postage anount. Scal e nodul e 20 then
transmts this postage anmpbunt to postage neter 15
over link 15A and postage neter 15 then sets its

i ndicia correspondingly. Wien the indicia are
properly set postage neter 15 signals transport
control 38 at tinme T5 through link 15 A and scal e

el ectronics 36."

Second extract:

"It should be noted that it is a feature of the
present enbodi nent that each stage of the above
described cycle is initiated by conpletion of the
precedi ng stage. Thus transport of nail pieces from
feeder 50 to scale nodule 20 and from scal e nodul e
20 to mailing machine 12 is initiated when neter
15 signals that it is appropriately set, and the
setting of neter 15 is initiated only when scale
nmodul e 20 signals the proper postage anount for
the mail pi eces. Such asynchronous operation all ows
system 10 to take advantage of the norna

situation where even in batches of m xed wei ght
mai | successive mail pieces will frequently have
simlar weights and postage anounts. In a
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synchronous system each cycle nust be allotted
sufficient tinme for the worst case situation."”

The Board agrees with the appellants that it can
be seen fromboth extracts that feature (f) is at

| east separately disclosed. Fromthe second
extract, noreover, it is understood that the scale
modul e 20, in simlarity with the processor
according to the characterising feature (g) of
claiml1, directs data (weight of the nmail piece) to
t he data control processor of the next succeeding
station, i.e. the postage neter 15.

The Board agrees with the appellants' opinion that
docunent D5 di scloses the systemof the prior art
portion of claim1 and the characterising

feature (e), or at |east discloses a systemthat
is organised in a very simlar way. In that
respect the appellants argue in the foll ow ng way:

D5 di scl oses a production line transport for a
plurality of workpiece carriers (11, 11a,12,12a).
The respective carriers carry different

wor kpi eces. Along the production line for

wor kpi ece carriers there are at |least a feed
station and several assenbly stations (Figure 1).
Al'l stations apparently have corresponding
write/read transducer stations 19, 20 (see

page 11, |ast part of the first paragraph). A
transducer stations are interconnected over a
cable 21 and with a data processing control unit
22. The wite/read transducer stations cooperate
with informati on code carrier units 23 on the
wor kpi eces or their carriers. The data stored in
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the menories of the information code carrier is
related to the information data concerning the

di fferent working steps that were perforned at a
station or are going to be carried out at the next
station. In order to be able to read out and wite
the information in the respective transducer
stations there nust apparently be m croprocessors
avail abl e for those stations. It is also self-

evi dent that every production station nust have a
processor for controlling the production steps to
be perforned.

Concerning the characterising steps (g) and (h)
the appellants refer to the description of D5, the
bri dgi ng paragraph between pages 4 and 5, which
describes the nenory of the information code
carrier unit. It is said that it is preferable to
have a nenory consisting of a PROM as well as a
RAM The PROMwi || have witten coded information
relating to the particular workpiece carrier or
wor kpi ece. The RAM may contain information which
changes as production proceeds, i.e. this
informati on may be added at the different
production stations.

Fromthis the appellants, therefore, draw the
conclusion that the characterising steps (g) and
(h) are disclosed by D5. The Board feels that this
interpretation of D5 is supported by the

enbodi nent shown in Figure 4, which discloses an
information code carrier unit. On page 11 of D5
(the last part of the first paragraph) an

associ ated text passage states that, "the nmenory
unit 40, thus, can be brought up-to-date at any
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one of the stations where it cooperates with a
transducer, and progress in respective production
steps or nmeasured results or the like can be
entered in RAM 42 at suitable stations in the form
of binary information"” (the Board has used the
English text of US-A-4 588 880, published 13 My,
1986 whi ch corresponds to D5).

As can be understood fromthe respondent’'s argunents
(see under VI above) they consider that the skilled man
woul d not conbine D4 and D5. They point out that the
machi ne according to D4 consists of only three stations
and are of the opinion that data |like that identified
in the characterising features (g) and (h) of claim1l
cannot be derived from D4. Mreover, they cannot

under stand how D4 coul d be conbined with D5 and
question the notivation to "docunent the processes at
the individual stations" in the systemof D4 (see under
VI above).

The Board, however, is of the opinion that these two
docunents discl ose features which at |east at first
sight appear to be very relevant. First it appears to
be possible to extract from D5 the general principle
that at each production station the data informtion of
the step perforned or to be perforned at the next
station on a workpi ece can be added to the record of
that workpiece. D4 in turn appears to disclose the
advant age of using asynchronous operations (cf under
3(a), second extract), i.e. it discloses that every
station perforns its production steps independently.
This would inply that the stations have to cooperate
wi th each other and nust exchange data, e.g. to get

i nformati on about whether the next station is prepared
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to receive material to be processed.

Whi | st acknow edgi ng the rel evance of D4 and D5, the
Board does not consider it appropriate that the Board
itself nmakes a final assessnent of the inventive step
having regard to the two new docunents. The respondents
have requested that, if the Board conmes to the
conclusion that the docunents are rel evant, the case
should be remtted to the first instance for further
prosecution. The Board agrees that the request

i ndicates the correct procedure in this case, since
after a remttal according to Article 111(1) EPC the

i nvention could be properly exam ned by two instances.

In this respect the Board notes that the appellants not
only consi dered the conbination of D4 and D5 to lead to
the invention, but also the conbination of the
docunents D2, D4 and Db5.

The Board, therefore, deens it appropriate to remt the
case to the first instance for further exam nation. The
opposition division should in a new deci sion consi der
the points nentioned above (cf. under reason 5 above).

No oral proceedings are necessary, given that both
parties wthdrew their requests for oral proceedings in
the case of remttal to the first instance.

As can be seen under VI to | X above (see in particular
respondents' "outcone" point (b) under VI) the
respondents consider that if the docunents D4 and D5
are deened to be relevant "an award of costs should be
made in the proprietor's favour™".
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Article 104(1) EPC states the principle that each party
to the proceedi ngs shall neet the costs he has incurred
and that different apportionnment of costs can only be
ordered for reasons of equity. In the present case the
Board has cone to the conclusion that the two new cited
docunents are relevant and that the appellants filed
new docunents because the docunents cited during the
opposition proceedi ngs were not considered by the
opposition division to be sufficiently strong to affect
the patentability of the invention. Thus, the Board is
satisfied that the new docunents, which becanme known to
the appellants in the course of another search, have
not been filed in order to obstruct the proceedi ngs,

but because they contain aspects which the opposition
division said it did not find in the previously
avai | abl e references: asynchronous processing (D4) and
passing along fromstation to station of a data record
of processing steps taken (D5).

For the above reasons the Board is of the opinion that
the additional costs the respondents have incurred
should at this stage not be held against the
appel l ants, who, in fact, have acted in a quite nornal
and fair way. Therefore, the Board considers that the
question of equity does not arise and there is no
reason to deviate fromthe principle stated above.

It is true, that in the case T 326/87 (QJ 1992, 522),
referred to by the respondents, a Board has deened it
appropriate to apportion the costs which were incurred
by the respondent’'s representative in connection with
the oral proceedings in the appeal, because the
appel l ant had filed a docunent too late, i.e. together
Wi th the grounds of appeal as in the present case.
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However, the Board points out that, according to the
cited decision, the costs have been apportioned in the
absence of any convincing explanation for the late

i ntroduction of the docunent; for the reasons expl ai ned
above such a situation is not present in the case under

consi der ati on.

In the case T 611/90 (QJ 1993, 50), also referred to by
t he appellants, indeed, the costs in the future
proceedi ngs before the opposition proceedi ngs as well
as in any subsequent appeal proceedi ngs were
apportioned so that the opponent had to pay the

pat entee the whol e of the costs which were to be
legitimately incurred by the patentee in dealing with
the case. However, also in that case, where the

appel lant really raised a fresh case based on prior
public use, which was clearly very different fromprior
publ i cati on which had been the basis of the first

I nstance deci sion, the Board decided on the basis of
the principle that the late filing party shoul d bear

all the additional costs caused by his tardiness in the
absence of strong mtigating circunstances for the |late
filing of facts, evidence or other matter. It follows
that also the latter decision does not apply to the

present case.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2240.D
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2. The case is remtted to the opposition division for
further prosecution.

3. Respondents' request for apportionnent of costs is
rej ect ed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg

2240.D



