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Summary of Facts and Subm ssi ons
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The appeal is fromthe decision of the Opposition
Division rejecting the opposition against European
patent No. 0 245 474. Claim1l as granted read as
fol | ows:

"Organocl ay conposition conprising the reaction product
of a snectite clay having an ion exchange capacity of
at | east 50 neq.wt. per 100g clay (active basis), and
guat er nary anmmoni um conpound havi ng the foll ow ng
formul a:

R
1
+|
R —N-(CH -CH 0) A X
2 | 2 2 x

(CH CH ©0) A
2 2 vy

wherein Ais H,

CH -CH-CH ,
3 2

OH

sul fate, carboxylate or phosphate, R, is nmethyl or an
al kyl group with 10 to 22 carbon atons, R, is an al kyl
group with 10 to 22 carbon atons or a benzyl or

pol yoxyet hyl ene chain, (CH-CHO ,A wth z repeating
units where x +y + z =5 1to 200, and X is an anion

selected fromchloride, brom de, iodide, acetate,

sul fate, borate and phosphate, the anpbunt of the

guat er nary anmmoni um conpound being from5 nmeqg.w. to

150 nmeq.w. per 100g of 100% active clay."
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The i nmpugned deci sion nmade reference to five prior art
docunents, in particular the follow ng:

D1 EP- A-133 071

D3 US- A-3 298 849

The opposition division held that the specific

conbi nation of substituents of the quaternary amoni um
conpound as stipulated in claim1l was not discl osed,
neither in DL nor in any of the other citations. The
organoclay of claim1l was therefore new.

Concerning inventive step, the opposition division
started from docunment D3 as the closest prior art. The
reason therefor was that D3 also related to organocl ays
for use in aqueous paint systens. The problemto be
solved by the invention was the provision of a

di spersible clay thickener to yield paint conpositions
havi ng a good sag control and good | eveling properties.
Since the conpounds as stipulated in claiml were new
and sol ved the stated technical problem they were held
to involve an inventive step. The opposition division
added that this finding also remai ned unchanged when D1
was taken to represent the closest prior art.

In the course of appeal proceedings, oral proceedi ngs
were held on 17 Novenber 2000, at which the respondent
submtted two new sets of clains as basis for auxiliary
requests. In each case, claim1l was anended with
respect to claim1l as granted by the incorporation of a
provi so.
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Claim 1 which served as basis for the auxiliary request
| thus read as follows:

"... with the proviso that quaternary di-alkyl -

di met hyl anmoni um or di - al kyl - net hyl benzyl ammoni um
salts are excluded as reactants in a quasi-

stoi chionetric anount."

Claim1l1l of the auxiliary request Il read as foll ows:

"... with the proviso that quaternary di-alkyl -

di met hyl anmmoni um or di - al kyl - net hyl benzyl ammoni um
salts are excluded as reactants in a quasi-
stoichionetric anount, with the further proviso that
t he organocl ay conposition cannot be used in organic
sol vents contai ni ng non pol ar sol vents."

| V. The appellant's argunents with respect to claim1l as
granted were essentially as foll ows:

- Claim 1 stipulated organic substituents for the
guat er nary anmmoni um conpound whi ch were nerely a
selection of nost of what remamined fromthe |ist
of substituents disclosed in D1, avoiding the
selection already made for the known exanpl es.

- Since D1 already discussed the suitability of
organocl ay for aqueous systens, the conpositions
according to claiml1 were not new or at | east
| acked an inventive step.

V. The appellant al so objected to the introduction of
provi sos as anmendnments to claim11, on the ground that
the aimof these provisos was not to renove an
accidental |ack of novelty, so that these anmendnents

0037.D Y A
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contravened Article 123(2) EPC.

VI . The respondent’'s argunents nmay be summari zed as
fol | ows:

- D1 exclusively concerned organocl ays for non-
agueous systens.

- The problemto be solved by the clained invention
is the provision of organoclays for aqueous
syst ens.

- The organoclay of claim1l (as granted) was
different fromthe preferred surfactant of Dl in
the stipulation of at |east two pol yet hyl eneoxi de
groups as substituent for nitrogen.

- Since the skilled person did not have reason to
sel ect such conpounds anong those disclosed in D1
for use in aqueous systens, the clainmed organocl ay
woul d i nvol ve an inventive step.

- The excluded features in the provisos were the
mai n features of Dl. They were introduced into
claiml1l to establish novelty and to further
increase the merit of inventive step of the
claimed subject-matter over Dl1. The amendnents
shoul d therefore be all owed.

VII. The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed,
or, inthe alternative, that the patent be maintained
on the basis of claiml1 of either auxiliary request |
or I1.

0037.D Y A
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Reasons for the Decision

Mai n request

1.2

0037.D

Novel ty

Claim1l is directed to an organoclay conposition which
is essentially characterised as conprising the reaction
product of a snectite clay with a quaternary anmoni um
conmpound having at |east two pol yet hyl eneoxi de groups
attached to the nitrogen atom

General |y speaking, Dl di scl oses conpositions
conprising the reaction product of snectite clay and a
surfactant, the latter being either an am ne or a

guat ernary anmmoni um (see page 3, lines 19 to 28).
According to the general definition, the quaternary
ammoni um conpound nust carry one C, - C, al kyl group
wherein the al kyl chain may be |inear or branched and
saturated or unsaturated, and at |east one

pol yal kyl eneoxi de group, wherein the al kyl ene chain may
be linear or branched and contains 2 to 6 carbon atons
(page 4, lines 20 to 37 and claim4). The remaining two
substituents for the nitrogen central atom (R, and R))
may be each separately or together benzyl, an al kyl
chain containing 1 to 6 C atons or one of the C, - G,
al kyl and pol yet hyl eneoxi de group. It is thus conmon
ground that the subject-matter of claim1 includes a
sel ection of a narrower range of variants fromthe
broader range of Dl1. The question is therefore whether
the selected range is clearly and unanbi guously
derivable fromthe teaching of D1 taken as a whol e.
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The only specific exanple in D1 of a quaternary
ammoni um conpound i s Noxam um M2SH 15 whi ch has
attached to the nitrogen atoma nethyl group, two
tall ow al kyl chains and a pol yet hyl eneoxi de substituent
(page 7, lines 12 to 15). It is thus irrefutable that
D1 does not expressly disclose a quaternary amoni um
conpound substituted with two pol yet hyl eneoxi de groups.

The Board notes that D1 discloses a nunber of am nes
and that all the experinents are carried out with
organocl ays conprising one of these am ne surfactants,
with or without addition of the amoni um surfactant
Noxam um M2SH 15 (see Tables: page 7, lines 20 to 37
page 8, lines 25 to 35; page 9, lines 20 to 27

page 10, lines 15 to 22; page 11, lines 1 to 20;

page 12, lines 20 to 30; page 13, lines 1 to 12).

The specific conbination as stipulated in present
claim1 would thus invol ve

(i) the selection of including an amoni um surfactant
into the organocl ay conposition of D1 and

(ii) the selection anong the variants of benzyl, a C, -
G alkyl, a C, - C, alkyl and a pol yal kyl eneoxi de
group, of polyethyl eneoxi de as substituent R, for
t hi s ammoni um conpound

(conpare claim1l and D1, page 4, lines 23 to 35).

On the other hand, the general teaching of Dl is
indifferent as to the choice anong these vari ous
possibilities and the preferred enbodi nent is the
choice of tallow al kyl rather than pol yet hyl eneoxi de as
R, substituent for the ammonium surfactant. In the
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Board's judgenent, the prior art thus does not clearly
and unanbi guously direct the skilled person to sel ect
an ammoni um surfactant with two pol yet hyl eneoxi de
substituents. In the instant particul ar case, the
organoclay as stipulated in claim1l can therefore be
considered as new with regard to the disclosure of D1.

| nventive step

According to the respondent, the subject-matter of
claim1l1 relates to an organoclay conposition suitable
for use in aqueous systens.

The Board does not concur with the respondent in that
D1 woul d be confined to organocl ays to be exclusively
used in non-polar solvents. In fact, exanples are given
in DL wwth a polar solvent consisting of white spirit
contai ning 50% of a m xture of 95 vol.% net hanol and 5
vol . % water (page 8, lines 12 to 14). Thus, D1 clearly
also relates to the application of organoclays in
solvents containing water in addition to organic
solvents. The Board therefore does not see reasons for
deviating fromthe parties' approach, taking Dl as the
starting point for the inventive step discussion.

The respondent has asserted that, with respect to D1,
the clained conposition is intended to solve the
probl em of providing an efficient clay thickener for
aqueous paint systens (see patent in suit, page 2,
lines 3 to 4).

In order to solve the technical problemas stated
above, the invention proposes in claim1l an organocl ay
conprising a snectite clay and a quaternary anmoni um
conmpound havi ng at | east two pol yet hyl eneoxi de
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substituents, conpared to the organoclay of D1
conprising an amoni um surfactant requiring at | east
one such group.

It is remarked that claiml is directed to a
conposition conprising a snmectite clay having an ion
exchange capacity of at |least 50 nmeqg.w. per 100g cl ay
(active basis) and an amoni um conpound in a proportion
as low as 5 neq.wt. per 100g of 100% active cl ay.
Claim 1 thus enconpasses clay conpositions including
nodi fiers other than the quaternary amoni um conpound
specifically stipulated. On the other hand, the Board
observes that the exanples in the patent in suit are

wi t hout exception carried out with organocl ays uni quely
nodified with a dial kyl, di(polyethyleneoxide) amoni um
salt.

Neverthel ess, in the absence of any evidence to the
contrary, the Board assunes in favour of the respondent
that the conposition according to claim1 solves the
techni cal problemas indicated in point 2.3 above
within the whole anbit of the claim The question is

t hen whet her the proposed solution is obvious to a
person skilled in the art in view of D1.

Qobvi ousness of the proposed sol ution

The Board agrees with the respondent's subm ssion that
D1 does not explicitly discuss the suitability of
organocl ays for aqueous paint systens. However, the
experinmental results discussed in D1 clearly show that
t he known organocl ays are nore efficient as thickeners
in solvent systens conprising a mxture of nethanol and
water than in the non-polar solvent white spirit (see
for exanple page 8, lines 12 to 35).
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On the other hand, the paint formulation | of the
patent in suit contains approxi mately equal anmounts of
organi c solvents and water (page 6, lines 1 to 25). As
is pointed out by the appellant and not refuted by the
respondent, "aqueous paint systens" in the |anguage of
the patent in suit are thus m xtures containing high
anounts of organic sol vents besides water

The teaching of D1 is that organoclays are generally
used in systens conprising a solubiliser ("adjuvant de
solvation"), the nost comon sol ubiliser being aqueous
nmet hanol (paragraph bridging pages 2 and 3). On that
basis, the authors of Dl find it surprising that
organocl ays can swell in organic |liquids wthout the
addi tion of such an "adjuvant de solvation" (page 3,
lines 19 to 21). In the Board's judgnent, these
statenments in conjunction with the experinental results
menti oned above would directly | ead the skilled person
to the premi se that the organoclays containi ng any
menber of the group of quaternary ammoni um conpounds
disclosed in claim4 of DL are also suitable for use in
t he presence of higher amounts of water, thus also in
"agueous paint systens"” in the sense of the patent in
suit.

As is established above, the group of anmoni um
conpounds di sclosed in D1 enconpasses those conpounds
used in the patent in suit (see point 1.2).
Furthernore, the Board agrees with the appellant in
that it is basic know edge for a chem st that a

pol yet hyl eneoxi de group is nore polar than an al kyl
group. Thus, if there is a need for a nore polar
organocl ay, for exanple for use in systens containing
even hi gher anobunts of water, it is obvious that the
skill ed person woul d necessarily contenplate repl acing
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t he quaternary ammoni um salt containing two unpol ar

| ong chain al kyl substituents, such as a tallow al kyl
chains with a conpound containing a second

pol yet hyl eneoxi de group which also falls within the
anbit of claim4 of the sanme docunent D1 (see al so
point 1.2 above). The Board therefore holds that the
selection fromthe group of conpounds defined in
claim4 of D1 for the purpose envisaged in the patent
in suit is obvious and does not involve an inventive
st ep.

Auxi liary requests | and 11

3.2

0037.D

As is correctly noted by the parties, the subject-
matter of claiml of both auxiliary requests differs
fromthat of claiml of the main request through the

i ncorporation of a disclainmer in the formof a proviso.

The respondent has not disputed that the subject-matter
di sclainmed by said proviso is not derivable fromthe
content of the application docunents as filed but is
solely introduced in order to exclude subject-matter
disclosed in D1 fromthe protection sought. These
amendnments are thus in principle not in conformty with
Article 123(2) EPC

The Board is aware that, under particular specified
circunstances, the introduction of a disclainer has
been found to be perm ssible under the sane article of
t he Convention, even if the original docunents give no
(specific) basis for such an exclusion. This practice
is, however, conditional on the amendnent excl udi ng
only novelty-destroying subject-matter fromthe scope
of protection w thout changing the character of the
claimed invention (see Gl/93, QJ 1994, 541).
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The prescribed specific condition is not nmet in the
present case where the question of novelty is not at

i ssue (see point 1.4 above). The sol e purpose of the
provisos is to exclude subject-matter which is rendered
obvious by Dl1. In other words, the present provisos are
introduced with a view to increase the inventive nerit
of the remaining clained subject-matter with respect to
this same nost relevant prior art. In effect, such
amendnent woul d amount to a change in the character of
the clained invention. The requirenent of

Article 123(2) EPCis therefore not net here (see al so
point 8.4.1 to 8.4.4 of T 170/87, QJ 1989, 441). In
consequence, the auxiliary requests are not adm ssible.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
S. Hue R Spangenberg
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