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Summary of Facts and Subm ssi ons

Eur opean patent application No. 92 118 024.6
(publication No. 0 533 212) was refused by decision of
t he Exami ning Division posted on 20 June 1997. The
Exam ning Division held that the subject natter of the
clainms according to the nmain request and according to
the auxiliary request

- violated Article 123(2) EPC,

- | acked novelty with respect to the technica
teachi ng of document D2, or if novelty was

accept ed,

- | acked an inventive step having regard to docunent
D2.

1. Wth their letter of 18 August 1997 received on
19 August 1997, the appellants (applicants) | odged an
appeal against the decision of the first instance. On
17 Qctober 1997, a statenent of grounds was submtted
by tel ecopy confirned by letter of 30 Cctober 1997,
whi ch included a revised set of clains 1 to 7 to
replace clainms 1 to 6 underlying the appeal ed deci sion
of the Exam ning Division and in substitution for al
earlier requests.

| ndependent claim1 reads as foll ows:

"1. A deformed, carbon-containing, solid steel product
cont ai ni ng machi nabi lity-increasi ng manganese sul fide

i ncl usi ons, wherein:

t he manganese sulfide inclusions in said product
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are in the formof oxygen-containi ng manganese
sul fide inclusions;

sai d oxygen-contai ni ng manganese sul fide
i ncl usi ons have a relatively gl obul ar shape
arising fromthe presence of said oxygen in said
inclusions which in turn is due to the retention
in the steel fromwhich said solid product was
made, at the tinme said steel undergoes solidifi-
cation, of 60-150 ng/kg (ppn) dissolved oxygen
whi ch, due to the exclusion fromthe steel of
sol i d deoxi di zi ng agents ot her than nmanganese, is
substantially unconbined with these agents;

sai d gl obular inclusions inpart to said steel
product an enhanced machinability, conpared to the
sane steel product havi ng manganese sul fide
i ncl usi ons without said gl obul ar shape;

and said product has a m crostructure
substantially devoid of machinability inpairing
oxi des of solid deoxidizing agents."

The appel |l ants request that the decision under appea
be set aside and that a patent be granted on the basis
of revised clains 1 to 7 submtted with letter of

30 Cctober 1997.

In a communi cation dated 26 March 1999, the Board
referred the appellants to the docunents

D1: Journal of the Iron and Steel Institute, June
1970, pages 568 to 575

D2: EP-A-0 212 856

D6: Patent Abstracts of Japan, volune 5, 85,
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(C57)(757), June 3, 1981, & JP-A-56029658
D7: DE-B-1 608 752
and substantiated in detail the reasons, why the
revised set of clainms was found unall owabl e. The
appel l ants were informed that dism ssal of the appeal,

therefore, could be expected.

V. In their letter dated 20 May 1999 received on 21 My
1999, the appellants infornmed the Board that

- no observations would be filed in reply to the
Board's official comrunication, and

- no oral proceedi ngs were request ed.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. In the official conmunication of 26 March 1999 the
Board fully explained, why it was of the opinion that
in particular:

- revised claim7 failed to neet the requirenents of
Article 123(2) EPC,

- the subject matter of claiml1l was not novel with

respect to the technical teaching of docunent D2
or, alternatively, with respect to docunent D6
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and furthernore,

- the techni cal concept underlying the present
application was obvious to the man skilled in the
art from docunent D7.

The letter of 20 May 1999 represents the definitive
response of the appellants to the officia
comuni cation by the Board of 26 March 1999.

G ven that the appellants indicate in their letter that
they do not wish to comment on the case, this is
construed as signifying agreenent to a deci sion being
taken on the case as it stands. In this respect, the
present Board of Appeal follows the approach taken in

t he unpubl i shed decision T 784/91.

Additionally, the Board observes that up to the date of
the present decision, the appellants have been given
sufficient tinme for presenting argunents in response to
the Board's comuni cation. No further argunents have
been submtted and there is no discernable reason

what soever for the Board to issue a further invitation
to the appell ants.

Havi ng reconsi dered the reasons which were given in the
of ficial conmmunication of 26 March 1999 and which were
unchal | enged by the appellants, the Board sees no
reason to depart fromthem so that, according to the
file as it stands, clains 1 to 7 submtted with letter
of 30 Cctober 1997 are not all owabl e.

The request of the appellants that the decision be set
aside and a patent be granted on the basis of clains 1



to 7 therefore cannot be foll owed.

O der

For these reasons it i s decided that:

1. The appeal is dism ssed.
The Regi strar: The Chai r man:
S. Fabi ani W D. Wil
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