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Summary of Facts and Subm ssi ons
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The appeal lies fromthe Exam ning Division's

deci sion, dispatched on 3 June 1997, refusing European
pat ent application No. 91 307 624.6, published as

EP- A-0 472 392, since the cl ai ned conpounds were not
consi dered to be novel.

The deci sion was based on the clains and description
as listed in the decision under appeal, nanely:

Clains 1 to 14 as originally filed and Clains 15 to 17
filed with letter of 10 August 1995 (received

16 August 1995); pages 3 to 20, 22 to 30 and 32 to 42
as originally filed and pages 1, 2, 21 and 31 filed
with letter of 10 August 1995.

The i ndependent Clains 1 and 2 read:
"1. (+)-2-(2,4-difluorophenyl)-1-[3-[(E)-4-(2, 2, 3, 3-
tetrafl uoropropoxy)styryl]-1H1,2,4-triazol-1-yl]-3-

(1H1,2,4-triazol -1-yl)propan-2-ol shown in the

formula ((+)-1)

F ({+)-I)
0 &
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(where * indicates an optically active centre),
phar macol ogi cal |y acceptable salts thereof, solvates
t hereof and sol vates of salts thereof."

" 2. (-)- or (+)-2-(2,4-difluorophenyl) propane
derivatives shown in the formula (I1)

(II)

(where * indicates an optically active centre, point A
and A" together are an oxygen atom or A is a hydroxy
group and A is a hydroxy group, nethanesulfonyl oxy
group or p-toluenesul fonyl oxy group, and Ris a
hydroxy group, acetoxy group, 1H 1,2, 4-triazol-1-yl
group or 3-[(E)-4-(2,2,3,3-tetrafl uoropropoxy)styryl]-
1H 1, 2, 4-triazol -1-yl group, providing that both A and
R are not sinultaneously hydroxy groups)."

Clains 3to 9 were dependent on Caim?2; Cains 10 to
14 were related to nmethods of preparing the enantioner
of formula ((+)-1) and to nethods of preparing
intermedi ates used therein; Clains 15, 16 and 17 were
related to a pharmaceutical conposition conprising the
enantiomer of forrmula ((+)-1), the enantiomer of
formula ((+)-1) for use in a nethod of therapeutic
treatnment and the use of the enantioner of formula
((+)-1) for the preparation of a medi canent for
treating fungal infection in animals including humans

respectively.
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The Exam ning Division was of the opinion that the
clai med enantioner of fornmula ((+)-1) was known from
docunent (B), EP-A-0 174 769, since 2-(2, 4-

di fl uorophenyl)-1-[3-[(E)-4-(2, 2, 3, 3-

tetrafl uoropropoxy)styryl]-1H1,2,4-triazol-1-yl]-3-
(1H1,2,4-triazol -1-yl)propan-2-ol was described in
exanple 11 thereof and since it was stated in docunent
(B) that all optically active forns of the conpounds
descri bed therein were enclosed in the teaching

t her eof .

More particularly, since exanple 11 of docunent (B)
was nothing else than a m xture of enantioners and
since it belongs to the skilled person’s general

knowl edge to identify such m xtures and to separate
them in the Examning Division’s view the cl ained
enanti omer was known, according to the principle laid
down in G 1/92 (Q) EPO, 1993, 277).

The Appellant filed with the statenent of grounds of
appeal of 1 Cctober 1997 (received 2 Cctober 1997) a
set of clains headed "Auxiliary Request” and with
tel efax of 23 Novenber 1999 four sets of clains as
second-, third-, fourth- and fifth auxiliary request.

Oral proceedings before the Board of Appeal took place
on 2 Decenber 1999.

The Appellant contested that the principle |aid down
in G 1/92 was applicable in assessing whether an
enanti omer is novel over a known m xture of (+) and
(-) enantioners and he submtted that docunent (B)
neither specifically described the enantioner of
formula ((+)-1) nor provided an enabling disclosure
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how to obtain it.

The Appellant also submtted that Caim2 was novel
over the teaching of any of docunents (B) and (C),
WD 88/ 05048, since these docunments were silent about
the optically active forns of the presently clained
conmpounds.

The Appel |l ant requested that the decision under appeal
be set aside and that a patent be granted as nmain
request on the basis of the clains and description as
listed in the decision under appeal or as auxiliary
requests on the basis of the set of clains headed

auxi liary request acconpanying the statenent of
grounds of appeal filed 1 Cctober 1997 or the sets of
cl ai e headed second, third, fourth or fifth auxiliary
request filed 23 Novenber 1999.

for the Deci sion

The appeal is adm ssible.

Novel ty

The only issue to be dealt with is whether the clained
subject-matter is novel in view of docunent (B) or

(O,

Mai n request

Caimil
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Claiml1l is a product claimdirected to the specific
enantionmer of formula ((+)-1), which the Board
interprets as the pure (+)-enantioner.

Thus, in assessing novelty, the only question to be
deci ded is whether the enantionmer of fornmula ((+)-1)
has been nade available to the public by the

di scl osure of docunent (B)

Docunment (B), which is acknow edged as prior art on
page 2, line 44 of the published application in suit,
relates to a generically defined class of azol es of
formula (11)

X N — CH,~— CR'(oH) — CR*R3— 0=y
[LN R‘*’Q‘w RS 11

(page 1, line 23 to page 3, line 26). On page 8,
lines 2 to 11 of this docunment, it is taught that in
such azoles at |east the carbon atom bearing R' and
hydroxy is asymmetrically substituted and,
consequently, that the azoles exist in racemc, neso
or optically-active forns (enphasis added).

Furt hernore, exanple 11 discloses 2-(2, 4-

di fl uorophenyl)-1-[3-[(E)-4-(2, 2, 3, 3-

tetrafl uoropropoxy)styryl]-1H1,2,4-triazol-1-yl]-3-
(1H1,2,4-triazol -1-yl)propan-2-ol obtained according
to the nmethod described in exanple 4, w thout giving
any further information about the stereochem cal
configuration thereof.
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2.1.1.5

2.1.1.6
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Since the technical teaching of an exanple may be
conbi ned with general technical teaching disclosed

el sewhere in the sanme docunent, in the absence of
reasons to the contrary (see, for exanple, T 990/96 QJ
EPO, 1998, 489, point 9.2 of the reasons), the Board
has no reason to believe that a skilled person would
not conbi ne the disclosure of exanple 11 with the
reference to the racemc, neso and optically-active
formns.

It is, however, consistent jurisprudence of the Boards
of Appeal that the novelty of an individual chem cal
conmpound can only be denied if there is a direct and
unanbi guous di scl osure of this very conpound in the
formof a technical teaching (see T 181/82, QJ EPO
1984, 401, No. 8 of the reasons, and T 296/87, QJ EPO
1990, 195, Nos. 6 and 7 of the reasons). It is thus
not sufficient for denying novelty in the present case
that the clained enantioner of fornmula ((+)-1) bel ongs
conceptually to the group of possible optically-active
forms nentioned in docunent (B) unless there is a
pointer to the individual nmenber of the group at

stake, ie the specific (+)-enantioner.

The cl ai ned enanti omer being incontestably neither a
racemate nor a nmeso form the assessnent of novelty
over document (B), consequently, crystallises on the
question, whether the clained enantioner of fornula
((+)-1) is directly and unanbi guously derivable from
the teaching of exanple 11 when conbined with the
reference to the optically active forns.

Since optical activity is the property displayed by
chem cal conpounds having an asymmetrically
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substituted carbon atomto rotate the plane of

pol ari sati on of plane-polarised |ight when passing

t hrough them the term"optically-active fornms" in
docunent (B) is to be interpreted as enbraci ng any
stereochem cal form of the disclosed 1, 3-di-azolyl-2-
propanol es havi ng such property, independently of
whet her such property is obtained by a pure
stereochem cal isonmer or by any m xture of such
isomers. This interpretation concurs with the comon
general know edge, as disclosed in Enantioners,
Racemat es, and Resol utions (1981), John Wl ey and
Sons, J. Jacques and A Collet, page 4, third ful

par agraph, that the "expression optically active
substance may signify a pure enantioner or a m xture

contai ning an excess of one of the two."

I n docunent (B) the term "optically-active forns"
provi des thus no information about any specific
stereochem cal forn(s) of the chem cal conpound

di sclosed in exanple 11. In other words, froma
stereochem cal point of view, the disclosure in
docunent (B) nust be regarded as undifferentiated,
wth the effect that the said term cannot be equated
to an individualised disclosure of a specific

enanti oner.

Therefore, in the Board' s judgenent, the specific
configuration of the ((+)-1) enantioner of daimlis
not directly and unanbi guously derivable fromthe
teachi ng of document (B) and the novelty of the
claimed ((+)-1) enantioner is not destroyed by this
di scl osure.

2.1.1.7 In the Examning Division' s view the clained

3030.D Y A
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enantiomer of forrmula ((+)-1) should be considered to
be di sclosed in docunent (B) according to the opinion
G 1/92.

However, that opinion of the Enlarged Board of Appeal
rules that a chem cal conposition of a product is
state of the art when the product as such is avail able
to the public and can be anal ysed and reproduced by
the skilled person, irrespective of whether or not
particul ar reasons can be identified for analysing the
conposition. It deals with the point of |aw concerning
the interpretation of the requirenment "made avail abl e
to the public" in relation to the prior use of a
product (see point 1.1 of the reasons) and rel ates
only to the conmposition as such being nade avail abl e
to the public. This opinion cannot be extended to a
further principle that the public prior use of a
conposition is to be construed as a public disclosure
of each conponent of that conposition in its pure
form Thus opinion G 1/92 is not relevant to the
present case.

Claim?2

The Board interprets Claim2 as being related to the
pure (+)-enantioner or the pure (-)-enantioner of
formula (11), by analogy with the claimdirected to
the enantiomer of fornmula ((+)-1) (see point 2.1.1.8).

In assessing novelty, it is to be deci ded whet her any
of the enantioners according to Caim2 has been nade
available to the public by any of the disclosures of
docunents (B) and (C).
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The only disclosure in docunent (B) of a conpound
having a chem cal formula as defined in Claim2 can be
found in exanple 4, describing the use of 2-(2,4-

di fl uorophenyl) -2, 3-epoxy-1-(1, 2,4-triazol - 1-

yl ) propane as internediate. Since this exanple is
conpletely silent about the stereochem cal
configuration of this internediate and according to
the jurisprudence of the Boards of Appeal of the EPO

t he novelty of any of the enantioners is not destroyed
by the description of a racemate (T 296/87, point 6.2
of the reasons), the disclosure of this conmpound does
not destroy the novelty of Caim 2.

The only nentioning of conpounds having a chem cal
formula as defined in present Claim2 in docunent (C)
can be found in preparative exanple 6 thereof,

descri bing the conversion of 1-[[(2,4-difluorophenyl)-
oxiranyl]nmethyl]-1H1,2,4-triazole into 2-(2, 4-

di f 1 uorophenyl )-3-(1H 1, 2,4-triazol -1-yl)-1, 2-

pr opanedi ol .

Since this exanple is conpletely silent about the
stereochem cal configuration of the conpounds

i nvol ved, also for the reason given in point 2.1.2.2
such di scl osure does not destroy the novelty of the
subject-matter of present Caim 2.

This finding is not affected by the statenent on

page 27, third full paragraph, that the stereochen ca
configuration is already fixed in the internedi ates
(I'l') and that it is possible to separate cis and trans
forms at this or even an earlier stage. Since the two
enantionmers according to present Claim2 contain only
one asymmetrically substituted carbon atom whereas the
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above disclosure concerns the cis and trans forns of
conpounds, having at |least two asymmetrically
substituted carbon-atons, the said statenment cannot
concern the conpounds described in preparative exanpl e
6.

2.1.3 It follows fromthe above that the remaining Clains 3
to 17 are necessarily al so novel over the disclosure
of docunments (B) and (C) for the sanme reasons as
Cainms 1 and 2.

2.2 Auxi liary requests
In the light of the above findings, there is no need

to consider the auxiliary requests.

O der

For these reasons it iIs decided that:

1. The deci sion under appeal is set aside.

2. The matter is remtted to the first instance for
further prosecution on the basis of Cainms 1 to 17 as
listed in the decision under appeal.

The Regi strar: The Chai r man:

3030.D
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E. Gorgnmaier A. Nuss
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