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Summary of Facts and Subm ssi ons

Eur opean patent application No. 83 306 484.3 was filed
on 25 Cctober 1983 by Mtsui Chemcals Inc.

A European patent, No. 0 109 779, was granted on
17 Decenber 1986.

1. An opposition was filed by DSM Research B.V. on
17 Septenber 1987. For an account of the rel evant
ci rcunst ances preceding the present appeal reference is
made to the appeal ed deci sion issued on 4 August 1997
by the Opposition Division review ng the decision of
the Registry dated 27 Decenber 1996 on the fixing of
costs, appendi xed to this decision.

L1l Both parties have appeal ed agai nst the Qpposition
Division's decision. The parties have requested oral
pr oceedi ngs.

| V. The Patentee has requested that the Board of Appea
rules as a prelimnary matter that the Qpponent's
Noti ce of Appeal did not satisfy Rule 64(b) EPC and
that the Opponent's appeal was inadm ssible.

V. In the substantive nmatter the Patentee has requested
that the Board orders

(a) that the OQpponent should pay the whole of the
opposi ti on/ appeal costs in accordance with the
debit notes submtted to the Registry of the
Qpposition Division with a letter of 24 June 1996,
and
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that the "recovery costs" as notified to the
Opponent, the costs of preparing and filing the
Statenent of G ounds of Appeal, and the costs of
subsequent proceedi ngs before the present Board
wer e apportioned to the Opponent.

The Opponent has requested that the Board

(a)

(b)

(c)

(d)

confirmed the appeal ed decision as far as it
ordered that only costs due to tardiness should be
apportioned,

revoked the decision concerning the anmount fi xed,

requested the Patentee to supply information on
the costs incurred before the subm ssion of public
prior use and the overlap with |ater costs, and

referred to the Enl arged Board of Appeal the
question: "lIs the second hal f-sentence of

Article 104(1) EPC an exception to the basic
principle of the first half-sentence of that

par agraph which is to be construed narrowy so
that an order for a different apportionnent of
costs will only restore the conpensated party in
the situation set out in the first half-sentence
or can it be construed broadly so as to create the
situation that in a case where a different
apportionment of costs is ordered the conpensated
party effectively will have to pay |less than the
costs he would have incurred in a further
identical situation in which there was no cause
for a different apportionnment of costs?”
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In a communi cati on of 28 Cctober 1998 the Board
informed the parties that its prelimnary opinion was
that the appeal of the Patentee was adm ssible but that
t he appeal by the Cpponent was not adm ssible, that the
requests for oral proceedings should be refused
pursuant to Rules 63(4) and 66(1) EPC, and that the
request for a referral to the Enlarged Board of Appea
shoul d al so be refused.

Oral proceedings were held on 12 February 1999, in

whi ch the procedural questions of admissibility of the
Qpponent' s appeal, and the possibility of holding ora
proceedi ngs regardi ng the substantive issues of the
case, were discussed. The Board decided that the appea
by the Opponent was admi ssible and that the proceedi ngs
woul d be continued in witing only.

The positions of the parties, as presented in the
appeal s and in further subm ssions follow ng the ora
proceedi ngs, can be summari sed as fol |l ows.

The Pat ent ee

It was ordered in T 611/90 that the Qpponent shoul d pay
all the Patentee's future costs in proceedi ngs before
the Opposition Division and the Board of Appeal arising
fromthe late introduction of the new ground. The
appeal ed deci sion did, however, attenpt to nake a

di stinction between costs that could be attributed to
the | ateness of the subm ssion of the new ground, and
costs which woul d have been incurred if the subm ssion
had been tinely filed. The inpugned decision thus
awarded only part of the Patentee's costs. The
Patentee's position was that all of the expenditure
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arose through tardiness on the part of the Opponent; if
the ground had not been introduced |ate in the

proceedi ngs, it would not have been introduced at al
since the Qpponent had deliberately decided to exclude
this ground fromhis Notice of Opposition. The

tardi ness was the | ate change of heart: all the
expense, including the test costs, and, now, the
recovery costs, flowed fromthis. It also followed from
the principle of legitinmte expectations that the

Pat ent ee shoul d now be conpensated for his costs. The
Patentee was precipitated into the conpul sory reopening
of the opposition on conpletely new grounds as ordered
in T 611/90. The Opposition Division charged the
Patentee with the task of arrangi ng expensive tests in
spite of protestation by the Patentee. The order was
that the Opponent should bear "all the costs" of that
opposition. A legitinmate expectation was raised in the
m nd of the Patentee as regarded the eventual handling
of the award of costs.

The Opponent

The only costs to be apportioned were the costs caused
by the Opponent's |ate subm ssion of public prior use.
The Opponent should therefore pay the additional costs
incurred by the Patentee, but the Patentee nust pay the
normal costs which were connected wth the issue as
such. The costs which arose when the prior use issue
was dealt with by the Opposition Division and the Board
of Appeal, after the remttal in decision T 611/90,
woul d have been incurred in any case, regardl ess of
when the prior use subm ssion was nmade. The costs to be
apportioned were therefore only those costs which could
have been saved if the Patentee had been given the
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opportunity to deal with this issue earlier, i.e.
together with other aspects of the opposition which
were being treated before the prior use issue was

i ntroduced. At that earlier stage the Patentee had only
prepared two letters in response to the Notice of
Qpposition and to further observations. No other costs
had been incurred by the Patentee. It was the cost of
preparing these letters that could be the subject of an
apportionnment pursuant to Article 104 EPC. The request
made by the Patentee that the costs for the proceedi ngs
concerning the fixing of costs (the recovery costs)
shoul d be apportioned to the Cpponent had to be

rej ected, as these proceedi ngs concerned a new case
where the basic principle that the parties shoul d bear
their own costs was applicable.

Reasons for the Deci sion

1.2

0160. D

Adm ssibility of the appeals.

The Patentee's appeal is adm ssible.

The Opponent's appeal is also adm ssible.

The Patentee has requested that the appeal of the
Opponent shoul d be found i nadm ssi ble. The Qpponent's
Noti ce of Appeal reads "Herewith we appeal against the
deci sion of the EPO Opposition Division on the awarding
of costs in this case, dated August 4, 1997". No
further subm ssion was made within the tine limt for
filing the Notice of Appeal. The Patentee has argued
that the Notice of Appeal does not conply with
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Rule 64(b) EPC in that it says nothing as to the extent
to whi ch anendnent or cancell ation of the decision is
sought .

At the previous stages of the case, before the Registry
of the Qpposition Division and the Opposition D vision,
the Opponent's position was that it was willing to pay
sone costs. It did not, however, admt to pay a

speci fied sum of noney, but left it to the EPO to nake
a decision according to Article 104 EPC. This
standpoint is perfectly correct, and indeed usual in
non-contractual conpensati on cases. The Cpponent's
appeal against the Opposition Division's decision nust
t heref ore be understood as a request for a nore
favourabl e outcone, founded on the Board' s eval uati on,
still without a precise figure being given as a sum
that the Cpponent would be willing to pay. As the
|atter position is equally legitinmate in appea
proceedi ngs as before the first instance, it follows
that the Opponent's Notice of Appeal satisfies the
requi renents of Rule 64(b) EPC. The appeal of the
Qpponent - which is also otherwise correct - is

t heref ore adm ssi bl e.

2. The requests for oral proceedings

Readi ng Rul e 63(4) EPC ("The Opposition Division shal
take a decision on the request (for a decision by the
OQpposition Division on the awarding of costs by the
registry) referred to in paragraph 3 wi thout ora
proceedi ngs") together with Rule 66(1) EPC ("Unless
ot herwi se provided, the provisions relating to
proceedi ngs before the departnent which has nade the
deci sion fromwhich the appeal is brought shall be
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appl i cable to appeal proceedings nutatis nutandis"),
makes it apparent that the substantial issues of the
present appeal proceedings, relating to a decision on
awar di ng costs, shall be decided on the witten

subm ssions w thout oral proceedings. (Cf. VIII supra.)

The substantial issue of the case: the question of
fixing of costs

The positions of the parties differ widely. In nuce,

t he Patentee demands that all the costs it has had
after the remttal of the case should be paid by the
Qpponent; the Opponent is only willing to pay the costs
whi ch the Patentee could have saved if the procedure
had been based on a tinely subm ssion of the prior use
argunent .

The apportionnment order in T 611/90 is based on

Article 104(1) EPC. This article enables an Opposition
Di vision or a Board of Appeal to nake an exception to
the general principle, expressed in the article, that
both parties to the proceedi ngs shall bear their own
costs. For reasons of equity a different apportionnment
of costs for taking of evidence and in oral proceedings
may be ordered. According to the case | aw of the Boards
of Appeal all costs incurred by a party in proceedi ngs
before the EPO can, in practice, be apportioned to be
paid by the other party as |long as they can be regarded
as arising fromlegitinmate neasures taken by the first
party in propagating its case. One usual reason for
finding it equitable to order a different apportionnment
than according to the main rule is that one of the
parties has not followed the procedural tine limts
laid down in the EPC, and by so doing has caused the
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other party to have extra costs. The present appea
case concerns the consequences of such | ateness.

It appears that the parties agree that the |late

subm ssion of the prior use argunent is the cause of
extra costs for the Patentee, and that such costs
shoul d be borne by the Opponent in accordance with the
apportionnment possibility given in Article 104 EPC and
as ordered in T 611/90. The parties cone to very
different results, however, as to which costs have
arisen fromthe Opponent's | ateness: only costs which
coul d have been partly saved by the Patentee in
preparing two letters before the |ate subm ssion
(according to the Qoponent), or all costs which have
been incurred by the Patentee after the remttal
(according to the Patentee).

In the proceedings before the Registry of the
Qpposition Division in the matter of fixing the
apportioned costs the Registry sent a conmunication to
the parties explaining that in order to decide which
costs should be apportioned it had to be observed that
the costs for the analysis of Stanylex 1046 (the tests
referred to above) woul d al so have been incurred if the
prior use had been alleged earlier. The tests were a

| egiti mate neans of defence, the communi cation

conti nued, but they were not caused by the |ate

al l egation as such and the cost for them could not now
be taken into account. On the other hand, the costs
ensui ng fromthe correspondence between the Patentee's
Eur opean and Japanese representatives coul d have been

i ncluded in the correspondence which took pl ace
earlier; thus these costs should be apportioned, the
communi cation said. The Patentee was invited to redraft
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the bills concerned, and was asked to present an

item sed note clearly show ng which costs were charged
for which subject. The Patentee answered that he did
not intend to chall enge the position adopted by the
Regi stry that a considerable proportion of the costs
incurred in Japan and all the costs charged by his
representative shoul d be apportioned to the Cpponent.
Redrafted debit notes, which partly exceeded the

requi renents of the conmunication, were filed. The

| etter was, however, retracted when the Patentee

recei ved the Qpponent's answer to the comrunication; in
this answer the Opponent requested that considerable
further parts of the costs should be excluded from
apportionnent.

The Registry fixed the costs to the suns presented in
the Patentee's revised bills. The Patentee, expressing
di sappoi ntnent that its full requests had not been net,
expl ained that it would not seek review of the
deci si on. Revision was requested by the Qpponent.

In the appeal ed decision the Qoposition Division says
that "it can be assunmed that the |ate allegation of
prior use prevented the Patentee fromdealing with the
details of the prior use in the previous actions and
thus, probably, fromlimting the overall costs. For
exanple, the letter of the proprietor dated 26 February
1992 contains only argunents relating to the Stanyl ex
tests, but it has to be assuned that the costs incurred
by the preparation of this letter are higher than if
the sane argunent had been presented as part of the
representative's previous actions because all parties
concerned had to reexam ne the case on the basis of new
argunents |long after the first opposition proceedi ngs".
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Havi ng then pointed to the difficulty of cost
separation, the Qpposition Division decided to fix the
costs according to the Patentee's revised (although
retracted) debit notes, thus upholding the Registry's
deci si on.

3.6 The Board agrees with the Opposition Division about the
i nherent difficulty of separating various costs as a
means of deciding a sumto be regarded as the exact
addi tional costs incurred by one of the parties. The
present case is essentially a case about damages for
costs incurred by the Patentee because of an action by
the Qpponent. It is conmon in conpensation cases that
putting a precise value on the danmage inflicted is
difficult; i.e. in the present appeal to make an
estimate of the costs for the extra work etc that the
Pat entee has had to put in because of the |ate
subm ssion. It seens correct to regard the Stanyl ex
tests as a necessary neans of defence for the Patentee,
and the costs for them as unavoi dabl e regardl ess of
when the prior use argunent was raised. They shal
therefore not be included in the costs that the
Pat ent ee shoul d be conpensated for.

The prior use argunment was, of course, per se a
legitimate way of attacking the patent. But the fact
that the tests had to be perforned at a later stage in
the procedure than shoul d have been necessary led to
extra costs for the Patentee. Not only did the Patentee
| ose the possibility of dealing with this issue
together with the other questions originally involved
in the opposition, but the | ateness al so brought about
ot her expenses: the necessity for renewed

communi cati ons between the Patentee, its Japanese and
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its European representatives, and for the
representatives to study and start work again on a case
that they had justly believed to be nearly finished.
The Board finds that this and the other circunstances
involved in the fixing of costs have been correctly
taken account of in the appeal ed decision. The Board
also finds that the estimate of the anmount which the
Pat ent ee shoul d be conpensated for by the Cpponent is
reasonabl e and | eads to an equitable solution of the
mat t er.

Referral to the Enlarged Board of Appea

The Board does not regard the question proposed by the
OQpponent as one suitable for referral to the Enl arged
Board, because it relates to hypothetical facts, and

i ssues not clearly present in the case. In particular,
the question relates to the interpretation of

Article 104(1) EPC, which is concerned with the
apportionnment of costs, whereas the present decision is
taken under Article 104(2) EPC on the fixing of costs.
Thus the proposed question is irrelevant to the | ega
poi nt under consideration.

Apportionnment of the costs incurred in the present
appeal case

The Board agrees with the reasons given by the
Qpposition Division for excluding the costs of the
proceedi ngs concerning fixing costs from apporti onnment
(see point 5), and for the sane reasons nmakes no order
for apportionnent of the costs of the present appeals.
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O der

For these reasons it is decided that:

1. The request for referral of a question to the Enlarged
Board of Appeal is refused.

2. The appeal s are di sm ssed.
The Regi strar: The Chai r man:
E. Gorgmaier C. Gérardin

0160. D



