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Summary of Facts and Submn ssions

2733.D

The appeal concerns European patent application

No. 90 104 449.5 (publication No. 0 389 842). The
application was refused by the exam ning division
responsible for the exam nation for the reason that the
only text of the application considered allowabl e by

t he exam ning division was not agreed by the applicant.

In the exam nation procedure preceding the refusal the
exam ni ng di vision issued two conmuni cations raising
vari ous grounds of objections to the grant of a patent
to which the applicant reacted by repeatedly making
anendnents. In a conmunication under Rule 51(4) EPC
dated 30 March 1995, the exam ning division finally
informed the applicant of the text in which it intended
to grant the European patent. The text consi dered

al | owabl e conforned, except for sone m nor anendnents,
with the then main request of the applicant and

i ncl uded a single independent claimwhich read as
fol | ows:

"1. An electronic display unit for formng

aut ost ereoscopi c i nages for 3-D view ng, which

conpri ses

(a) an illumnation surface (1) including a plurality
of groups (2,3; 2,3; etc.) of light sites in which each
group of light sites includes at |east two sets (2,3)
of light emtters;

(b) nmeans for sinultaneously turning one of the |ight
sets (2) in each group (2,3) of light emtters on and
then off and then turning another one of the |ight sets
(3) in each group (2,3) on and off, and so on in
succession, one set after the other such that each
succeedi ng set in each group is turned on and off in
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sequence, and to repeat this process continuously,
whenever the unit is turned on;

(c) alight valve (4) in front of and parallel to said
illumnation surface (1), said Iight valve having

i ndi vidual picture elenents (5) on its surface, said

| i ght val ve bei ng capabl e of displaying different

I mges every tine one set of light emtters in each of
the different groups of light sites sinultaneously
flash on and off."

The applicant infornmed the exam ning division that it
was not in a position to approve the text proposed by
the exam ning division, at the sane tine submtting a
revised set of clains. According to the new request a
fornmerly deleted feature should be reintroduced into
claim1 and further dependent clains added to the text.
The exam ning division considering the clains to |ack
clarity, notified the applicant that it did not consent
to the new request under Rule 86(3) EPC, and invited
the applicant to submt its observations.

In aletter dated 9 Septenber 1996 the applicant
submtted further anendnents to the clains, in
particul ar by del eting sonme of the dependent clains and
anmendi ng ot hers which had been objected to by the

exam ning division; in addition, the applicant included
a second i ndependent claimand reintroduced one of the
ori gi nal dependent clains. The applicant expl ai ned that
the new clai ns shoul d take account of all the

obj ections raised by the exam ni ng division.

The exam ni ng di vision thereupon refused the
appl i cation; the decision was posted 26 May 1997.

As reason for the decision the exam ning division
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stated that the applicant had had anple opportunity to
anend the clains prior to the comruni cati on under

Rul e 51(4) EPC, at that stage the substantive

exam nation was conplete. Allow ng new anmendnents, in
particul ar the introduction of a second independent
claim would call into question the outcone of the
subst anti ve exam nation, which would be contrary to
what was set out in the Cuidelines, chapter GVI, 4.9.

The applicant filed an appeal against this decision.
The notice of appeal was received in witing by the
Eur opean Patent O fice on 18 July 1997; the appeal fee
was paid the sane day. The letter setting out the
grounds of appeal was subsequently received on

29 Septenber 1997.

In the notice of appeal the applicant requested
reversal of the decision and grant of a patent on the
basis of the request filed with the |etter dated

9 Septenber 1996. Oral proceedi ngs were requested as
wel | .

According to the grounds of appeal, the appellant was
in a position to define adequate clains for the first
time with the letter dated 9 Septenber 1996. The
application had been handl ed before by an attorney of a
US law firmwho since then had left the firm a
situation which had introduced sonme confusion into the
prosecution of the application. The two i ndependent

cl ai ns pursued before the exam ning division were based
on corresponding original clains and were believed to
claimdiffering solutions to the sanme object so that
the appellant did not expect any objections to be

rai sed regarding the nunber of clains per category.
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In a comruni cation issued under Article 110(2) EPC the
Board i nfornmed the appellant of its provisional opinion
that the refused request had indeed been filed at a
very late stage in the pre-grant procedure and
indicated that it considered the exam ning division to
have exercised its discretion under Rules 51(5), 2nd
sentence and 86(3) EPC in due consideration of the

Ci rcunst ances.

In a subsequent letter dated 10 July 2001 the appell ant
withdrew its former appeal requests and expressly
approved the text of the application in the formin

whi ch the exam ning division had issued the

comruni cati on under Rule 51(4) EPC on 30 March 1995.
Regardi ng the appeal the appellant requested the Board
to set aside the contested decision and to remt the
case to the exam ning division.

Reasons for the decision

2733.D

The appeal conplies with the requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC and is
t hus admi ssi bl e.

As the appellant is no | onger asking for consideration
of the request which the exam ning division refused to
consider in the exercise of its discretion under

Rul e 86(3) EPC, the basis for the decision under appea
I's renoved and the decision can be set aside and the
case remtted to the exam ning division.

However in ex parte appeal proceedings, as ruled by the
Enl ar ged Board of Appeal in decision G 10/93, Scope of
exam nation in ex parte appeal/SI EMENS (QJ 1995, 172),
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the board of appeal responsible nust ensure that the
application or the invention to which it relates neets
the requirenents of the EPC irrespective of any view
taken by the exam ning division. Even after an approval
under Rule 51(4) EPC the board nay reopen the

exam nation for "whatever reasons”. The board nmay

ei ther incorporate the issue into the appeal and rule
on the case itself, or ensure by way of referral to the
exam ning division that the issue is included when

exam nation is resuned.

In the view of the Board, in the present case the
foll owi ng objections arise relating to essentia

requi renents of the EPC, sone of which have not been
dealt with in the preceding first instance proceedi ngs,
so that the exam nation should be re-opened, to allow
the appellant to file appropriate anendnents or
convi nci ng observati ons which di spel the objections.

Added subject-matter (Article 123(2) EPC

2733.D

The feature that the "illum nation surface (1)
includ(es) a plurality of groups (2,3; 2,3; etc.) of
light sites in which each group of Iight sites includes
at least two sets (2,3) of light emtters" has been

i ntroduced by anendnent into claim1l of the text as now
approved by the appell ant.

The Board cannot find any express disclosure of this
feature in the application docunents as originally
filed. Fromthe original description it appeared that
the ternms "light sites" and "light emtters"” should be
gi ven a special neaning since the description
explicitly indicated that the terns "light emtting
line", "vertical row of light sites", and "col um of
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light sites" are interchangeable (see A-publication,
colum 4, lines 9 to 19). Taking into account the
further term nology used in the description, it seens
clear that the illumnating |ight should be understood
as being emtted fromso-called "light sites"”, which
are also referred to as light emtting regions or

| ocati ons and may take, in the described variants of
the invention, different fornms and shapes, in
particular the formof l|lines or dots.

The present claimwording extends the term nology in
such a manner that protection is now al so sought for
display units in which the "light sites" and "Ilight
emtters" are different entities, possibly having

di fferent technical functions and structure. This is an
enbodi nent for which the Board cannot find any support
in the original application docunents. The sane

obj ection holds for the definitions of "groups" and
"sets".

In fact, the application consistently refers to sets of
light emtting sites but never to "groups of sets" or
the like. Such a group-set hierarchy is not even

menti oned when col our display and video standards are
addr essed al t hough these enbodi nents woul d be an
opportunity to introduce, if anywhere, a hierarchic
concept. In colum 8, third paragraph, the only place
where the word "group" appears ("groups of blinking
lines"), the text rather indicates that "the |ines can
be arranged and operated in exactly the sane nmanner as
it was previously discussed", i.e. only on the basis of
the sets of light emtting sites. Qperating light sites
and pixels in a group-set hierarchy of the type as

cl ai mned cannot be considered as a nere play of words,
since they involve sone technical aspects which cannot
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a priori be set aside as irrelevant for the question of
patentability of the invention.

The feature, therefore at first view, appears to add
new subject-nmatter to the content of the application as
originally filed, which is not allowabl e under

Article 123(2) EPC

Lack of clarity (Article 84 EPC)

2733.D

I ncongruent definitions between clains and description
ri sk producing anbiguities regarding the subject-matter
for which protection is sought and thus being contrary
to Article 84 EPC. As pointed out above such an

I ncongruence between claim1 and the description
results fromthe definition of "light sites" and "light
emtters" as well as fromthe definition of "groups"”
and "sets".

At | east the independent clains, which have to include
the essential technical features of the invention
(Rules 29(1) and (3) EPC), should define the features
individually as well as their technical contribution to
the clai ned subject-natter as a whole in a technically
under st andabl e manner since otherw se the function of
clainms and the purpose of Article 84 EPC, nanely on the
one hand to allow a reliable exam nation regarding the
substantive patentability requirenents of the EPC, on
the other hand to provide the basis for determning the
scope of protection as conferred by the application or
t he patent when granted, could not be paid due regard.

The technical neaning of the definitions given in
claiml is unclear for various reasons. First, the
claiml| eaves obscure what el enents are turned or
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flashed on and off "sinultaneously". It is also unclear
what the purpose of displaying "different inmages" is
and how the features included in the claimcontribute
to the basic function of the clainmed display unit,
nanely the formation of the autostereoscopic inages.

Requi renents of the description (Rule 27(1)(c) and (e) EPQC

The clains are exclusively directed to 3-D displ ay
units, whereas the description still refers to both,
3-D and 2-D display units (Figures 1 to 7 and Figures 8
to 11 and 16, respectively), a discrepancy which

requi res adaption of the description to the clains.

Subst antive requi renents of the EPC of patentability

2733.D

In view of the above objections and the anmendnents
which are likely to be submitted by the appellant it is
not consi dered appropriate to enter, at this stage,
into the exam nation regarding the requirenents of the
EPC of Article 52(1) EPC. This exam nation will have
still to be done in the subsequent first instance
proceedi ngs. Thus the Board considers it appropriate to
remt the case to the exam ning division for further
prosecuti on.

In the proceedings follow ng the re-opening of the

exam nation, the exam ning division should be bound by
the rati o decidendi of the present appeal decision only
in that the objections set out above are incorporated
into the exam nation and the appellant is given, in
accordance with the | nplenenting Regul ati ons and as
often as necessary, the opportunity to coment or to
file anmendnents to overcone the objections. The

exam ning division may formits opinion in accordance
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with Articles 97(1) and (2) on refusal or grant,
wi t hout bei ng bound to consider the objections raised
by the Board as established.

Or der

for these reasons it Is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the text of the application
for which the exam ning division has issued a
comruni cati on under Rule 51(4) EPC on 30 March 1995.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener

2733.D



