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Summary of Facts and Subm ssi ons

1292.D

The appeal |odged on 15 Septenber 1997 lies fromthe
deci sion of the Exam ning Division posted on 17 July
1997 refusing European patent application

No. 92 304 329.3 (European publication No. 514 159).

The deci sion was based on clains 1 to 8 filed on

3 August 1996 according to the then pendi ng request.
The Exam ning Division held that the subject-matter of
claimse 1 to 3 and 6 was not new in view of docunent

(1) Wl 88-231 717,

t hus contravening Article 54(1) EPC

The Appellant (Applicant) submtted an anended set of
clainms 1 to 6 and a part of claim7 together with the
witten statenent setting out the grounds of appeal on
15 Septenber 1997. He argued that the amendnents now
made to the clains overcane the objections raised in

t he deci si on under appeal .

In a comuni cation pursuant to Article 110(2) EPC the
Board informed the Appellant in particular that,

consi dering unanended clains 3 and 6, these clains
still appeared to cover subject-matter anticipated by
docunent (1), thus not conplying with the requirenents
of Article 54 EPC.

In reply, the Appellant submtted on 20 April 2000 new
claims 1 to 6, dropping forner clains 3 and 6. He
argued essentially that those clains as anended were
restricted to subject-matter delimted from docunent
(1), independent clains 1, 3 and 5 reading as foll ows:
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"1l. An ink conposition conprising water, dye and at

| east one cosolvent, characterised in that said
cosolvent is present in about 2% to about 40% by

wei ght, in that the conposition has a viscosity of
about 1.6 to about 2.5 centipoise at 25°C, a surface
tension of about 28 to | ess than about 35 dynes/cm and
in that said at | east one cosolvent is selected from
the group consisting of propyl ene carbonate, ethylene
carbonate, 1-cyclohexyl- 2-pyrrolidone, isopropanol, 1-
nmet hyl - 2- pyrrol i done, 2-am no-2-nethyl -1-propanol,

nmet hyl di et hanol am ne, pyrazole, benzyl alcohol, 1, 3-
di met hyl - 2-i m dazol i di none, propyl ene glycol nononethyl
et her, dipropyl ene gl ycol nononethyl ether,
tripropyl ene glycol nononethyl ether, propylene glycol
nono-t- butyl ether, ethylene glycol ethyl ether
acetate, ethylene glycol nethyl ether acetate, ethylene
gl ycol butyl ether, diethylene glycol butyl ether
acetate, propylene glycol nethyl ether acetate,

di propyl ene gl ycol nethyl ether acetate, tripropylene
gl ycol methyl ether acetate, and m xtures thereof.

3. An i nk conposition conprising a colorant, water
and at | east one cosolvent characterised by being free
of surfactant, in that the cosolvent is present in an
anount of about 2% to about 40% by wei ght based on
total weight of the conposition and is selected from
the group consisting of propyl ene carbonate, ethylene
carbonate, 1-cyclohexyl-2-pyrrolidone, 2-am no-2-

met hyl - 1- propanol , pyrazol e, benzyl al cohol, ethylene
gl ycol ethyl ether acetate, ethylene glycol nethyl

et her acetate, ethylene glycol butyl ether, diethylene
gl ycol nonobutyl ether acetate, propylene glycol nethyl
et her acetate, dipropylene glycol nethyl ether acetate,
tripropyl ene glycol nethyl ether acetate, and m xtures
t her eof .
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5. An ink conposition conprising an ink vehicle and a
colorant, characterised by being free of surfactant and
by further conprising diethylene glycol nonobutyl ether
and gl ycerol."

The Appel l ant requested that the deci son under appeal
be set aside and the case be remtted to the first

i nstance for further prosecution on the basis of
clainms 1 to 6 submtted on 20 April 2000.

Reasons for the Decision

1
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The appeal is adm ssible.

Amendnents (Article 123(2) EPC)

The subject-matter of claiml is based on clains 1 and
2 as originally filed. The tenperature of 25°C for
measuring the viscosity is supported by page 4, line 3
of the application as filed. Clains 2 to 6 are backed
up by claims 3, 5, 6, 8 and 9 as originally filed. The
absence of a surfactant in clains 3 and 5 finds support
on page 5, paragraph 4, lines 1 and 2, and page 6,
paragraph 1, last line of the application as filed.

For these reasons, the Board concludes that the clains
nmeet the requirenents of Article 123(2) EPC

Novel ty

The only issue arising fromthis appeal is whether or
not the subject-matter of the clains is novel over
docunent (1), which is stated in the decision under
appeal as being the sole ground for refusal of the
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appl i cation.

Docunent (1) is directed to an ink conposition
conprising a water-soluble dye, a m xture of a

pol yhydri c al cohol derivative and a pol yhydric al cohol,
and a surfactant. That docunent discloses specifically
an ink conposition wherein both diethylene glycol
nmonobutyl ether and glycerol are contained in that

m xture.

The conpound di et hyl ene gl ycol nonobutyl ether has been
deleted fromthe list of alternative cosolvents in
claim1l1 thereby delimting the subject-matter of that
claimfromthe disclosure of docunent (1). Clains 3 and
5 require the absence of a surfactant with the
consequence that the ink conpositions of docunment (1),
whi ch mandatorily conprise a surfactant, cannot
anticipate the subject-matter of those cl ains.

For these reasons, the Board concludes that the

subj ect-matter of independent clains 1, 3 and 5, and by
t he sane token that of dependent clains 2, 4 and 6
referring to preferred enbodiments within the anbit of
t hose clains, is novel over docunment (1).

Rem ttal

It follows fromthe above, that by substantially
amendi ng the refused i ndependent cl ainms, the Appell ant
has overcone the objection pursuant to Article 54 EPC
rai sed in the decision under appeal in respect to
docunent (1). The exam nation not yet having been
concl uded, the Board exercises its power conferred to
it by Article 111(1) EPCto remt the case to the
Exam ning Division for further prosecution.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 6 submtted on
20 April 2000.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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