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Summary of Facts and Submn ssions

1193.D

Eur opean patent No. 0 406 354 was granted with a set of
14 clains. Caiml was directed to a product with
product clains 2 to 8 dependent thereon; claim?9
related to a process with clains 10 to 13 dependent
thereon; and lastly claim14 was dependent on either
claim1 or claim®9.

The i ndependent clains read as foll ows:

"1. A conposite board which conprises up to 87% by
wei ght m neral wool, 5 to 65% by wei ght perlite,
up to 25% by weight clay, 4 to 35% by wei ght
cel lul osic newsprint conposed primarily of
cellulosic fibers, and 2 to 15% by wei ght of a
t hernopl astic pol yneric binder, obtainable by
deposition froman anionic |atex, having a gl ass
transition tenperature of from80°C to 115°C, the
rati o of the binder to the cellul osic newsprint
content being no greater than 1.25 when the
cellulosic newsprint content is |less than 6% by
wei ght and the ratio being no greater than 0.7
when the cellul osic newsprint content is at |east
6% by wei ght, wherein the cellulose fibers in the
board are substantially conpletely coated with the
bi nder, the board displaying a sag of |ess than
5.08 mm (200 nmils) when a 15.2 nm (0.6 inch) thick
sample, 229 mm (9 inches) wide and 610 mm (24
i nches) long is supported at both ends and exposed
to a tenperature of 29.4 °C (85°F) and a relative
hum dity of 95% for 24 hours.

9. A process for nmaking a conposite board conpri sing
4 to 35% by wei ght cellul osic newsprint conposed
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primarily of cellulose fibers, and 2 to 15% by
wei ght of a thernoplastic polyneric binder, the
ratio of the binder to the cellul osic newsprint
bei ng no greater than 1.25, wherein the conponents
necessary to nake the board are m xed with water
to forman aqueous slurry, and the slurry is
floccul ated while being fed to a nold and shaped,
the shaped material drained of liquid and pressed
into the shape and thickness of the board and
heated to solidify the board, characterised in
that the polyneric binder is coated on the

cellul ose fibers of the newsprint substantially
conpl etely before the slurry is fed to the nold."

Two notices of opposition were filed on the grounds of

| ack of novelty and/or inventive step. O the 18
docunents cited in the course of the opposition
proceedi ngs, reference will be made to the following in
the present deci sion:

D1 EP- A-O0 000 922
D3 EP- A-0 266 850

The opposition division held that the process according
to claim9 as granted | acked an inventive step with
respect to D3 in conbination with D1. The first three
auxiliary requests were not admtted because the
respective claim9 was found to lack clarity.

The interlocutory decision was based on the patentee's
fourth auxiliary request, nmaintaining the patent wwth a
set of nine clains, essentially corresponding to clains
1 to 8 and 14 as granted. The opposition division held
that the subject-matter of claim1 was distinguished
fromthe closest prior art D3 by the stipulated ratio
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of binder to cellulosic fibers. An inventive step was
recogni sed, essentially for the reason that the clained
conposi te boards were shown to have superior

properties.

The patentee appeal ed agai nst the decision of the
opposition division rejecting the main request with
process clainms 9 to 13 as granted.

Opponent COdenwal d Faser pl attenwerk GrbH appeal ed
against the interlocutory decision allow ng the
patentee's fourth auxiliary request.

During the oral proceedings held on 24 January 2001,
the patentee submtted ten sets of clains to serve as
basis for auxiliary requests | to X. The auxiliary
requests I to VII conprised clains 1 to 8 as granted
and anended process clains. The auxiliary request VIII
contained the product clains as all owed by the
opposition division. The auxiliary request |X consisted
of a process claim1 and further process clains 2 to 5
dependent thereon. Claim1l read as foll ows:

"A process for making a conposite board conpri sing
4 to 35% by wei ght cellul osic newsprint conposed
primarily of cellulose fibers, and 2 to 15% by

wei ght of a thernoplastic polyneric binder, added
in the formof an anionic | atex dispersion, the
rati o of the binder to the cellul osic newsprint
bei ng no greater than 1.25, wherein the conponents
necessary to make the board are m xed wth water
to forman aqueous slurry, the slurry is
flocculated while being fed to a nold and shaped,

t he coagul ant being added to the m xture of
conponents before the slurry is floccul ated, the
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shaped material drained of Iiquid and pressed into
t he shape and thickness of the board and then
heated to solidify the board, the polyneric binder
bei ng coated on the cellulose fibers of the
newsprint substantially conpletely before the
slurry is fed to the nold."

The auxiliary request X consisted of 6 process clains
with independent claim1 and clains 2 to 6 dependent
thereon. Caim1l read s follows:

"A process for making a conposite board conpri sing
4 to 35% by wei ght cellul osic newsprint conposed
primarily of cellulose fibers, and 2 to 15% by

wei ght of a thernoplastic polyneric binder, the
rati o of the binder to the cellul osic newsprint
bei ng no greater than 1.25, perlite and m nera
wool , wherein the conponents necessary to nmake the
board are m xed with water to form an aqueous
slurry, the cellulosic newsprint and at |east a
portion of the polyneric binder being m xed and
the perlite and m neral wool bei ng added
subsequent to that mxing, and the slurry is
flocculated while being fed to a nold and shaped,
the shaped material drained of liquid and pressed
into the shape and thickness of the board and then
heated to solidify the board, the polyneric binder
bei ng coated on the cellulose fibers of the
newsprint substantially conpletely before the
slurry is fed to the nold."

I X. The patentee's submissions in witing and at the ora
proceedi ngs coul d be summari sed as foll ows:

- The problemto be solved with respect to D3 coul d

1193.D Y A
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be seen in the provision of a conposite board
havi ng desirable properties at a conpetitive
price.

- The sol ution proposed in the independent product
and process clains was that the cellul ose fibers
are substantially conpletely coated with the
bi nder .

- D1 neither taught the need for substantially
conpletely coating the fibers, nor how to achi eve
it.

- The stipulation that the fibers be substantially
conpl etely coated could not be quantified.

- The objection of lack of clarity was nmade to
unanended portions of the respective clains,
therefore contrary to the case | aw

X. The argunents subm tted by the appellant Gdenwal d
Faserpl attenwer k GrbH were essentially as foll ows:

- D1 taught a nmethod for honobgeneously and
conpl etely coating fibers with a binder to inprove
the properties of a fiber board.

- The cl ai ned conposite boards and their preparation
processes therefore | acked an inventive step with
regard to D3 in conbination with D1, the
stipulated ratio of binder to cellulosic fibers
being the result of routine experinments which did
not require inventive skill.

- The objection of lack of clarity was in line with

1193.D Y A
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the decision G 1/91 of the Enlarged Board of
Appeal .

Xl . At the end of the oral proceedings, the appellant -
patentee Arnstrong World Industries Inc. requested that
t he deci si on under appeal be set aside and that the
patent be maintained as granted or, in the alternative,
on the basis of any of the auxiliary requests | to X
filed at the oral proceedings.

The appel |l ant - opponent Odenwal d Faserpl att enwer k GrbH
requested that the decision under appeal be set aside
and the patent be revoked.

The respondent AMF-M neral pl atten GrbH Betri ebs- KG
requested that the appeal of the patentee be dism ssed.

Reasons for the Decision

Mai n request

1. I nventive step

1.1 Claim1l is directed to a conposite board which
conprises mneral wool, perlite, clay, cellulosic
newsprint and an anionic | atex binder having a gl ass
transition tenperature of from80°C to 115°C.

1.2 D3 relates to polyneric | atexes having nost preferably
a glass transition tenperature of fromb50°C to 110°C
whi ch can be used as a binder to produce strong
conposite boards that will not sag substantially under
conditions of high tenperatures and humdity. The
polyneric | atex serves as a replacenent for starch

1193.D Y A
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whi ch is used as binder for conposite boards (see
abstract and page 2, lines 30 to 44). Their efficiency
is illustrated in Exanples 1 and 2 in which conposite
boards are prepared from m xtures conprising mnera
wool , perlite, clay, cellulosic newsprint and pol yneric
| atex. Since these are the sane ingredients as
stipulated in claim1l, the Board concurs with the
appel l ant - patentee in that D3 represents the cl osest
prior art.

In agreenent with the appellant - patentee, the Board
considers that the problemto be solved with respect to
D3 can be seen in the provision of a cardboard having
conparabl e properties at a |l ower cost or with inproved
properties but obtained at a simlar cost (see letter
dated 12 May 1998, page 2, paragraph 4).

It is undisputed that the stated technical problemis
I ndeed sol ved by the solution as proposed in claiml,
stipulating that:

(1) the ratio of the binder to the cellulosic
newsprint content is no greater than 1.25 when
the cellulosic newsprint content is |l ess than 6%
by weight and the ratio is no greater than 0.7
when the cellul osic newsprint content is at
| east 6% by wei ght,

(i) the cellulose fibers in the board are
substantially conpletely coated with the binder
and

(ii1) the board displays a sag of less than 5.08 mm
when a 15.2 nmmthick sanple, 229 nm w de and
610 nmlong is supported at both ends and
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exposed to a tenperature of 29.4°C and a
relative humdity of 95% for 24 hours.

In essence, the above proposed solution consists in
stipulating that the cellulose fibers of the conposite
board be substantially conpletely coated with the

bi nder, such that a nore efficient use of the binder
and consequently a reduction in cost is achieved for a
gi ven sag resistance. Concerning the distinguishing
feature (ii), the patentee submtted at the ora
proceedi ngs that the extent of the coating inplied by
the stipulation "substantially conpletely coated"
cannot be quantified. For practical purposes, however,
the cellulose fibers are considered to be substantially
conpl etely coated when the desired effect is achieved,
nanely when the stipul ated sag resistance i s obtained
with the ratio of binder to cellulosic newsprint
content as given in claim1. This explanation is
consistent wwth the witten subm ssion dated

12 May 1998 (page 3, paragraph 3).

Based on the patentee's expl anation, the Board hol ds
that, although feature (ii) is an essential part of the
solution proposed in claiml, it is not an independent
functional feature inposing further additiona
restrictions. Rather, it is a feature which is directly
connected with the other essential features already
stipulated in the claim Mre specifically, it is
automatically achi eved when both stipulations (i) and
(iii) are net in conbination

In determ ni ng whet her the proposed solution is obvious
in view of the available prior art, the Board observes
that the purpose of D3 is primarily to disclose a new

| at ex conposition which could be used as binder for
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conposite boards (see clainms 1 to 6; page 2, lines 1 to
2; page 3, lines 43 to 48). To this effect, exanples
are provided with the aimof showi ng the superiority of
the new | atex as conpared to starch for the sane

i nt ended use under the sane conditions (page 2, lines 7
to 14 and Exanple 2). There is no indication in this
prior art docunent that an attenpt has been nmade to
optim se the use of the latex binder. It is, however,
natural for the skilled person, when nmeki ng conposite
boards, to try and nake the nost efficient use of this
new proprietary material. Al though there is no teaching
in this respect in D3, he is expected to use his conmmon
general know edge in the field.

The common general know edge regardi ng the deposition
of latex on the cellulosic fibers is discussed in the
introductory part of D1. It is thus known that, to get
good and efficient deposition on these slightly anionic

fibers:

(1) either a lowcharge density cationic latex is
used without the need for a deposition aid or,

(i) an anionic latex is used in conbination wth a

wat er - sol ubl e cationic deposition aid

(page 1, lines 1 to 13).

D1 further discloses that when a specific kind of
cationic latex is used in an anount up to the charge
reversal point of the fibers, the latex is uniformy
di stributed on the fibers and bonded thereto, thereby
produci ng high-strength fibrous materials. The | atex
concerned conprises a non-ionic polynmer core

encapsul ated by a thin |layer of high density of bound
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cationic charges, the polyneric core having a gl ass
transition tenperature from- 80°Cto 100 °C (see
page 1, line 23 to page 2, |line 19).

The Board therefore considers that, faced wth the
probl em of making the nost efficient use of a simlar
polyneric latex, it obvious for the skilled person to
apply the teaching of D1. He would thus be induced into
depositing the latex in the sanme ways as disclosed in
D1 with the aimof obtaining a uniformdistribution of
the | atex binder onto the fibers. The Board further
holds that it is then a matter of routine
experinmentation to determ ne the m ni num anount of

bi nder required for achieving a given sag resistance of
t he conposite boards.

The Board concedes that a uniform coating does not
necessarily nean a substantially conplete coating and
that D1 does not explicitly teach that the discl osed
deposition nmethod | eads to fibers which are
substantially conpletely coated with latex. It is,
however, |ogical that the nost extensive coating wll
be obtai ned when the binder is deposited uniformy onto
the fibers or, in other words, the ratio of binder to
fibers required for obtaining the sane extent of
coating of the fibers is | owest when the binder is
deposited uniformy. As a consequence, the skilled
person will arrive at the same limt of ratio of binder
to fibers whether the aimof his routine experinents be
a substantially conplete coating or a uniformcoating
of the fibers.

The above reasoning is corroborated by a conparison of
the nmet hods for depositing the binder according to the
patent in suit and D1. Thus, according to the patent in
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suit, the deposition of the latex onto the fibers may
be acconplished according to any one of the three
processes:

(1) a coagulant is introduced prior to or along with
the latex to the board conponents,

(i) the latex is deposited with a coagul ant on a
filler, then the filler/latex is coated onto the
fibers,

(iii) a cationic latex is deposited onto the fibers or
clay filler. The fibers and filler, being
anionic, wll retain the latex on its surface.
This nmethod elimnates the need for the
coagul ant .

(colum 4, lines 23 to 56)

The coagul ants used in the patent in suit are polyners
carrying a positive charge. Their function is to absorb
onto the latex to reverse the charge and elimnate
aggregation of the |atex particles, thereby enhancing

t he deposition of the l[atex onto the (negative)

cellul ose fibers (colum 7, line 41 to colum 8,

line 23).

Thus, in order to achieve a substantially conplete
coating of the fibers with the stipulated ratio of

bi nder to fibers, such that the conposite boards show
the stipulated sag resistance, the patent in suit
resorts to the strategic use of a coagul ant when an
anionic latex is applied as binder for the fibers or
the use of a cationic latex without the need for a
coagul ant. These sane neasures are disclosed in D1 as
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necessary for obtaining a uniformdeposition of the
bi nder onto the fibers (conpare patent in suit,
colum 8, lines 36 to 46 and point 1.5.1 above).

The Board does not accept the patentee's argunent that,
in seeking to i nprove the conposite boards disclosed in
D3, the skilled does not have an incentive for turning
to D1 which relates to paper making. As is already

I ndi cated above, D1 is not restricted to the technica
field of paper making but addresses the commobn genera
know edge in the field of |atex deposition onto fibers
(see point 1.5.1).

The Board does not see any relevance as to the
patentee's argunent that D1 requires the cationic

bi nder | atex be used in an amobunt up to the charge
reversal point of the fibers (see D1, page 1, line 22
to page 2, line 3). The patentee has not argued and the
Board has no reason to presune that the ratio of binder
to fibers as stipulated in claim1 would reverse the
charge of the fibers. Thus, the stipulated ratio is a
priori not different fromthe requirenent of D1 in this
respect.

1.6 As a corollary of the above, the main request cannot be
al l owed since the subject-matter of claim1l | acks an
i nventive step in view of D3 in conbination wwth D1 and
routi ne experinentation.

Auxiliary requests | - VIII

2. Claim1 of the auxiliary requests | to VIII is the sane
as claim1l of the main request (see point VIIl). The
above findings therefore apply |ikew se to these
auxi liary requests.

1193.D .
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Auxi liary request |IX

3. 2.

3.3

1193.D

Claim1 of this auxiliary request relates to the
process for making a conposite board using as binder an
ani oni c | atex di spersion.

Wth regard to the closest prior art process according
to D3, the technical problemis again to inprove the
prior art froman econom c aspect.

The solution proposed in claiml is to ensure that the
cellul ose fibers of the newsprint are substantially
conpletely coated with the binder. The Board observes
at this point that the ranges of content of cellulosic
newsprint and thernoplastic polyneric binder as well as
the ratio of the binder to the cellul osic newsprint as
stipulated in claiml cover the proportions of the
conponents used in exanple 2 of D3. Wth respect to D3,
the di stinguishing neasure is thus the addition of a
coagul ant to the m xture of conponents before the
slurry is floccul at ed.

The technical problemis thus the sanme and t he proposed
solution involves el enents al ready discussed in the
context of the product claim1l of the main request. In
particular, the use of a cationic deposition aid in
conbination with the anionic latex is known fromD1l to
I mprove the deposition of the binder onto the
negatively charged fibers (see point 1.5.1 above). The
reasoni ng and the concl usion reached for the nmain
request apply nmutatis nutandis to the process as

cl ai ned.

The auxiliary request |X cannot thus be all owed because
the process according to claim1 |acks an inventive
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step with regard to D3 in conbination with DI1.

Auxi | iary request X

4.2

4.2.1

1193.D

Anmendnent s

Caim1l of this request differs fromclaim9 as granted
through the additional stipulation of "the cellulosic
newsprint and at |east a portion of the polyneric

bi nder being m xed and the perlite and m neral wool
bei ng added subsequent to that m xi ng".

Conpliance with Article 123(2) and (3) EPC

The new stipul ation of the two-step addition of the

| atex binder represents a restriction of the scope of
the claimw th respect to the granted claim9
Furthernore, it is based on the original description at
page 5, lines 8 to 9 and Figure 1 wth the acconpanying
description at page 6, lines 7 to 33. Thus, the
anmendnent satisfies the requirenents of Articles 123(2)
and (3) EPC

| ssue of clarity

The opponent - appellant Odenwal d Faser pl attenwer k GrbH
has rai sed the objection that the stipulation of "the
pol ymeri c bi nder being (enphasis added) coated on the
cellul ose fibers of the newsprint substantially

conpl etely before the slurry is fed to the nold" in
claiml1 is not clear. He has therefore asserted that,
pursuant to Rule 6la EPC, the anended claim1 is not
adm ssible since it does not satisfy the requirenent of
clarity as set out in Article 84 EPC. In support of his
argunent, he has cited the decision of the Enlarged
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Board of Appeal G 1/91

The patentee - appellant, on the other hand, has
submtted that the requirenents of Article 84 EPC are
not relevant in the present case since the alleged | ack
of clarity does not arise out of anendnents nmade after
grant of the patent in suit. This view would be in
agreenent with the case law, for instance according to
the decisions T 301/87 and T 367/96. Furthernore, it is
not in conflict with the cited decision of the Enlarged
Board of Appeal G 1/91

The Board notes that, with the exception of the word
"being" instead of "is", the wording of the feature in
question is indeed unchanged fromthat in claim9 as
granted. Furthernore, the anendnent concerned does not
have any substantive inplication but is nerely dictated
by granmmatical requirenents follow ng a rewording of
the entire claim It is thus undisputed that, if there
is alack of clarity in the sense of Article 84 EPC in
present claiml1, said lack of clarity was already there
in claim9 as granted and has not been introduced wth
t he present amendnent. On the other hand, follow ng the
decisions T 301/87, QJ EPO 1990, 335 (cf. points 3.7
and 3.8 of the reasons) and the unpublished decision

T 367/96 dated 3 Decenber 1997 (cf. points 4 and 6.2 of
t he reasons), the Board holds that Article 102(3) EPC
does not allow for objections to be based upon Article
84 EPC unl ess they arise out of the anendnents nmade
after the grant of the patent. This not being the case
here, the objection cannot be upheld by the Board.

The opponent - appellant has not indicated in which way
t he above finding would contradict the decision G 1/91
of the Enlarged Board of Appeal. This decision only
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addresses the question whether the requirenents of
Article 82 EPC have to be net when a patent is
mai nt ai ned i n anended formunder Article 102(3) EPC. In
the introductory part of the decision, it is remarked
that, in resolving the point of lawraised, it is
Article 102(3) EPC which is of prinme inportance and not
Rul e 61la EPC (see point 2.1 of the decision).
Furthernore, the decision expressly refrains from

di scussing the neaning of Article 84 in this context
(see point 5.2 of the decision).

The Board therefore fails to see any contradiction
bet ween the decision G 01/91 and the EPO practice as
set out in the cited decisions T 301/87 and T 367/ 96
(see point 4.2.3 above).

I nventive step

Claiml relates to a process for making a conposite
boar d.

The Board can see the problemto be solved with regard
to the closest prior art process of D3 in the provision
of an alternative process for making conposite boards.

The solution proposed inclaiml is essentially a
process involving a two step addition of the
t her nopl asti c bi nder such that:

(1) the cellulosic newsprint and at | east a portion
of the polyneric binder is mxed first, and

(1) the perlite and mneral wool is added subsequent
to that m xing.
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5.4 It is undisputed that the stipul ated process solves the
technical problemas stated in point 5.2 above. It is
al so uncontested that the proposed two-step addition of
t he thernopl astic binder is neither suggested in D1, D3
nor in any other of the 18 available prior art
docunents so that it was not obvious for a skilled
person to contenplate nodifying the process of D3 in
the manner as stipulated. In consequence, the Board
concl udes that the process of claim1l involves an
I nventive step

5.5 Clains 2 to 6 are dependent clains relating to specific
enbodi nents of the subject-matter of claim1l. The

patent can therefore be nmaintained wth these cl ai ns,
after the necessary adaptation of the description.

Or der

For these reasons it is decided that:

The deci sion under appeal is set aside.

The case is remtted to the first instance with the order to
mai ntain the patent with the foll ow ng docunents:

1. clains 1 to 6 (auxiliary request X),
2. a description, including the drawi ngs, to be adapt ed.
The Regi strar: The Chai r man:

1193.D Y A
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